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TRADEMARKS — OUR AMERICAN CONCEPT#* 


By Hon. Daphne Leeds 
Assistant Commissioner of Patents 


This marks my first appearance before an organization of 
this kind since I have held my present position. Ordinarily my 
invitations come from women’s groups, legal groups or purely 
political groups—and it is a privilege, an honor and a compliment 
to have received an invitation to address so eminent an organiza- 
tion as yours. In fact, it is a little frightening when I think of the 
progress of the science of chemistry during the past quarter cen- 
tury and the extraordinary intellect which has brought it about. 
Being somewhat awed by you, I encountered some difficulty in 
deciding what to talk about. Not being a women’s organization, 
you are not interested, I am sure, in the “woman’s viewpoint”— 
that is, so far as chemistry is concerned. Being, I assume, a non- 
partisan organization you are not interested in a “political view- 
point.” Although I am told that some of you are lawyers, others 
are not, and it therefore seemed unwise to prepare a “strictly legal” 
paper. It was my conclusion that you might be interested in hear- 
ing a discussion of the philosophy underlying the trademark con- 
cept, the psychological factors to be evaluated in administering 
the trademark statute, and the problems peculiar to the chemical 
industry. 

Trademarks, though perhaps called by other names—have a 
long and interesting history, but down through the ages to the 
present they have retained a common denominator, namely, to fix 
responsibility by indicating the source of the article bearing the 
mark. 

The earliest marks of Babylonia and Egypt appeared on 
bricks and stones fashioned by slaves for building purposes. Al- 
though the markings were first utilized for punitive purposes— 


* Address presented before the Division of Chemical Literature of the American 
Chemical Society in Atlantic City on September 17, 1956 and reprinted with the per- 
mission of the Society. 
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in order that the slave might be punished for faulty workmanship 
—nevertheless they were used to fix responsibility by indicating 
source. 

Egypt, which was a great manufacturing and trading nation 
thousands of years before the birth of Christ, is a fruitful source 
of early marks—on tools, on pottery and other items. Symbols of 
craftsmen have been found on hundreds of articles of everyday 
use. So it was in Transylvania, Crete, Greece and the Middle East; 
and in each instance the mark indicated the source—the artisan 
or the craftsman—producer—of the article, and thereby fixed re- 
sponsibility for it. 

In early Roman literature we find frequent references to 
makers’ marks on such diverse articles as medicines, ointments, 
wines, cheese, bronze and lead ornaments, and glass vessels. Seals 
were sometimes used for marking cloth. Potter’s marks were used 
by workshops, families or individuals. These marks, too, fixed 
responsibility by indicating source, but another function devel- 
oped. In the highly developed commercial law of ancient Rome, a 
purchaser of goods fraudently marked had a civil action available 
to him. Thus we see that trademarks were early recognized as a 
means of protection of the public. 

During the Dark Ages, between the fifth and eleventh centuries, 
trademarks disappeared from practically all manufactures, save 
only sword blades. The mystery of their disappearance is unex- 
plained. 

In the Middle Ages compulsory marking developed—the hall- 
marks for precious metals, cloth, gun barrels, kegs of fish, bread, 
stationery (watermarks), cabinets, engraving, printing, cooperage, 
brewing, bottle-making, shoe-making, founding and hat-making. 
The guilds were largely responsible for the compulsory marking, 
and the products had not only the guild mark, but the craftsman’s 
mark, and the merchant’s mark. Here again, the purposes of the 
markings were to fix responsibility, to indicate source, and to pro- 
tect the public from confusion and deception. 

From the twelfth century onward the use of trademarks of 
various kinds and on all sorts of goods became widespread in 
Europe. A fairly comprehensive code of trademark law existed 
under the Holy Roman Empire in the sixteenth and seventeenth 
centuries. One section read: 
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“No one must take another’s mark, even if he artificially 
disguises it by some addition, but keeps the principal part 
unchanged. As, for instance, a heart, contrasted with the 
same heart pierced with an arrow.” 


Again, the mark indicated origin, the public was protected 
from confusion and deception, and the owner of the mark was 
protected in his trade. 

As commerce continued to expand and competition increased, 
trademarks assumed an additional function, namely, that of ad- 
vertising and selling the goods. Trademarks today are the focal 
point of the great bulk of product advertising. But even in our 
complex commercial society of the present a trademark still— 


(a) fixes responsibility by indicating source of the article 
bearing it. True, the actual source may be anonymous, never- 
theless, related or associated goods bearing the same mark 
may be assumed to come from the same source, and the same 
producer may be assumed to be responsible for their quality— 
good or bad. 


(b) protects the public by identifying products, assuring 
uniform quality, and allowing the purchasing public to get 
that which has given satisfaction in the past and to avoid that 
which was unsatisfactory. 

(c) provides a “convenient handle” for advertising and 
creating a demand for a specific brand, thus providing free- 
dom of choice in the marketplace. Advertising not only sup- 
ports our free information media, but it is the foundation 
stone of the phenomenon of the mass production of our free 
enterprise system. And the trademark is the focus. 


As more and more American products travel ’round the world 
in the channels of trade, the trademark is a silent ambassador of 
the good will of American industry, and is more than ever the 
focal point about which new markets are created and developed. 

Trademarks are the essence of competition, because they make 
possible a choice between competing articles by enabling the buyer 
to distinguish one from the other. Trademarks encourage the 
maintenance of quality by securing to the producer the benefit of 
the good reputation which excellence creates. To protect trade- 
marks, therefore, is to protect the public from deceit, to foster 
fair competition, and to secure to the business community the 
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advantages of reputation and good will by preventing their diver- 
sion from those who have created them to those who have not. So 
said the Judiciary Committees of the House and the Senate in 
their reports over a period of eight years in connection with legis- 
lative bills which culminated in the Act of July 5, 1946. 

Our American concept of trademarks differs widely from 
that which exists in many countries of the world—and I like to 
think that this difference, at least in some measure, has con- 
tributed to our rapid industrial growth. Unlike the countries 
whose laws are based on the Civil Code and under which trade- 
marks come into being as a result of registration, ours is an equi- 
table approach where trademarks come into being as a result of 
their use on products moving in the channels of trade. Registra- 
tion under our law is recognition of existing rights rather than 
the actual creation of trademark rights. Whereas the civil law 
countries create a kind of “monopoly” in words, names or symbols 
which are registered as trademarks, protection under our law 
extends only to situations where the buying public is likely to 
make false assumptions when a given mark is seen on a given 
product and to believe that the product is the same as had been 
purchased in the past—or is made by the same producer—or is in 
some way associated or connected with the producer of the prod- 
uct which had been theretofore seen in the market bearing the 
mark. 

This brings me to the second phase of this discussion—the 
psychological factors inherent in the evaluation of the probable 
effect of a given mark on the average and ordinary purchasers of 
the product bearing the mark as they see it in the usual sales 
outlets under the ordinary circumstances and conditions of pur- 
chase. 

The law provides that a mark which so resembles another 
mark previously used or registered as to be likely, when applied 
to the product of the later user, to cause confusion, mistake or 
deception of purchasers, may not be registered—and the court 
may decree that it may not be used. 

Perhaps the most realistic rationale and statement of basic 
concept of trademarks and the protection afforded them was made 
by Mr. Justice Frankfurter in a case decided some fourteen years 
ago. The pertinent part of the decision reads as follows: 
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“Tf it is true that we live by symbols, it is no less true 
that we purchase goods by them. A trademark is a merchan- 
dising short-cut which induces a purchaser to select what he 
wants, or what he has been led to believe he wants. The owner 
of a mark exploits this human propensity by making every 
effort to impregnate the atmosphere of the market with the 
drawing power of a congenial symbol. Whatever the means 
employed, the aim is the same—to convey through the mark, 
in the minds of potential customers, the desirability of the 
commodity upon which it appears. Once this is attained, the 
trademark owner has something of value. 

“The creation of a market through an established symbol 
implies that people float on a psychological current engendered 
by the various advertising devices which give a trademark 
its potency. 

“The protection of trademarks is the law’s recognition 
of the psychological function of symbols.” 


This is to say that after a man has created a market through 
an established trademark and has impregnated the atmosphere 
of the market with his congenial “symbol,” he should be protected 
from another’s use of a mark which engenders the same psycho- 
logical reaction or impression on the public mind if such mark 
appears on products which the public would associate—consciously 
or subconsciously—with the products or the man who had first 
created the market. 

In the field of trademark law we are dealing not with tangible 
things which we can hold in our hands—but with psychological 
reactions and associations. We are dealing not with economics— 
but with applied psychology. It is true that our action or inaction 
with respect to a given mark may have economic results, but 
whether an action is to be taken or not—and the measure of its 
success—depends upon a psychological evaluation of what is likely 
to happen in the public mind in the marketplace. 

First, we must recognize the fact that the general purchasing 
public reacts psychologically in a normal manner—even as you and 
I. Then, we must look at the marks on the products—not as they 
appear on a drawing filed with an application, or in a printed 
copy of a registration, or on specimens completely dissociated 
from the goods. Then, we must look to the circumstances and 
conditions surrounding the purchase and sale of the involved 
goods. With this picture before us, we must apply the consumer 
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psychology which is likely to surround the actual purchase of the 
goods by the average purchaser. 

Some specific examples of what I mean may be helpful. 

Many trademarks are ordinary words of the language arbi- 
trarily used. We must recognize the fact that in the mind of the 
public there is a mental association of the word with something. 
Let us take, for example, promepary. All adults and most children 
above a very young age immediately associate mentally the word 
“dromedary” with the desert animal with one hump on its back. 
But then we apply the word to a package of dates, and a market is 
created for dates known as promepary dates. The word now may 
create two different mental associations, depending upon the con- 
text in which it is used. 

Now let us suppose that another starts using DROMEDARY on 
cookies and crackers. Considering the circumstances and condi- 
tions surrounding the purchase of dates and cookies and crackers, 
what is likely to be the psychological reaction of the purchaser in 
the grocery store? Is she likely to associate the word with the 
animal or with the dates and their producer? Is she likely to think 
that the cookies and crackers are another product put out by the 
producer of promepARy dates or are approved or sponsored, or 
in some way connected with him—or is she more likely to think 
merely of the animal and this new use of the word? Now, let us 
suppose that the second user uses the word pROMEDARY on pen- 
knives. Considering the circumstances and conditions surround- 
ing the purchase of dates and of penknives, what is likely to be 
the psychological reaction or mental association of the word? 

Another example. Let us take camMeL. All adults and most 
children above a very young age immediately associate the word 
“camel” with the desert animal with two humps on its back. But 
then we apply the word to a package of cigarettes, and a market is 
created for cigarettes known as cAMELS. The word now may create 
two different mental associations, depending upon the context 
in which it is used. 

Now let us suppose that another starts using cAMEL on cigar 
lighters. Considering the circumstances and conditions surround- 
ing the purchase of cigarettes and lighters, what is likely to be 
the psychological reaction of the purchaser at the cigar counter? 
Is he likely to associate the word with the animal or with the 
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cigarette producer? Is he likely to think that the cigar lighter is 
another product put out by the producer of came. cigarettes, or 
is approved, or sponsored, or in some way connected with him—or 
is he more likely to think merely of the animal and this new use 
of the word? Now let us suppose that the second user uses the 
word caMEL for penknives. Considering the circumstances and 
conditions surrounding the purchase of cigarettes and penknives, 
what is likely to be the psychological reaction or mental associa- 
tion of the word? 

Thus, we see that the thing to be evaluated when the products 
are different and the mark is the same is not whether the goods 
are “of the same character” or “related,” but, rather, the probable 
psychological reaction in the public mind. 

But what about those situations where the goods are the 
same (or might normally be found in a line of a single producer) 
and the marks are not the same? 

To digress for a moment, you will recall that the statute pro- 
vides for refusal of registration if confusion, mistake or deception 
of purchasers is likely. These three terms—“confusion” and “mis- 
take” and “deception”—are not identical terms—nor should they 
be used interchangeably. In a given case, it may be that all three 
are likely to result, but this does not necessarily follow in all cases. 

Consumer confusion results when two marks stimulate sub- 
stantially identical psychological reactions in the minds of pur- 
chasers when they see the marks on the goods, and a mental 
association is created as between the involved products or their 
producers. It does not matter whether or not the goods are the 
same—so long as they are of a nature which the public might 
reasonably believe come from the same source. TORNADO and cy- 
CLONE on fencing, for example; or PERMA-ROCK and PERMA-STONE 
on different products. 

Consumer mistake results when two marks which are used on 
the same goods sound so much alike or look so much alike that 
one product is purchased when the other is intended. nrTey-NnITE 
and MIGHTY-MITE on children’s clothing; or coca-coLaA and CHERIOLA 
in the familiar white script on a red background on soft drinks— 
for example. 

Consumer deception results when two marks which are used 
on the same goods engender the same psychological impression, 
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or look so much alike, or sound so much alike that unscrupulous 
dealers are led to believe that they can sell the second user’s 
goods for those of the first without fear of detection, or if detected, 
with an excuse believed sufficient to excuse the action. 

The determination of likelihood of confusion of. purchasers 
is the most difficult of the determinations—and it is unquestion- 
ably one of the most “inexact sciences” of our jurisprudence. It 
cannot be resolved by mathematics of either the higher or lower 
order. A determination can be made only by evaluating the prob- 
able psychological impact of the marks upon the average pur- 
chaser as he buys the goods under ordinary circumstances and 
conditions of the trade. It requires a kind of “dual personality” 
of the person making it. I say “dual personality” because a 
knowledge of the law is basic in evaluating the evidence in the 
light of the statutes and decisions—and having made this evalua- 
tion, the judge or other hearing officer must then dissociate him- 
self from his specialized legal knowledge and his “extra-conscious- 
ness” of trademarks, assume the traits and characteristics of the 
average purchaser buying the goods in the usual trade outlets, 
and try to determine what the psychological reactions and mental 
associations are likely to be as a result of what the trademark 
user has done. 

There are many facts and circumstances which are brought 
into play in arriving at a conclusion—and that is where the lawyers 
come in. No judge and no tribunal in the Patent Office can, in a 
given case, know all the facts which would be helpful in making 
a proper evaluation. 

As I have suggested, trademark rights do not exist in the 
abstract—nor do they exist in a vacuum. We want very much to 
make the register in the Patent Office reflect the rights of all 
interstate users of marks. This is to say that we will, to the best 
of our abilities, make proper evaluations on the basis of facts 
which are presented and facts which are common knowledge. 
But the burden of giving the facts is upon the person asserting 
rights. In appropriate cases, we need to know—what is the 
commercial magnetism of the mark? Where and how much has 
it been used, and on what? Where and how much it has been 
advertised—or exploited—“to induce a purchaser to select what 
he wants or what he has been led to believe that he wants?” What 
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efforts have been expended to, as Mr. Justice Frankfurter said, 
“impregnate the atmosphere of the market with the drawing 
power of a congenial symbol?” What “psychological current” has 
been “engendered by the various advertising devices which give 
a trademark its potency?” In use, is it the mark by which the 
product is known, or is it associated with a house mark or other 
primary mark? Has the advertising associated it with the primary 
mark to the extent that the impression is one of “unity?” What 
are the practices in the trade or industry with respect to using 
single marks on different goods, multiple similar marks on differ- 
ent goods, or specific marks for specific products, none of which 
bear any relationship to each other? Where and how are the 
products sold? Who are the “average” purchasers? What are 
the circumstances and conditions surrounding the purchase and 
sale? Are they impulsively purchased or is care exercised? Are 
the usual trade outlets self-service or otherwise? What, if any, 
practices in the trade or industry have “conditioned the mind” 
of the purchasing public so as to minimize the likelihood of con- 
fusion? What, if any, equitable rights exist? If we are given 
these—and other facts which will paint the picture in broad 
strokes—we shall then be better able to place ourselves in the 
position of the “average purchasers” and determine what their 
psychological reactions and mental associations are likely to be. 

“The protection of trademarks is the law’s recognition of the 
psychological function of symbols”—but that function can be 
evaluated only on the basis of the facts. 

We now reach the third phase of this discussion—the trade- 
mark problems peculiar to the chemical industry. The forward 
march of chemistry has given to the world thousands of new 
products which had been unthought of in previous years—products 
for which there was no name. As difficult as the selection of a 
trademark for such products is the selection of a common name— 
a name which provides a means of asking for the product, irre- 
spective of the brand. The problem is made even more trouble- 
some by the fact that sometimes the real chemical structure is 
unknown—and if known, it is so long and cumbersome that the 
public would never learn it or could never remember it. But if 
the trademark is to survive, the product must be given a common 
name so that the mark is known as X’s brand of the product. 
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Some producers of chemical products—and I use the term 
“chemical products” broadly—have unfortunately learned the 
hard way that it is highly desirable to provide a short, concise, 
understandable common name. Acetylsalicylate became “aspirin” 
—“Cellulose film” became “cellophane”; and the creators of the 
market found, to their dismay, that they had actually created 
a market for their competitors. 

The temptation to make one’s trademark synonymous with 
the product which bears it is great—but in yielding to that 
temptation, the commercial battle may be lost—particularly if the 
product has been patented and the patent expires—with the result 
that all who make the product may call it by the name—and the 
only name by which the public can ask for the product. 

The first rule of the game in chemistry—so far as trademarks 
are concerned—is, “Give the product a common name!” In select- 
ing the common name, make it simple, short, easy to pronounce, 
and easy to remember. The late Dr. Austin M. Patterson’s ten 
recommendations for “Coining Common Names,” published in The 
Trademark Reporter in March of 1956, might well be the “ten 
commandments” for your industry. 

The second rule is, “Use and publicize the common name!” 
And use and publicize it as the common name, featuring the trade- 
mark as a brand name—just as in other cases such as CARNATION 
condensed milk; KELLOe’s corn flakes; Lux liquid detergent; BAYER 
aspirin; ORLON acrylic fibers. 

The third rule is, “Select a trademark which does not re- 
semble the common name in any way!” To do otherwise may 
provide sales advantages now—but it may provide headaches 
later. Do not postpone the headaches—avoid them. 

Finally—and most important—“Use your trademark as a 
trademark and not as the name of the product!” Avoid listing 
your brand name for a product with the common names of other 
chemical compounds. Identify it always as your brand. The 
responsibility for maintaining the distinctiveness of chemical 
trademarks rests squarely on the shoulders of the trademark 
owner—and failure to exercise that responsibility may permit 
your mark to creep into the language as a common name—and 
in such an event, your advertising dollars invested in the mark 
go “down the drain.” 
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It is to be hoped that this paper has not oversimplified the 
problems of trademarks in the chemical field. It is my conviction 
that an understanding of the fundamental philosophy underlying 
trademarks, their function and purpose; the psychological aspects 
of the marks on the products in their market setting; and a brief 
admonition against the pitfalls which should be avoided, can 
result only in policies which will help the businessman to go 
forward with confidence in putting his trademark to work—to 
identify, to distinguish, to promote, to advertise and to sell his 
products. 
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PUBLIC OPINION POLLS 
AS EVIDENCE IN UNFAIR COMPETITION CASES* 


Part | 
ADMISSIBILITY AND THE LAW 
By Louis Licht** 


The likelihood of confusion by consumers as to the source of 
origin of a particular product is the principal issue in most cases 
of unfair competition and trademark infringement. 

Whether a product has acquired secondary meaning, i.e., 
whether a certain name, mark or article has become associated 
in the mind of the public with a particular source is another 
critical issue in suits where the plaintiff claims that the defendant 
has wrongfully simulated plaintiff’s trade name, trademark, or 
article. 

To prove or disprove the likelihood of confusion or to prove 
or disprove the existence or nonexistence of secondary meaning, 
it is necessary to establish the state of mind of the consuming 
public. Mastercrafters Clock & Radio Co. v. Vacheron & Con- 
stantin-Le Coultre Watches, Inc., 221 F.2d 464, 45 TMR 702 (2d 
Cir. 1955) ; Stork Restaurant v. Sahati, 166 F.2d 348, 38 TMR 431 
(9th Cir. 1948). 

Prior to the development of the science of public opinion re- 
search, the courts relied primarily on several types of evidence in 
deciding these issues; for example, proof of long use, extensive 
advertising, large volume of sales, testimony of dealers and of 
consumers. This type of evidence supports a finding of secondary 
meaning. A side-by-side comparison in the courtroom of the two 
marks or articles in dispute was the usual method used to deter- 
mine the likelihood of confusion. A weakness of this is the 
assumption that the consumer will have an opportunity to make 
a similar side-by-side comparison when making his purchase; nor- 
mally the buyer sees only one of the products, and relies on his 
memory of the other. 


* Reprinted with the permission of “The Practical Lawyer,” 133 South 36th Street, 
Philadelphia 4, Pa. The symposium written by Messrs. Licht, Christophersen and 
Sammis appeared in the October, 1956, issue, Vol. 2, No. 6, pages 15-33. 

** Attorney-at-law, Los Angeles, Calif., member of the California Bar. 
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The newly developed techniques for discovering what the pub- 
lic thinks about a particular matter, or how the public reacts to 
a particular situation, commonly known as public opinion polls 
or surveys, have opened a new avenue of approach to the problem 
of proof on these issues. 


Technique 


The following are a few of the fundamentals of poll taking, 
prepared in collaboration with the author of Part III of this 
discussion : 

The Universe and the Sampling 

The pollster must first decide what segment of the population 
is to be sampled. This segment is called the “universe.” The 
“universe” will vary depending on the purpose of the poll. For 
instance, if the issue is whether there is likelihood of confusion 
among purchasers of fuels for model airplane engines where the 
defendant used a trademark similar to that used by the plaintiff, 
the “universe” would be persons who purchased such fuels; 
namely, model airplane hobbyists. The “sampling” or persons to 
be polled must then be selected from the “universe.” If the sample 
is correctly chosen, the opinions of the sample can be deemed the 
opinion of the “universe.” In our example, model airplane hobby- 
ists range in age from, say, twelve to fifty years, and live in 
different sections of the county. A proper sample would include 
opinions of the various age groups, and of different sections of 
the county. 

Types of Sampling 

There are several: 


1. Random Sampling: persons in the “universe” are polled 
at random. 


2. Representative Sampling: the pollster first decides what 
characteristics will affect answers to the questions to be asked, and 
then chooses as interviewees persons having such characteristics, 
but only in proportion to their relative frequency in the “universe.” 


3. Stratified Sampling: the “universe” is divided into several 
strata (such as different economic or social levels), and inter- 
viewees are chosen at random from each stratum. 
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Frequently, two sampling methods are combined in one sur- 
vey. For example, a random sample of a geographic area may be 
combined with a representative sample of persons in each area. 

The validity of the survey depends primarily on proper sam- 
pling. Increasing the size of the sample will not improve the 
validity of the survey if there is error in the sample. 


Interviewing Methods 

There are several interviewing methods available to the 
pollster: mail, telephone, and personal interview. The latter is 
the most expensive method, but the best. The answers of the 
interviewees are tabulated and checked for reliability and validity 
by means of various tests and controls. 

It should be noted that there is a basic difference between a 
political poll which attempts to forecast an election, and a poll 
which attempts to determine a present, existing state of mind. 
In the latter, there are no intervening influences on the interviewee 
to affect the reliability of the survey; in the former, the expert 
must evaluate the possible factors which may cause the interviewee 
to change his mind between the date of the interview and election 
time. 


Law 
The Hearsay Obstacle 

Public opinion polls in the past decade or two have achieved 
acceptance by industry and government; the hearsay rule has been 
an obstacle to the use of poll evidence in the courts, because the 
introduction of poll evidence requires admitting the statements 
of an interviewee who is not in court subject to cross-examination. 

Is the interviewee’s statement hearsay or is it a statement 
offered circumstantially and not to prove the truth of the matter 
asserted, and, therefore, outside the hearsay rule? 

A witness may testify as to what he heard if what he heard 
is in issue. The classic example of this rule is illustrated in an 
action for slander, where the witness may testify that he heard 
the defendant make the defamatory statement. Similarly, where 
the opinion or state of mind of an interviewee is in issue, the 
testimony of the declarant’s explanation of his opinion or state 
of mind should be admissible. 






























Vol. 46 T.M.R. PUBLIC OPINION POLLS IN UNF. COMPET. CASES 1465 
A growing number of courts are holding that the statements 
of the interviewee are not hearsay because they are offered to 
prove only what the declarant said and not the truth of what 


he said. 

In Household Finance Corporation v. Federal Finance Corp., 
105 F.Supp. 164 (D.Ariz. 1952), the plaintiff desired to prove that 
its trade symbol HFC had acquired a secondary meaning in the 
minds of the public, and that use by the defendant of its similar 
trade symbol constituted unfair competition. In support of this 
contention, the plaintiffs introduced a public opinion survey which 
was admitted into evidence by the trial judge, who stated at 
page 166: 


The results of a public recognition survey may properly 
be relied upon by the court to determine whether or not the 
trade symbol in question has achieved a degree of public 
recognition that constitutes “secondary meaning”... 

By means of the witnesses personally present in court 
and the stipulation concerning the testimony that would have 
been given by the field supervisors in Chicago, Detroit, Los 
Angeles, and Philadelphia, plaintiff adequately discharged the 
burden of proof in this respect. 

The admission of such evidence does not violate the rule 
barring hearsay testimony. Wigmore Evidence (3rd Ed. 1940) 
Vol. 6 See. 1731; Richardson Evidence (7th Ed. 1948) Sec. 246. 


Most of the exceptions to the hearsay rule have been justified 
on the grounds of either necessity or circumstantial probability of 
reliability. 5 WicmMorg, Evipence §{§ 1420-23 (3d ed. 1940). 

The polls would qualify as an exception to the hearsay rule 
on the ground that they are both necessary and reliable. Frank 
R. Kennedy in his illuminating article, Law and the Courts in Tue 
Potts AND Pusiic Opinion 92, 101 (Meier & Saunders ed., Henry 
Holt & Co., N. Y., 1949) succinctly discusses this point: 


In tendering the results of a survey of public opinion to 
the court for admission in evidence, counsel say in effect: We 
are offering this evidence as the honest record of a survey 
conducted in good faith in accordance with approved polling 
methods. The methods used have been validated time after 
time. The results are trustworthy—indeed the only trust- 
worthy data available to the court. What the public believes 
on this issue or how it reacts to these stimuli is pertinent if 
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not determinative of this case. The inherent probability of 
the accuracy of the data in light of the safeguards employed 
in their collation, the need of the court for such information, 
and the total lack of any other satisfactory evidence of the 
publie’s opinion or method for obtaining it fully justify the 
admission of the testimony. 


Establishing Reliability 


It is imperative to satisfy the court that the poll sought to be 
admitted is reliable. In several of the reported cases, the polls 
sought to be introduced by a party were found by the court to be 
unreliable for one reason or another, and though admitted into 
evidence, were given little weight. For example, in Oneida, Ltd. 
v. National Silver Company, 25 N. Y. 8S. 2d 271, 31 TMR 64 (Sup. 
Ct. 1940), the plaintiff conducted a survey in a community near its 
manufacturing plant, and the defendant made a survey in an area 
adjacent to the plant of the plaintiff’s competitor. The court very 
properly criticized the sample used. In Lerner Stores Corp. v. 
Lerner, 162 F. 2d 160, 37 TMR 452 (9th Cir. 1947), the sample was 
criticized because the plaintiff’s interviewers stopped passersby in 
front of one of its own stores to inquire of the interviewees their 
understanding of the term “Lerner Shops.” 


The Role of the Expert 


Counsel for a party desiring to rely on poll evidence on the 
issue of secondary meaning or the likelihood of confusion, should 
consult a recognized expert in the field of public opinion surveys. 
The expert should be cautioned to retain all records and all work- 
ing papers relating to the survey. It may be advisable to make a 
small test survey at comparatively little expense before undertak- 
ing a more costly, comprehensive poll. 

After all the answers of interviewees are in, the expert will 
prepare a report containing a detailed analysis of the result of 
the poll. 

At the trial, counsel should first qualify the pollster as an 
expert in the field of public opinion research. Then, the expert 
should be asked to explain every step taken by him and his staff 
in the making of the survey. He should clearly outline the in- 
structions which were given to the interviewers. He may then be 
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asked, “What did the survey disclose?” If there is no objection 
from court or counsel, the witness can give the result of the 
survey including his analysis of it by referring to his report. 
Thus, Chief Judge Yankwich of the United States District Court, 
Southern District of California, in a recent trademark infringe- 
ment suit (Ohlsson & Rice, Inc. v. Ohlsson, No. 15592), after hear- 
ing the testimony of a qualified public opinion expert stated he 
would not require the testimony of the interviewers unless oppos- 
ing counsel insisted. 

If the court sustains an objection based on the hearsay rule, 
one or more interviewers should be asked to relate exactly what 
they did in connection with the survey. 

By referring to their work sheets, they can testify to the 
answers that they obtained from the declarants they personally 
interviewed. If the trial judge still entertains a doubt as to the 
admissibility of the survey, it may be necessary to subpoena a 
number of interviewees chosen at random. In a recent case tried 
before Judge Igoe in the Seventh Circuit (Paper Mate Co. v. Pen- 
master Co., No. 53 C 2230), counsel suggested that either the 
court or opposing counsel select as witnesses as many persons 
from the list of those interviewed as they deemed necessary. 
Five interviewees were subpoenaed for the following day. After 
the first two completed their testimony, the court was satisfied 
with the trustworthiness of the poll and the public opinion expert 
was permitted to testify as to the results of the poll. 

The interviewees may be questioned in detail about the inter- 
view to corroborate the testimony of the interviewer. With the 
truthworthiness of the survey thus established, there may be some 
argument as to its weight, but none as to its admissibility. 


An Approved Procedure 


An outline of the proper procedure for introducing into evi- 
dence the results of public opinion surveys is contained in the 
ease of People v. Franklin Nat’l Bank of Franklin Square, 200 
Misc. 557, 566, 105 N. Y. S. 2d 81, 90-91 (Sup. Ct. 1951). In this 
case, the State of New York sought an injunction against the 
defendant bank restraining it from using the words “saving” or 
“savings” and from holding itself out as a savings bank. The 
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action was based on the New York Banking Law, Section 258, 
subdivision 1. The defense was predicated in part on proof that 
the public understood well the term “Savings Account,” while 
the substitute phrases which defendants would be required to 
use, such as “thrift,” “compound interest,” or “special interest 
accounts” were not well-known and not attractive. 

Over vigorous objection, a public opinion survey offered by 
defendants to prove what the public understood by these words, 
was admitted by the trial judge who stated: 


A party endeavoring to establish the public state of mind 
on a subject, which state of mind cannot be proved except by 
calling as witnesses so many of the public as to render the 
task impracticable, should be allowed to offer evidence con- 
cerning a poll which the party maintains reveals that state of 
mind. The evidence offered should include calling the 
planners, supervisors and workers (or some of them) as wit- 
nesses so that the Court may see and hear them; they should 
be ready to give a complete exposition of the poll and even 
its results; the work sheets, reports, surveys and all docu- 
ments used in or prepared during the poll taking and those 
showing its results should be offered in evidence although the 
Court may desire to draw its own conclusions. In this trial 
the learned counsel for defendant adduced proof of the kind 
to which I have just referred. I think that the proof as to the 
poll should be received in evidence. I also am satisfied that 
the conclusions drawn therefrom are worthy of some consid- 
eration. Plaintiff’s objections to the admission of this proof 
are overruled. 


Conclusion 


Poll evidence is still in its infancy. Counsel may have a sur- 
vey made at great expense to his client, only to have the court 
sustain an objection to its admissibility; or if it is admitted, the 
court may attribute little, if any, probative value to it. This risk, 
however, is decreasing. Counsel offering a survey into evidence 
can now make a persuasive argument by citing the growing num- 
ber of cases which support the view that poll evidence is both 
admissible and worthy of serious consideration. 
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Part Il 


WEIGHT AND THE TECHNIQUE 
By R. C. Christophersen* 


The value of surveys as evidence where the collective attitudes 
and opinions of large groups of people are pertinent to an issue 
at law is now being recognized by lawyers, especially in the field of 
trademark and unfair competition law. The greatest deterrent to 
their widespread use is the uncertainty of their receptiveness by 
the courts. 

Generally the problems of admissibility have been met, and 
a satisfactory method of introducing them has evolved from both 
the successful and unsuccessful attempts. The eventual recogni- 
tion of the weight to which surveys are entitled will result from 
the development of a method by which those not connected with 
the actual survey can judge for themselves the validity of its 
results. 

The problem of the court, when confronted with a survey 
offered as evidence, is not so much one of appreciating the remark- 
able degree of accuracy that has been achieved in polling tech- 
niques, but rather, the immediate task of evaluating the particular 
one offered. In the final analysis, surveys, like witnesses, must be 
judged on their individual merits. 

At present, law has joined forces with public attitude sampling 
in producing mass evidence. Both are highly technical fields, faced 
with many technical problems. In order to properly combine the 
two, it is necessary for both to appreciate, and understand the 
other’s requirements. Failure to do so has in the past resulted 
in surveys being offered which did not measure up to the stand- 
ards of either. 


A Case Illustration 


Let us assume an unfair competition case where the typical 
infringement is of a product bought at retail in a neighborhood 
store. The average purchaser is the housewife who does the gen- 
eral shopping for the family. 


* Partner in the trademark research firm of Lampa & Christophersen, Chicago, Ill. 
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action was based on the New York Banking Law, Section 258, 
subdivision 1. The defense was predicated in part on proof that 
the public understood well the term “Savings Account,” while 
the substitute phrases which defendants would be required to 
use, such as “thrift,” “compound interest,” or “special interest 
accounts” were not well-known and not attractive. 

Over vigorous objection, a public opinion survey offered by 
defendants to prove what the public understood by these words, 
was admitted by the trial judge who stated: 


A party endeavoring to establish the public state of mind 
on a subject, which state of mind cannot be proved except by 
calling as witnesses so many of the public as to render the 
task impracticable, should be allowed to offer evidence con- 
cerning a poll which the party maintains reveals that state of 
mind. The evidence offered should include calling the 
planners, supervisors and workers (or some of them) as wit- 
nesses so that the Court may see and hear them; they should 
be ready to give a complete exposition of the poll and even 
its results; the work sheets, reports, surveys and all docu- 
ments used in or prepared during the poll taking and those 
showing its results should be offered in evidence although the 
Court may desire to draw its own conclusions. In this trial 
the learned counsel for defendant adduced proof of the kind 
to which I have just referred. I think that the proof as to the 
poll should be received in evidence. I also am satisfied that 
the conclusions drawn therefrom are worthy of some consid- 
eration. Plaintiff’s objections to the admission of this proof 
are overruled. 


Conclusion 


Poll evidence is still in its infancy. Counsel may have a sur- 
vey made at great expense to his client, only to have the court 
sustain an objection to its admissibility; or if it is admitted, the 
court may attribute little, if any, probative value to it. This risk, 
however, is decreasing. Counsel offering a survey into evidence 
can now make a persuasive argument by citing the growing num- 
ber of cases which support the view that poll evidence is both 
admissible and worthy of serious consideration. 
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Part Il 


WEIGHT AND THE TECHNIQUE 
By R. C. Christophersen* 


The value of surveys as evidence where the collective attitudes 
and opinions of large groups of people are pertinent to an issue 
at law is now being recognized by lawyers, especially in the field of 
trademark and unfair competition law. The greatest deterrent to 
their widespread use is the uncertainty of their receptiveness by 
the courts. 

Generally the problems of admissibility have been met, and 
a satisfactory method of introducing them has evolved from both 
the successful and unsuccessful attempts. The eventual recogni- 
tion of the weight to which surveys are entitled will result from 
the development of a method by which those not connected with 
the actual survey can judge for themselves the validity of its 
results. 

The problem of the court, when confronted with a survey 
offered as evidence, is not so much one of appreciating the remark- 
able degree of accuracy that has been achieved in polling tech- 
niques, but rather, the immediate task of evaluating the particular 
one offered. In the final analysis, surveys, like witnesses, must be 
judged on their individual merits. 

At present, law has joined forces with public attitude sampling 
in producing mass evidence. Both are highly technical fields, faced 
with many technical problems. In order to properly combine the 
two, it is necessary for both to appreciate, and understand the 
other’s requirements. Failure to do so has in the past resulted 
in surveys being offered which did not measure up to the stand- 
ards of either. 


A Case Illustration 


Let us assume an unfair competition case where the typical 
infringement is of a product bought at retail in a neighborhood 
store. The average purchaser is the housewife who does the gen- 
eral shopping for the family. 


* Partner in the trademark research firm of Lampa & Christophersen, Chicago, II. 
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In this situation, the purpose of a survey is to determine 
whether there.is a likelihood of confusion developing in the con- 
sumer’s mind, either as to the product she buys, or the source 
from which it comes. 


Judging Weight as Evidence 


The weight to which such a survey is entitled is in direct ratio 
to the validity of the results. The validity of the results depends 
on three main elements: (1) the questionnaire, (2) the interview- 
ing, and (3) the representativeness of the sample. 


The Issue of Confusion 


One facet of confusion relates to the probative value of sur- 
veys of this type, and is generally overlooked. Confusion as a state 
of mind is not a conscious state. A purchaser who has attributed 
a product to the wrong source is unaware of that mistake unless it 
is pointed out. 

Spontaneous answers to questions on a survey are indicative 
of this state of mind, but cross-examination as to why the respon- 
dent was confused will only bring about conjecture on the part 
of the witness. The fact remains that her answer proves she was 
confused. The defense will always argue the lack of opportunity 
to cross-examine on surveys, but the most important point that 
ean be established by cross-examination is whether the answers 
recorded were the answers given. This conclusion can be drawn 
from the testimony of the interviewers. In fifteen years of sub- 
mitting surveys as evidence, the fact that confusion would occur 
was usually quite obvious to anyone familiar with the nature of 
confusion. The amount of confusion was the unknown factor, and 
the most enlightening. Confusion is not so complex a problem that 
it needs elaborate proof with each survey offered. Only if the 
results seem unbelievable or suspicious should this be necessary. 


The Questionnaire 


This is the backbone of every survey. A good survey must be 
based on a sound set of questions. As obvious as this fact is, there 
remains a rather common tendency to concentrate on obtaining 
a representative sample, to the neglect of the questionnaire. Devis- 
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ing a questionnaire that will satisfy both the legal and polling 
requirements can be a difficult task. 

The questions must be worded in the simplest form possible, 
so that all persons interviewed can readily understand them. For 
example, the word “associate” is a poor word to use on a survey, 
as its meaning is not clear to all respondents. The questions must 
not be loaded, or leading, and, above all, they must develop the 
information pertinent to the issue. 

These requirements are elementary, and especially familiar 
to a lawyer. They are mentioned because they are weaknesses 
that appear frequently. To devise a good questionnaire requires 
much time and effort. To evaluate one also requires time, con- 
centration, and careful study. 


The Interviewing 


The second check point, the interviewing, is directed at judg- 
ing the quality of the interviewing. In our surveys, we make it a 
point not to inform the interviewers as to the purpose of the 
survey. We stress the need for accuracy in both reading the ques- 
tions, and recording the answers. In other words, good interview- 
ing strives to capture the spontaneous response of the interviewee 
to the questions presented, in a manner free of outside influences. 

In checking the interviewing, the manner in which the answers 
were written on the questionnaire should be observed. Were they 
verbatim, or summarized by the interviewer? Much pertinent 
information can be gleaned from verbatim answers. Did the 
interviewers ask the questions exactly as they appeared? Did 
they aid the respondent in any way in forming an answer? Did 
the inflection of their voice influence the answers? Do the results 
of the interviewers compare favorably with each other’s? 


The Sampling 


The final check point is the representativeness of the sample. 
Do those interviewed represent a true sample of the “universe” at 
which the survey is directed? 

In the assumed case, we are usually interested primarily in 
the reaction of the housewife to an infringing trademark. We are 
specifically interested in those who do their own shopping, as they 
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are the ones who will be exposed to the infringement. Thus, our 
universe, generally speaking, consists of housewives who do their 
own shopping. For all practical purposes, this suggests that 
women be interviewed at random in shopping districts. 

Quite often, it is argued that such a procedure does not pro- 
duce a truly representative sample of all housewives. It is true, 
this method does not take into consideration the socio-economic 
factors, or the educational background, etc., but these factors have 
only a negligible effect on the type of reaction that is important 
here. As a technical argument, it only serves to cloud the issue. 

When it is considered that the law requires only a showing 
of the likelihood of confusion, it becomes clear that any group of 
housewives who buy the products in question, and are interviewed 
under proper conditions, are suitable respondents to determine 
this fact. Arguments as to the sample are academic. The existence 
of confusion is either proved, or disproved. In judging the sample, 
the question is, are the respondents likely purchasers of the prod- 
ucts involved, and have they knowledge of the product being in- 
fringed upon? These are the characteristics which establish them 


as qualified respondents. 


Conclusion 


If, in analyzing a survey, it is found to be satisfactory in 
these three respects, it will truly reflect the reaction of the public. 
It may be relied upon to a greater extent than testimony of con- 
fusion witnesses in the courtroom because it represents larger 
numbers than can be produced in court. It represents spontaneity 
on the part of the respondents. It eliminates tensions and the 
awareness of the proceedings inherent in courtroom testimony, 
which detract from accurate testimony. 

At present, we have no foolproof way of judging the credi- 
bility of witnesses, nor do we have a convenient method of fully 
proving surveys. The check points set out here are guides that 
will uncover basic weaknesses. They cover those things that have 
been singled out in numerous surveys as making them unaccept- 
able as evidence. 

Industry has accepted surveys. It is dependent upon survey 
results for the information that dictates the manner of investing 
millions of dollars. It is unhindered by questions of probative 
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value, admissibility, and cross-examination. It simply recognizes 
an instrument of value, and uses it. Law, of course, is not as 
flexible. Changes must be made gradually and with full assurance 
of their merit. However, criticism of the new methods should be 
weighed against criticism of the old. In unfair competition cases, 
there was no satisfactory method of determining the effect on the 
public of an infringing trademark prior to the adoption of surveys. 

A final argument as to the probative value of surveys is rele- 
vant. Persons picked at random to answer a fair set of questions 
are certainly impartial. They are questioned under conditions 
favoring a relaxed state of mind. This, in turn, results in spon- 
taneity of answers. If it is a reaction type survey, rather than an 
opinion type, we are testing their knowledge of pertinent facts, 
as against gathering an opinion. A sample of the reaction type 
question (on showing the respondent the infringing product) 
would be: “Is this the only product of this company with which 
you are familiar?” This question is asked only, of course, where 
there are other products of the infringing company. 

The answer to such a question proves clearly, when confusion 
of source is indicated, that the respondent named products of the 


infringed upon company, because she did not know, or recognize 
the fact that there were two different companies responsible for 
the products she mentioned. There is no other reason for her 
answer. 

The inability to properly identify the source of two products, 
whose trademarks are suggestive of one another, is the key to 
confusion. Testing that ability is the province of the survey. 
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Part Ill 


A SURVEY 
By Ford Sammis* 


Description of Survey 


Objectives 
Purpose of this survey was to find out among owners of 
powered model airplanes: 


(a) The extent of confusion in their minds between “A” fuel 
and “A & B” fuel. 


(b) What connection they think exists between “A & B” Ine. 
and “P” model plane engine fuel. 


Method 


The survey was conducted in Los Angeles County, December, 
20, 1954 to January 2, 1955. A representative cross section of 
owners of powered model airplanes were personally interviewed 
at model airplane flying fields, principally on Sundays. Flying 


fields covered included Hollywood Park Race Track, Santa Anita 
Park Race Track, Vessels Race Track in Long Beach, Long Beach 
Municipal Airport, Griffith Park, and the Sepulveda Basin Flood 
Control Dam. A total of 161 powered model airplane owners was 
interviewed. 

Respondents were asked what brands of fuel they could name, 
what types of each brand they could name, what brands and types 
they had used, what company makes each brand, who owns the 
company, how long each company has been making fuel, and other 
products made by each company in addition to fuel. 

When respondents did not voluntarily mention “A,” “A & B,” 
“D & EH,” “P” or “F & G” as fuels they had heard of, they were 
asked, regarding the omitted designation, if they had ever heard 
of these fuels. Where they had, they were asked the same series 
of questions listed in the preceding paragraph, about each fuel 
they had heard of. 


* Partner in the market research firm of Ford Sammis & Company, Los Angeles 
and New York. Past president of Southern California Chapter of the American Mar- 
keting Association, lecturer on marketing at the University of California, University of 
Southern California and Claremont Men’s College. 
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Samples of the questionnaire and instructions used in this 
survey are shown on the following pages. The “exhibit cards” 
referred to on the questionnaire consist of five cards, each bearing 
one of the following designations: “A,” “A & B,” “D & E,” “P” 
and “F & G.” 


Field Work Specifications 
Background 


This survey is about model airplane engine fuel. There is on 
the market a tiny engine which some model airplane owners use 
to power the model airplanes they build or buy. These engines 
require a special fuel which is manufactured by various companies 
and sold in cans by the pint, ete. 


Purpose 


Purpose of this survey is to find out how much confusion, 
if any, exists among powered model airplane owners as to brands 
of model airplane engine fuel and the companies that make the 
various brands. 


Selection of Respondents 


Interview persons who own model airplanes powered with 
engines. These will usually be boys ten to sixteen years of age 
and/or their parents. Conduct interviews at model airplane flying 
fields. 

In conducting interviews at flying fields, contact all persons 
who are flying model airplanes regardless of age or sex. Follow- 
ing is a list of places where boys can be found flying powered 
model airplanes and the day and time when most people can be 
found at each: 

. El Camino College—16007 So. Crenshaw (Sunday—9:30 AM) 

Alondra County Park—16400 So. Prairie (Sunday—9:30 AM) 


. Hollywood Park Race Track—1050 So. Prairie, Inglewood 
(9:30 AM) 


. Sepulveda Basin (Flood Control Dam), San Fernando 
(8:30-9:00 AM) 
4. Miles Square, Long Beach 


5. Vessels Race Track, Long Beach 
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. Griffith Park (Crystal Springs) 
. Santa Anita Park Race Track, Arcadia 
. Long Beach Municipal Airport 


Early morning, from 8:30-9:30 AM, is apparently the best 
time to find powered model airplane owners. Sunday appears to 
be the best day of the week. However, with school out the week of 
December 20-24, boys may be out flying planes on weekday morn- 
ings. 

Visit the flying fields assigned to you. Where there is some 
flying in progress, stop and get all the interviews you can. Ask the 
boys at each field what days and time are best to find model plane 
owners. Use this information in planning your interviewing 
locations. 

After each interview, ask respondent for names and addresses 
of other persons he knows who are owners of power model air- 
planes. If the addresses are nearby, call there and attempt to 
get interview. If it isn’t economical for you to follow a lead, report 
the name and address to us and we will schedule a follow up call. 

Interview respondents individually with no one standing by 
listening, if possible. After each interview, caution respondent 
not to discuss the interview with others to avoid biasing their 
responses to the questions. 


Summary 


. About two-thirds of powered model airplane owners expressed 
confusion between the “A” Company and “A & B,” Inc. 
One-third stated that “A” Company was the same as 
“A & B,” Ine. 


. Four out of five users of “A” fuel confused “A” with “A & B,” 
Inc. 
Confusion existed at every age level, at all flying 
fields investigated, among owners of all makes of 
model airplane engines, and in every occupation class. 


. About three out of five respondents who have heard of “P,” 
think it is the same company as, or owned by “A & B,” Ine. 
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MODEL AIRPLANE FUEL SURVEY 
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Confusion Between “A” and “A & B” 


Among Powered Model Airplane Owners 


About two-thirds of powered model airplane owners ex- 
pressed confusion between the “A” Co. and “A & B,” Ine. 


Respondents 
Number % 


Expressed confusion 63 
Not confused 37 


100% 


About one-third of all persons interviewed stated the belief 
that the “A” Co. was the same as “A & B,” Inc. The percentage 
of persons expressing this and other types of confusion is shown 
in the following table: 


Statements Showing Confusion, Made by Public 


% of 161 Model 
Airplane Owners 
Interviewed 


“A” is same company as, is made or owned by 
32% 
“A & B” makes Nos. 1, 2 and 3 fuels 24 


“A” Co. makes other products in addition to fuel, 

e.g. engines, cars and planes 25 
“A” Co. made fuel before 1953 18 
“A” Co. makes Nos. 10, 11, 12, 13, 14, 15, 16 and 

17 fuel 7 
Miscellaneous types of confusion 17% 


Among Users of “A” Fuel 


Fifty-three respondents were using or had used “A” fuel. 
Confusion was much higher among these “A” fuel users than 
among users of other brands of fuel. Four out of five “A” fuel 
users expressed confusion between “A” and “A & B.” 

One-third of “A” fuel users stated that “A” was the same 
company as “A & B.” Over half stated that types of fuel made by 
“A” are made by “A & B.” 

Following is a tabulation of these and other types of confusion 
among “A” fuel users: 
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Statements Showing Confusion Made by “A” Fuel Users 


% of 53 
“A” Fuel Users 


“A” is same company as, is made or owned by 


34% 
“A & B” makes Nos. 1, 2 and 3 fuels 53 


“A” Co. makes other products in addition to fuel, 
e.g. engines, cars and planes 


“A” Co. made fuel before 1953 
“A” Co. makes Nos. 10, 11, 12, 13, 14, 15, 16 and 
17 fuels 


Miscellaneous types of confusion 


Confusion by Other Characteristics 


Persons expressing confusion between “A” and “A & B” were 
analyzed by age groups, place of interview, makes of engines 
owned, and by occupation of the family breadwinner. 

Confusion existed at every age level, from age 10 to age 50 
and over. Similarly, confusion was found at each of the six flying 
fields where interviews were made, among owners of each make 
of model airplane engine, and in every class of occupation. 


Connection Between “A & B” and “P” 


Fifty-seven percent of powered model airplane owners who 
have heard of “P,” think “P” and “A & B” are the same company 
or that “A & B” owns “P.” 


Opinions As to Who Makes “P” Fuel 
% of 101 persons 
who have 
heard of “P” * 
| EE eee oe ee are aC 57% 
EEE ce See een Mey ney 7 
SERENE amen mR cme 4 


Don’t know 


* 60 persons had not heard of “P.” 
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Analysis of Sample 


Following tables show ages of model airplane engine owners 
in this survey and where interviews were made. 


Years of Age % of Respondents 
33% 
20 

19 and over 43 

not reported 4 


100% 


370 
21 

9 
16 

4 
26 
16 

1 

4 


100% 


Where Respondents Interviewed 


% of Respondents 


Griffith Park 25% 
Hollywood Park Race Track 21 
Long Beach Municipal Airport 12 
Sepulveda Basin Flood Control Dam 11 
Vessels Race Track, Long Beach 8 
Santa Anita Park Race Track 


8 
6 
9 


Miscellaneous 
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REPORT ON RECENT ARGENTINE COURT DECISIONS 
ON TRADEMARKS AND TRADE NAMES 


By Roberto Daniel Goytia* 


In the following contribution a brief report is furnished of 
the Court decisions published during the past year and considered 
to be the most interesting and significant in the field of trademarks 
and trade names. 


Trademarks 


1. Casa Enrique Shuster S.A. sought registration of trade- 
mark rEconQuista for: “Heating, ventilating, lighting, refrigerat- 
ing and hydrotherapeutic apparatus and articles; sanitary articles, 
cleaning and washing machines, apparatus and articles in general,” 
in Class 14. Application was opposed by Telux S.R.L., registrant 
owner of rEconquisra for: ‘Electrical appliances, machinery, elec- 
trical articles, apparatus and accessories for producing power, 
heat and light; telephone, telegraph and wireless telegraph appli- 
ances; radio, television,” in Class 20. The Supreme Court sus- 
tained the opposition, on the grounds that although the conflicting 
trademarks were in different classes, 14 and 20, the goods covered 
were closely related and even identical. Therefore, the Court held 
in this case that the concurrent use of the respective trademarks 
for the goods involved, is likely to result in confusion, mistake or 
deception, even though the goods fall into different categories. 
Finally, the Court in sustaining the opposition relied on the con- 
sistent application of the principle stated in numerous decisions, 
that the general and essential purpose of the trademark law is to 
provide protection for the public in the purchase of goods.’ 


2. An application was filed under Serial No. 304,519 to reg- 
ister SEAGRAMS SEVEN 7 crown for ‘“‘whiskey” in Class 23. Regis- 


* Member of Buenos Aires bar; partner of the firm of Goytia & Cia., Buenos 
Aires, Argentina; Vice-President of the Argentine Association for the Protection of 
Industrial Property; past president of the Argentine Association of Patent and Trade- 
mark Attorneys; Associate member of U.S.T.A. 

1. Casa Enrique Shuster 8.A. v. Teluz 8.R.L.—La Ley, Vol. 77, p. 71. 


KEY TO ABBREVIATIONS: 

La Ley (The Law, Legal Reports) 

S.A. Sociedad Anonima (Corporation or joint stock company) 

8.R.L. Sociedad de Responsabilidad Limitada (Limited liability partnership) 
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tration was opposed by the registrant owner of trademark sIETE 
(meaning seven in English) number 301,519 in respect of goods 
in Class 23 which includes “Non-medicinal beverages in general 
whether alcoholic or otherwise; alcohol.” The Court held that the 
marks were not confusingly similar and dismissed the notice of 
opposition. In so doing, it was pointed out that the plaintiff’s 
trademark was a composite one, and that the only feature in com- 
mon with the opposer’s trademark was the number “7.” In this 
connection, the Court arrived at the conclusion that viewing the 
trademarks in their entireties, there was no likelihood of confusion. 
Finally, the Court stated that it is the purpose of the trademark 
law to protect the trademark owner from the possibility of con- 
fusion, since the reach of the bill does not extend to a conjectural 
possibility of confusion.’ 


3. An application was filed to register cmac for: “Ready- 
made clothes, boots and shoes, tailored articles, head-gear, trim- 
ming materials, dresses, lace, fans, umbrellas, haberdashery, 
gloves, perfumery, fine-leather goods,” in Class 16. Registration 
was opposed by the registrant-owner of trademark cyrua for the 
same goods. The Court found that both trademarks were visually 
and phonetically alike. The Court pointed out that it was neces- 
sary to divide the marks into their component parts and to examine 
them in detail, in order to see the differences. The public, said 
the Tribunal, does not analyze trademarks in such a fashion. 
Taking into consideration the circumstances surrounding the pur- 
chase of the products involved and that the consumers are the 
general public, the Court concluded that likelihood of confusion 
existed in this case. Therefore, the opposition was sustained.'* 


4. Plaintiff sought registration of trademark cancuay for: 
“Foodstuffs or substances employed as ingredients in food,” in 
Class 22. Defendant filed notice of opposition alleging likelihood 
of confusion with his mark Frarcuay registered also in Class 22. 
The Court decided that although the suffix portions of the trade- 
marks were identical, the dominant part of those designations, i.e., 
the first syllable can and rar respectively, was considered sufficient 


2. Seagrams, Jose E. y otra v. Gargantini, Bautista—La Ley, Vol. 77, p. 159. 
3. Cilag S.A. v. Perfwmerta Aconcague S.R.L.—La Ley, Vol. 77, p. 418. 
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to obviate any confusing similarity. Accordingly the notice of 
opposition was dismissed.* 


5. Plaintiff Sintex S.R.L. sought registration of trademark 
SINTEX which was opposed by defendant J. A. Ferradas, registrant- 
owner of trademark stmptex. During the prosecution of the pro- 
ceedings, Simplex S.A. appeared in Court in its capacity of 
assignee of trademark stmpLex. The Court decided that assignee 
Simplex S.A. was not a party in the litigation, because the assign- 
ment deed transferring trademark stmpLex to Simplex S.A. had 
not been recorded with the Patent Office as prescribed by section 
11, Laws 3975. The cited rule provides that: “The transfer of a 
mark shall be recorded in the Office in which it is registered so 
that the right to use it may be acquired.” ° 


6. Application was filed to register aLkosox for: “Alcohol for 
burning, polishing and other purposes,” in Class 3. Registration 
was opposed by the registrant owner of atcoiuz for: “Alcohol for 
burning and lighting,” in Class 3. The Court, by majority, arrived 
at the conclusion that viewing the marks in their entireties and 
comparing their similarities and dissimilarities, while it was true 


that the first and second syllables were identical, the suffixes son 
and Luz were not alike visually, phonetically nor in meaning. For 
the foregoing reasons the opposition was dismissed. The dissent- 
ing judge based his opinion, sustaining the opposition, on the fact 
that the initial portions of the marks were identical, and that this 
circumstance was accentuated by the appearance, sound and 
number of letters of the marks involved, which were all factors 
likely to create confusion.° 


7. It has been held that it is not for the federal courts to 
decide cases involving the question whether or not a trademark is 
confusingly similar to another, and whether the product covered 
by the defendant’s trademark falls in one or any other category 
of the Argentine classification of goods. These are mere questions 
of fact, which are not admitted for review by the Supreme Court 
of Argentina.’ 


. Canclay S.R.L. v. Farruffini, Cayetano—La Ley, Vol. 77, p. 583. 

. Sintex 8.R.L. v. Ferradas, José A.—La Ley, Vol. 77, p. 563. 

. Soler Ballesteros, Francisco v. Helios 8.A.—La Ley, Vol. 78, p. 82. 

. Garcia Miramén, Gaston v. Tarpinian et al.—La Ley, Vol. 79, p. 443. 
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8. The Supreme Court of Argentina has ruled that if the 
applicant of a trademark has specifically stated, according to pro- 
vision No. 32 of the trademark law, that he does not waive judicial 
action in case of opposition, the Patent Commissioner does not 
have jurisdiction to declare such application abandoned, in case 
the applicant delays bringing suit against the opposer. 

Within the purview of article 14 of the Trademark Law, the 
petitioner under the conditions referred to and the rule cited, 
has ten years in which to institute the proper court action against 
the opposer.® 


Trade Names 


9. A short chronological statement, of the principal events 
relevant to the following case seems to be indicated to present the 
issues involved. On August 24, 1945, the Court of Appeals of the 
city of Buenos Aires, decided that the trade names capya and cap1a, 
were confusingly similar. Hence, an order was issued enjoining 
the defendant to use the name capi and to change within thirty 
days, its corporate name so as to make it distinctly different from 


plaintiff’s name capya.® 


Thereafter Cadya §.R.L. filed a criminal complaint against 
the President of Cadia Corporacién Argentina de Industria 
Aceitera, accusing him as legal representative of said corporation, 
of willfully, knowingly and deliberately violating the final decree 
of the Court entered August 24, 1945, in having used the name 
capi in the business style, envelopes, rubber seals. The Court in 
a well-considered pronouncement stated that the offense com- 
mitted by the defendant was usurpation of the complainant’s trade 
name which resulted from: (a) the use of a trade name confusingly 
similar to the one legally used by the complainant; (b) that the 
complainant and the defendant were engaged in the same or simi- 
lar fields of endeavor; (c) that commercial activities of the defen- 
dant are damaging or may be injurious to the reputation and good 
will of the complainant; (d) and, finally to intentionally do an act 
which is contrary to the law. In the subject case, the Court found 


8. Seagrams § Sons Ltd. v. Gargantini, Bautista—La Ley, Vol. 80, p. 324. 
9. Cadya S8.R.L. v. Cadia Corporacién Argentina de Industria Aceitera, Patent 
& Trademark Report, 1945 and 1946. 
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that all the aforementioned requisites had been proved. Hence 
a decision was rendered declaring the defendant guilty of an 
offense punishable under sections 42, 48 item 2, 56 and 57 of Trade- 
mark Law No. 3975, and sections 26, 40 and 41 of the Penal Code.” 


10. Cadya 8.A. v. De Miero, Rafael—La Ley, Vol. 78, p. 257. 
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GERMAN TRADEMARKS IN ITALY 


A “Memorandum of Understanding” regarding German trade- 
marks in Italy was signed and entered into force on July 5, 1956 
in Rome. 

Printed below is the full text of the Memorandum which was 
executed in English, French and Italian. Copies may be obtained 
by writing to the Superintendent of Documents, Government 
Printing Office, Washington 25, D. C. (Treaties and other Inter- 
national Acts Series 3601.) Price per copy 10 cts. 


MULTILATERAL 
GERMAN TRADEMARKS IN ITALY 


Understanding Signed at Rome July 5, 1956; 
Entered into Force July 5, 1956 


MEMORANDUM OF UNDERSTANDING 


regarding German trade-marks in Italy between the Governments of the French 
Republic, United Kingdom of Great Britain and Northern Ireland, and 
the United States of America on the one hand, and the Government 
of the Italian Republic on the other 


With reference to Article 77, paragraph 5, of the Treaty of 
Peace with Italy, and the last sentence of paragraph 2 of the Mem- 
orandum of Understanding signed at Washington on August 14, 
1947, 

the GOVERNMENTS OF THE FRENCH REPUBLIC, OF 
THE UNITED KINGDOM OF GREAT BRITAIN AND 
NORTHERN IRELAND AND OF THE UNITED STATES 
OF AMERICA on the one hand 


and the GOVERNMENT OF THE ITALIAN REPUBLIC on 
the other hand 


have entered into the following understanding with respect to 
German trade-marks in Italy: 


1. The separate measures with respect to German trade- 
marks previously held in abeyance, shall be taken by the Gov- 
ernment of Italy in accordance with the principles set forth 
in this Memorandum. 
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2. Subject to the conditions and exceptions set out in this 
Memorandum, all German trade-marks will be released to the 
former German owners. 

3. As a general rule German trade-marks relating to 
goods manufactured in Italy by formerly German-controlled 
enterprises will be sold to the persons to whom the enter- 
prises were sold. If, instead, one of these trade-marks is 
returned to the former German owner in application of 
paragraph 8 below, the interests of the persons to whom 
the enterprise was sold will be safeguarded. However, trade- 
marks owned by enterprises organized under German law in 
which there is a substantial non-German interest legitimately 
acquired prior to September 16, 1947, will as a general rule 
not be regarded as German. Sales will be made to manufac- 
turers rather than to sales agents. 

4. Special provisions shall be adopted for the safeguard 
of a right of a person or enterprise to use a German trade- 
mark in instances where the person or enterprise legitimately 
used that trade-mark in Italy prior to September 16, 1947. 

5. Any German trade-marks which have been cancelled in 
Germany by the Allied Powers shall be cancelled also in 
Italy, and their re-registration and exclusive use shall be 
prohibited in Italian territory, in accordance with the exist- 
ing Italian legislation governing the subject matter. Any 
German trade-mark, the use of which has been restricted 
under legislation in force in the Federal Republic of Ger- 
many, shall be subject to like restrictions in Italy. 

6. Pending the unification of Germany, the provisions 
on release in this Memorandum shall not apply to trade-marks 
owned by residents of the Soviet Zone of Germany. However, 
in cases in which a trade-mark which would otherwise be 
subject to release is registered in Italy in the name of a resi- 
dent of the Soviet Zone, and the Federal Republic of Ger- 
many has allowed a resident of the Federal Republic to 
acquire an identical trade-mark, the resident of the Federal 
Republic should in appropriate circumstances also be allowed 
to acquire such trade-mark in Italy. 

7. Residents of the Western Sector of Berlin are to be 
accorded the same treatment with respect to trade-marks, 
as is accorded to residents of the Federal Republic. 

8. Exceptions may be made to the foregoing principles 
in the case of any trade-mark where special conditions obtain. 

9. This Memorandum of Understanding shall enter into 
force on the date of signature. 
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Done in quadruplicate at Rome, this 5th day of July 1956, in 
the English, French and Italian languages, each text being equally 
authoritative. 


For the Government For the Government 
of the French Republic of the Italian Republic 
J. Fougurs Duparc Renzo Carrosio pr CARROBIO 


For the Government of the 
United Kingdom of Great Britain For the Government 
and Northern Ireland of the United States of America 
ASHLEY CLARKE Joun D. JERNEGAN 
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PATENT OFFICE 


Trademark Rule 2.12 has been amended to conform to Holm- 
gren v. Watson, 110 USPQ 174 (46 TMR 1220). The text of the 
amendment appeared in the Federal Register, November 24, 1956, 
21 Fed. Reg. 9192, as follows: 


PART 2. RULES OF PRACTICE IN TRADEMARK CASES 


PERSONS WHO MAY PRACTICE BEFORE PATENT OFFICE 
IN TRADEMARK CASES 


The following amendment is made to take effect on publica- 
tion in the Federal Register. The purpose of the amendment is to 
conform the rule which is amended to a recent court decision. 

Paragraph (b) of § 2.12 is amended to read as follows: 


§ 2.12 Persons who may practice before the Patent Office in 
trademarx tases. * * * 


(b) Non-lawyers: Persons who are not attorneys at law as 
specified in paragraph (a) of this section are not recognized to 
practice before the Patent Office in trademark cases, except that 


persons not attorneys at law who were recognized to practice 
before the Patent Office under this Chapter prior to January 1, 
1957, will be recognized as agents to continue practice in trade- 
mark cases in the Patent Office. 


Dated: November 16, 1956. 
[SEAL ] Rosert C. Watson, 
Commissioner of Patents. 
Approved: 


Srnciairn WEEKS, 
Secretary of Commerce. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Australia 


Disclaimers 


An application was made to register the words YvETTE sTA- 
BILIZED COTTONS as a trademark in respect of cotton piece goods 
and the Examiner called for a disclaimer of the right to the 
exclusive use of the words “Stabilized Cotton.” The applicant 
objected to the disclaimer of the word “Stabilized” on the ground 
that the word does not have direct reference to the character or 
quality of the goods. The applicant drew attention to existing 
Australian registrations for the trademarks pIscrePLinep and 
TUTORED and the applicant submitted specimen advertisements 
showing how these two marks as well as its own were being pub- 
licized in Australia. However, the Deputy Registrar stated that: 


“T think there is little to be gained by endeavouring to 
argue that a mark is registrable merely because it has char- 
acteristics similar to other marks which have proceeded to 
registration, so that I think no purpose will be attained if 
I discuss the relative merits of the words pisciPLINED and 
TUTORED to which the agent of the applicant has referred. 
I do, however, think that the word sraBiizeEp, is far more 
descriptive of the goods sought by the applicant than the 
other words to which I have been referred...” 


The Deputy Registrar held that sTanmizEp is a laudatory term 
which should not be expropriated by one particular trader but 
should be available for the use of all and the disclaimer require- 
ment was maintained. 26 Official Journal of Patents, Trade Marks 
& Designs 2199. 


Rejected Applications 


The following applications were rejected by the Deputy Regis- 
trar of Trade Marks for the reasons indicated: 


(1) parLo, in respect of cloth and stuffs of wool, worsted 
or hair, was rejected on the ground of confusing similarity 
with arto which had been registered in respect of cotton 
piece goods of all kinds. The applicant contended that the 
piece goods trade is very specialized and the people in this 
trade would recognize the difference between the two marks 
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and associate one with wool piece goods and the other with 
cotton piece goods. However, the Deputy Registrar main- 
tained that he was satisfied that the use of parLo would cause 
many instances of confusion or deception. 26 Official Journal 
of Patents, Trade Marks & Designs 2094. 


(2) Aponts, in respect of shirts, pajamas, coats, suits, 
trousers, jackets, shorts and knickers, was rejected on the 
ground of confusing similarity with two prior trademarks 
which had been registered in the name of different traders; 
ADONIs in respect of athletic belts, abdominal belts, supporter 
belts and all other belts, girdles and corsets for men, and 
VEDONIs in respect of underwear, outerwear and hosiery. The 
citation of the veponis registration was withdrawn but the 
Deputy Registrar maintained the other citation because of the 
danger of confusion or deception to the public. 26 Official 
Journal of Patents, Trade Marks & Designs 2149. 


Guatemala 
German-Owned Marks 


Decree No. 1127 which came into force December 10, 1956 
puts an end to the state of war between Guatemala and Germany. 
German nationals may now apply for registration of trademarks 
in Guatemala. The said Decree makes no provision with respect 
to German owned marks which were expropriated by the Govern- 
ment and such marks are still considered to be the property of 
the Government. 


Leeward Islands 
Defederation 


The Leeward Islands were defederated on July 1, 1956 into 
four separate Colonies, namely: 

(1) Antigua 

(2) St. Christopher—Nevis and Anguilla 

(3) Montserrat 

(4) The British Virgin Islands. 


Trademark registrations dated prior to June 30, 1956 are con- 
sidered to be in effect in all four Colonies until the expiration of 
the existing term of registration. However, applications for re- 
newal of existing trademark registrations, applications to record 
Assignments or any other proceeding in respect of existing marks 
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must be made to each of the four Colonies separately. Indepen- 
dent Trade Marks Offices have been set up in each of the four 
Colonies and new applications will have to be filed in all four in 
order to cover all of the Islands formerly comprising the Leeward 
Islands. 


Northern Rhodesia 


Renewal of Trademark Registrations 


The Trade Marks (Amendment) Rules 1956 provide for com- 
pulsory renewal of trademark registrations in Northern Rhodesia. 
Heretofore, although the Registrar would accept a renewal ap- 
plication and issue a Renewal Certificate, the statute did not re- 
quire that a trademark registration be renewed. The new Rules 
are not worded so as to be retroactive but the Registrar has indi- 
cated that he will publish a list of registrations which have not 
been renewed in the past and will require that such registrations 
be renewed promptly in order to keep the registrations in effect. 
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A. 1. P. P. I. 


The next meeting of the International Executive Committee 
of the A.I.P.P.I. is scheduled to be held from June 10-14, 1957 
in Oslo. Those who desire to attend are requested to send in 
their names prior to January 31, 1957 to: Dr. Stephen P. Ladas, 
Secretary, International Patent and Trademark Association, 99 
Park Avenue, New York 16, N. Y. 

We have just received the Agenda for this forthcoming meet- 
ing and are printing below the items dealing with trademarks 
which we believe will be of particular interest to our readers. 


I. Questions Referred by the Washington Congress to 
the Executive Committee for Examination 


(See reports on the Washington Congress in the June 1956 issue 
of The Trademark Reporter by B. W. Pattishall, p. 687 
and Stephen P. Ladas, p. 690.) 

A 4 Application of the Convention to Colonies, Possessions, 
ete. and to States which gain their Independence. 

Forfeiture of the Rights issuing from the Registration of 
Trademarks on the Ground of Non-User. 
Is it necessary to introduce a Definition of the Trademark 
in the Convention of the Union? 
Suppression of False Indication. 


II. New Questions 
Extension of Terms of all Kinds which expire on a Holiday. 


Competence of the Courts in Cases involving industrial 
Property and Enforcement at the Domicile of the Defen- 
dant of Decision rendered in other Countries. 


III. Questions to Be Prepared for Further Examination 

The Protection of the Trade Name in the Convention of 
the Union. Is it necessary to define the Scope of Article 8? 
Recommendation to study Means to better coordinate the 
different Regulations in Force in the different Countries 
with Regard to the Homologation of medicinal and phar- 
maceutical Specialties. 
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BOOK REVIEWS 


THe Canapian Law or Trape Marks anp Unrair Competition. By 
Harold G. Fox. Second edition, Toronto. The Carswell Com- 
pany, Limited, 1956. 2 volumes. Pp. 1414. $45. 


We are pleased to announce the recent publication of the 
second edition of the standard work on the Canadian trade marks 
law by Dr. Fox. The first edition of this book appeared in 1940 
and there has been no comprehensive text published in the mean- 
time on the Canadian law of trade marks and unfair competition. 
The new edition, covering about twice the number of pages of the 
earlier work, is the first authoritative discussion of the new 
Canadian Trade Marks Act of 1953. Mr. Justice Lloyd-Jacob 
of the British Chancery Court has written a foreword in which 
unusual but well deserved praise is given to the author’s “aca- 
demic detachment” and “facility for clarification.” Moreover, it 
is rightly suggested in the foreword that this book will prove 
invaluable not only to the practitioner but to the students of 
comparative law as well. There is no doubt that the second edition 
of Dr. Fox’s treatise is even more than the first one a guide to and 
exposition of all phases of Canadian law of unfair competition 
and trademarks which no one interested in trademark protection 
in the United States can afford to be without. 


Trape Association Law anp Practice. By George P. Lamb and 
Sumner 8S. Kittelle, assisted by Carrington Shields. The Trade 
Regulation Series, S. Chesterfield Oppenheim, Editor. Boston, 
Mass., Little, Brown and Company, 1956. Pp. 284. $10.00. 


The attention of our readers is invited to “Trade Association 
Law and Practice” for a number of reasons. While it has little, 
if any, direct reference to trademarks and their protection, it is 
the most up-to-date if not, in fact, the only recent treatise which 
discusses all aspects of trade association activities and practices, 
including numerous intricate antitrust problems as well as a 
special chapter on trade abuses and unfair trade practices. The 
authors have long been known as experts in this particular field 
and their expert knowledge is reflected throughout the work by a 
note of caution and carefully phrased counsel against any activities 
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or practices which might be frowned upon by the Federal Trade 
Commission or by the Antitrust Division of the Department of 
Justice. The book is the first in a series of proposed texts to be 
published under the name, The Trade Regulation Series, under 
the editorship of Professor Oppenheim of the University of Michi- 
gan Law School. As stated by Professor Oppenheim in the fore- 
word to the book, the entire series is intended to cover all phases 
of antitrust law as well as unfair trade practices in general. If 
future legal handbooks which will be published in this series live 
up to the unusually high standard set in this first publication, then 
the legal profession interested in the field of trade regulation has 
indeed a great deal to look forward to as the promised volumes 
are issued. The volumes in preparation include Fugate, “Foreign 
Commerce and the Antitrust Laws”; George E. and Rosemary D. 
Hale, “Monopoly: Size and Shape under the Sherman Act”; 
George E. Frost, “Patent-Antitrust Policies and Practices”; and 
Sawyer-Rowe, “Price and Service Discrimination under the Robin- 
son-Patman Act.” 


HANpDBOOK oF MATERIAL TRADE NAMES. SUPPLEMENT I TO THE 1953 


Epition. By O. T. Zimmerman and Irvin Lavine. Dover, New 
Hampshire, Industrial Research Service Inc., 1956. Pp. X, 383. 
$12.50. ($13.50 outside of U.S.A.) 


The first edition of the Handbook of Material Trade Names 
was published in 1946, followed by a second edition in 1953 (re- 
viewed in 43 TMR 359) in which over 15,000 products manu- 
factured and distributed by 1,500 companies were listed. Supple- 
ment I was prepared by the same authors, both professors of 
Chemical Engineering at the University of New Hampshire, to 
bring the second edition up-to-date, and they intend to publish 
further supplements in the future to keep their readers advised 
of new developments. 

In Supplement I the same style is used as in the 1953 edition 
and is divided into three sections: 


1. Trade Name Section in which the products are listed and 
described. 

2. Classification Section in which all of the products described 
in the first section are classified according to their major 
uses and composition. 
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3. Directory Section lists the address of each manufacturer 
or distributor whose products are described along with 
each company’s products for which information is given. 


A new section—Products withdrawn from the Market—lists 
all products described in the 1953 edition which are no longer 
available. 

Symbols to indicate if a product is registered, unregistered 
or generic are added to each listing and those registered in Can- 
ada, Germany and Great Britain are also identified. 

It is believed that those who purchased the 1953 edition may 
want to add Supplement I to their library. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 


Berner, Frederic G. 

The Consumer referees the Battle of Brands. Address delivered before the Phila- 
<2 Chapter of the American Marketing Association, October 11, 1956. Pp. 11 
with charts. 


Carretta, A. 
Trade Associations—Free or Fettered? (Journal of the American Society of 
Association Executives, v. 8, no. 4, October 1956, pp. 25-28, 30, 32, 34.) 


Dan River Mills, Inc. High-fashion Ads designed to upgrade new Cottons. (Printers’ 
Ink, November 16, 1956, p. 50.) 
Dan River will step up its ad budget to establish new brand name. 


G-E’s Counter Coup. (Modern Packaging, v. 30, no. 3, November 1956, pp. 134-137.) 
Repackaging of small electrical items achieves triple play of consumer impact, 
adding brand identity. 


Holland, Albert H. 
Current Drug Problems under the Federal Food, Drug and Cosmetic Act. (Food 


Drug Cosmetic Law Journal, v. 11, no. 9, September 1956, pp. 486-492.) 


Ravenscroft, Byfleet G. 
The Protection of Trade Marks in Foreign Countries. (Journal of the Patent 


Office Society, v. 38, no. 9, September 1956, pp. 618-646.) 


The Regulation of Advertising. (Columbia Law Review, v. 56, November 1956, 
pp. 1018-1111.) 


Trimble, J. Montjoy. 
Corporations—Effect of Statutes on Similarity of Corporate Names. (Kentucky 


Law Journal, v. 44, no. 4, Summer 1956, pp. 439-446.) 
Weiss, E. B. - 

Brand Substitution by In-Store Display. (Advertising Age, December 3, 1956, 
pp. 68, 70.) 


Williams, J. B., Co. Remedy for sliding Sales Volume. (Printers’ Ink, November 


16, 1956, pp. 44-46.) a ; 
New marketing concept for aQuA VELVA after shave lotion involving new name, 


color, formula, bottle and package design. 


(rr ———E—E—E—E—E—E—=—=E=—=E=EEEEEEEEEE——_—_—_—_—_—_—— 
* Copies of these articles are available for reference in the Association’s library. 
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JANDRON et al. v. ZUENDEL et al. 
No. 31569 — D. C., N. D. Ohio E. Div. — December 21, 1955 


REMEDIES—UNFAIR COMPETITION—TRADE AND COMMERCIAL NAMES 

Plaintiff, directors and trustees of THE FIRST CHURCH OF CHRIST, SCIENTIST 
(The Mother Church, Boston, Mass.), move for permanent injunction to restrain 
defendants, members of THE THIRD CHURCH OF CHRIST, SCIENTIST in Akron, Ohio 
from use of term. Plaintiffs are highest authority and judicatory of Christian 
Science denomination and control all branch churches, as set forth in their Church 
Manual. 

Court holds that although defendants have the right to practice Mary Baker 
Eddy’s teachings, they should be denied use of CHURCH OF CHRIST, SCIENTIST or 
any variant thereof and should not be permitted to profit from use of term because 
use of the term signifies to the public that it is a bona fide church of the Christian 
Science denomination related to the Mother Church. 


Action by Francis Lyster Jandron et al. v. Carolyn I. Zuendel et al. 
for unfair competition. Judgment for plaintiffs. 


Richard F. Stevens, of Cleveland, Ohio, and Arthur W. Eckman and 


Harry L. Kirkpatrick, of Boston, Massachusetts for plaintiffs. 
Barnett & Kent and Marvin 8. Zelman, of Cleveland, Ohio, for defendants. 


Jones, Chief Judge. 

Plaintiffs are the directors and trustees of THE FIRST CHURCH OF CHRIST, 
SCIENTIST, in Boston, Massachusetts (The Mother Church). 

Defendants are members of the Third Church of Christ, Scientist, in 
Akron, Ohio (the Third Church). 

Jurisdiction is based upon diversity of citizenship with the required 
‘jurisdictional amount alleged. 

The heart of plaintiffs’ prayer is: 


“1. That preliminary and permanent injunctions be issued by 
this Court enjoining and restraining the defendants, their agents, 
associates, and all those joined, joining or confederating with them, 
1) from advertising, representing or otherwise holding out that so- 
called THIRD CHURCH OF CHRIST, SCIENTIST is a branch of The Mother 
Church and 2) from using as the name of or in connection with any 
church, religious group, society, association, or organization now 
existing, or which may be organized or exist, independently of The 
Mother Church, The First Church of Christ, Scientist, in Boston, 
Massachusetts, and its Branch Churches, the name or designation 
THIRD CHURCH OF CHRIST, SCIENTIST or any contraction thereof or any 
name so similar to CHURCH OF CHRIST, SCIENTIST Or CHRISTIAN SCIENCE 


1499 
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CHURCH as to be likely to deceive the public or lead to confusion.” 
Plaintiffs move for summary judgment. 


Defendants deny that they are, or can be, barred from use of the term 
THIRD CHURCH OF CHRIST, SCIENTIST or any variant thereof. 

Defendants move for summary judgment and to dismiss for lack of 
jurisdiction. 

The issues raised by the motions are as follows: 


1. Are the plaintiffs—the directors and trustees of The Mother Church 
—the highest authority and judicatory of the Christian Science denomina- 
tion? 


2. If so, are they vested with authority to grant or deny official church 
recognition to branch churches and the use of branch church nomencla- 
ture? 


3. Can defendants be denied use of the term CHURCH OF CHRIST, 
SCIENTIST or any variant thereof so similar as to cause confusion in the 
minds of the public? 


4. Is the jurisdictional amount ($3,000) involved in this action? 


That plaintiffs cannot, and probably could not, account to the penny 
for damages in the amount of $3,000 should not deter this court from as- 
suming jurisdiction of the matter. For it is evident that the issues in- 
volved herein concern rights of considerable value—whether tangible 
or intangible, present or future, which the court may easily assume ex- 
ceed the jurisdictional minimum. See Purcell v. Summers, 126 F.2d 390; 
145 F.2d 979, 985 (syllabus 5). 

Plaintiffs, in support of their claim that they are the highest au- 
thority and judicatory of the Christian Science denomination, have sub- 
mitted the “Manual of The Mother Church The First Church of Christ, 
Scientist in Boston, Massachusetts” (the Church Manual), affidavits of 
prominent Christian Scientists, and briefs in which the pronouncements 
of other courts on this matter are cited. Defendants have also submitted 
briefs and affidavits to show that there is no basis for plaintiffs’ contention. 

Upon careful consideration of the material submitted and the argu- 
ments in regard to this phase of the matter, it is my conclusion that 
despite obvious inconsistencies in the “Church Manual” in regard to the 
inter-relationship of The Mother Church and her branch churches, the 
plaintiffs, as the highest authority of The Mother Church, are in fact the 
highest authority and judicatory of the Christian Science denomination. 
To conclude otherwise would be to ignore the significance of the term 
“Mother Church” and the connotation attached to that term throughout 
the “Church Manual.” 

Further, while it is apparent that the “Church Manual” concedes local 
self-rule to branch churches, it is equally apparent that real and effective 
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(albeit indirect) control of the branch churches is retained by The Mother 
Church. Specifically, it is stated in the “Church Manual,” Article XXIII, 
Section 7, at page 72: 

“A braneh church of The First Church of Christ, Scientist, Bos- 
ton, Massachusetts, shall not be organized with less than sixteen loyal 
Christian Scientists, four of whom are members of The Mother Church. 
(Emphasis added.) This membership shall include at least one active 
practitioner whose ecard is published in the list of practitioners in 
The Christian Science Journal.” 


This alone, coupled with plaintiffs’ position as controlling authority in 
The Mother Church with power to approve membership in,’ or to excom- 
municate members of,? The Mother Church, gives to them what is, in 
effect, a corresponding control of the branch churches. 

Thus, because the plaintiffs are the highest authority and judicatory 
of The Mother Church and her branch churches, this court should not 
disturb their interpretation of the church law from which they claim 
to derive the authority to grant or deny official church recognition to 
branch churches and use of branch church nomenclature. Watson v. 
Jones, 13 Wall. 679; Bouldin v. Alexander, 15 Wall. 131; Gonzales v. 
Roman Catholic Archbishop of Manila, 280 U.S. 1; and Kedroff v. St. 
Nicholas Cathedral, 344 U.S. 94. 

This brings us to the final question whether plaintiffs are entitled to 
injunctive relief to prevent defendants from use of the term CHURCH OF 
CHRIST, SCIENTIST, CHRISTIAN SCIENCE CHURCH, or any confusing or mis- 
leading variant thereof. The case of Purcell v. Summers, 145 F.2d 979, 
985, is, I believe, dispositive of this question. In that case Judge Parker 
skillfully, resolved the basic issues presented in this case, and, without 
unduly elaborating upon what he said so well, I think it necessary to 
point out a few of his most pertinent conclusions, and their application to 
this ease. 

The problem of religious freedom is not at issue. By enjoining de- 
fendants from use of the term CHURCH OF CHRIST, SCIENTIST, CHRISTIAN 
SCIENCE CHURCH, or any confusing or misleading variant thereof, the court 
would not thereby deny defendants the right to practice the teachings of 
Mary Baker Eddy in whatever manner they choose. 

The effect of an injunction would be to prevent defendants from ap- 
propriating to themselves the good will and identity which, in the public 
mind, attach to the term CHURCH OF CHRIST, SCIENTIST, Or CHRISTIAN 
SCIENCE CHURCH. That is not to say that defendants are not worthy of 
the respect engendered by that term, but only that they should not be per- 
mitted to profit through use of the term. 

Defendants’ argument that no confusion could result if they were per- 
mitted to continue to identify and advertise their church as a CHURCH OF 


1, The Church Manual, Article VI, Section 3, page 38. 
2. The Church Manual, Article XI, Section 5, page 51. 
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CHRIST, SCIENTIST, OF aS & CHRISTIAN SCIENCE CHURCH is unrealistic. To 
this court, which must of necessity view the problem objectively—as 
would the public, the term CHURCH OF CHRIST, SCIENTIST, Or CHRISTIAN 
SCIENCE CHURCH has one meaning, i.e. that it is a bona fide church of the 
Christian Science denomination related to The Mother Church. And as in 
the Purcell case, supra, it is use of the familiar combination of words 
making the familiar term that should be enjoined, and not a different 
combination of the same words (if such is possible) which make a dis- 
tinguishing term. 

Accordingly, this action having been submitted for final determination 
on cross-motions for summary judgment, it is my conclusion that plaintiffs 
are entitled to the injunctive relief prayed for, and therefore judgment 
will be granted in their favor. 

An order may be entered to that effect. 


FARMERS' EDUCATIONAL AND COOPERATIVE UNION OF 
AMERICA v. FARMERS EDUCATIONAL AND COOPERA- 
TIVE UNION OF AMERICA, IOWA DIVISION, 

AND SERVICE ASSOCIATION et al. 


No. 2-582 —D. C., S. D., lowa, Central Div. — May 26, 1956 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 

Plaintiff seeks to enjoin defendants’ use of three of plaintiff’s marks registered 
on the Principal Register which consist of (1) a symbol and service mark consisting 
of a plow, rake and hoe, (2) a collective mark for goods consisting of the words 
UNION FARMERS for a publication, (3) a service mark consisting of the words 
FARMERS UNION used in the sale and advertisement of services. 

Defendants concede plaintiff’s exclusive right to the symbol and service mark 
but claim right to use of the mark UNION FARMERS and FARMERS UNION. The 
evidence shows plaintiff as operating on a national scale since 1906 and as part of 
its activities publishes newsletters and pamphlets which display the service mark 
FARMERS UNION; as part of its national operations plaintiff set up state organiza- 
tions operating by charter from the parent but by reason of an interorganizational 
dispute plaintiff revoked defendants’ charter but defendant has continued to dis- 
play the mark UNION FARMERS on its newspaper. Defendants deny jurisdiction on 
the ground that the activities of defendants are intrastate but the Courts will 
consider infringement as interstate if the infringement adversely affects plaintiff’s 
interstate activities. Defendant contends that plaintiff’s registrations are invalid 
by reason of their descriptiveness but this burden is on defendant and defendant 
has failed to establish the invalidity of the marks and therefore defendants are 
enjoined from use of the plaintiff’s service mark FARMERS UNION and plaintiff’s 
collective mark UNION FARMERS. 


Action by Farmers’ Educational and Cooperative Union of America 
v. Farmers Educational and Cooperative Union of America, Iowa Divi- 
sion, and Service Association, Farmers Educational and Cooperative Union 
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of America, Iowa Division, Iowa Union Farmers Association, Fred W. 
Stover, Chas. Shearn, George Wharam, Lee Harthan, Betty Lownes, Elmer 
Gustafson, Le Roy Martin, Annis Thorson, Paul Roth, Dean Huff, Emil 
Ronfeldt, Lester Muhlenbruch, and Gustav Mohr for trademark infringe- 
ment. Judgment for plaintiff. 


Frederic M. Miller and Brody, Parker, Miller, Roberts & Thoma, of Des 
Moines, Iowa, and Charles F. Brannan, of Denver, Colorado, for 
plaintiff. 

Cosson & Cosson, of Des Moines, Iowa, for defendants. 


Harper, District Judge. 

This action was brought by Farmers’ Educational and Cooperative 
Union of America, a Texas corporation, against Farmers Educational 
and Cooperative Union of America, Iowa Division, and Service Association, 
a corporation, and others, to enjoin the defendants from an alleged in- 
fringement of three of plaintiff’s trademarks, all of which are registered 
on the Principal Register of the United States Patent Office. The trade- 
marks are, (1) a symbol and service mark, consisting of a plow, rake and 
hoe, surrounded by a circle, (2) a collective mark for goods, consisting 
of the words, UNION FARMERS, used for newspapers published by plain- 
tiff and its divisional organizations, and (3) a service mark, consisting of 
the words FARMERS UNION, used by plaintiff in the sale and advertisement 
of services. 

It was stipulated that the Farmers Educational and Cooperative 
Union of America, Iowa Division, and Service Association, a corporation, 
is no longer in existence and was not in existence at the time of the com- 
mencement of this action, was not served and is not a party to these 
proceedings. The defendants, Farmers Educational and Cooperative Union 
of America, Iowa Division, and the Iowa Union Farmers Association, are 
both Iowa corporations. 

Jurisdiction is conferred upon this court by the Lanham Act, under 
which the suit is brought. 

The defendants conceded at the trial that plaintiff is entitled to the 
exclusive use of its symbol and service mark, consisting of the plow, the 
rake and hoe, surrounded by a circle, and indicated that they were not 
using said symbol and will not use it in the future, but admit that they 
are using the other marks, namely, UNION FARMERS, and FARMERS UNION, 
and indicated an intention to continue to use said marks unless restrained 
from so doing. 

The evidence disclosed without question that the use by the defen- 
dants of said two marks is in direct competition with the plaintiff. The 
testimony discloses that the plaintiff, a Texas corporation, authorized 
to do business in Iowa, has been operating on a national scale since 1906. 
Its purpose, according to its articles of incorporation, is “to protect its 
members engaged in the various branches of the farming industries, in 
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their various pursuits, which in promoting and safeguarding their said 
interests, is partially educational, fraternal, benevolent and cooperative.” 

In furtherance of these purposes plaintiff publishes and distributes 
in the various states of the union a number of pamphlets and a Washing- 
ton Newsletter. Examples of these pamphlets were placed in evidence 
and each displayed plaintiff’s service mark, FARMERS UNION, and most of 
them displayed in conjunction therewith plaintiff’s symbol, the plow, 
rake and hoe, surrounded by a circle. The plaintiff also publishes a 
monthly newspaper, under the name of the NATIONAL FARMERS UNION. In 
its distribution among the several states plaintiff identifies and advertises 
said newspaper with the products mark, UNION FARMERS, and the service 
mark, the aforementioned symbol. 

In 18 of the 29 states in which plaintiff has members, it has set up 
state organizations, many of which publish newspapers that use plain- 
tiff’s products mark, UNION FARMER. The defendant, Farmers Educational 
and Cooperative Union of America, Iowa Division, was originally an 
unincorporated association located in Iowa, which in December, 1924, be- 
came a corporation pursuant to the laws of Iowa. On October 8, 1917, 
this defendant was issued a charter, whereby it became an integral part 
of the plaintiff in the State of Iowa, continuing to be such until 1954. 
In March of 1954, plaintiff revoked the charter of its Iowa division, the 
legality of which revocation was conceded at the trial by the defendant. 

On September 24, 1955, subsequent to the filing of the complaint, this 
defendant, by amendment to its articles of incorporation, changed its 
name to Iowa Farmers Union. The evidence shows that this new name 
is identical with the names by which plaintiff’s state organizations are 
commonly, or colloquially, known, and hence, is almost identical with the 
name by which said corporation was commonly, or colloquially, known 
before the Iowa charter was revoked by plaintiff in 1954. 

The defendant, Iowa Union Farmers Association, publishes a news- 
paper under the name of IOWA UNION FARMER, whose mark resembles 
those of plaintiff’s state organization newspapers. Prior to the revocation 
of the charter of the defendant corporation by plaintiff, such publication 
was authorized by the then legally constituted Iowa Farmers Union and 
it continues to be so authorized by said organization. 

The plaintiff contends that when the Iowa charter was revoked in 
1954, the Iowa Farmers Union’s right to use the mark UNION FARMER on 
its newspaper was also revoked. The defendants contend that the court 
is without jurisdiction, despite the fact that the suit is brought under the 
Lanham Act, 15 U.S.C. §1051 et seq., and the further fact that there is 
diversity of citizenship, contending with respect to the Lanham Act that 
the plaintiff has failed to show that the alleged infringement was “in 
commerce.” 

The courts have repeatedly held that the defendant’s infringement is 
interstate if its local activities adversely affect plaintiff’s interstate activity. 
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Bulova Watch Co. v. Steele, 194 F.2d 567, 92 USPQ 266 (42 TMR 299), 
Pure Foods v. Minute Maid Corp., 214 F.2d 792, 102 USPQ 271 (44 TMR 
1408), and National Tuberculosis Ass’n v. Summit County Tuberculosis & 
Health Ass’n, 122 F.Supp. 654, 101 USPQ 387. 


The testimony conclusively discloses that defendants’ activities in 
Iowa have affected plaintiff’s activities there and also that defendants’ 
activities have received some national publicity. In the words of the court 
in the National Tuberculosis case, supra, loc.cit. 657, 101 USPQ at 389, 
“The activities of these defendants multiplied in other places would seri- 
ously threaten plaintiff’s national organization and its nationwide * * * 
program.” The defendants’ contention that the court is without jurisdic- 
tion has no merit. 


The facts further show that the plaintiff’s service mark, the symbol, 
with the plow, the rake and the hoe, surrounded by the circle, was reg- 
istered in the Principal Register of the Patent Office on November 4, 
1952; plaintiff’s collective service mark for goods, UNION FARMER, usually 
used for newspapers published by plaintiff and its divisional organizations, 
was registered in the Principal Register of the Patent Office on November 
2, 1954; and plaintiff’s service mark, FARMERS UNION, was registered in 
the Principal Register of the Patent Office on April 1, 1952. 

Registration, according to 15 U.S.C. §1057(b), is prima facie evidence 
of the validity of the registration and of the registrant’s exclusive right 
to use the mark on the goods and services specified. 

In the case of Curtis-Stephens-Embry Co. v. Pro-Tek-Toe Skate Stop 
Co., 199 F.2d 407, loc.cit. 413, 95 USPQ 130, 135-136, the 8th Circuit 
Court of Appeals said: 


“Therefore, when a mark is registered upon the principal register 
under the Act of 1946, the presumption arises that the statutory 
prerequisites to its valid registration have been met, ie. (1) its dis- 
similarity to other registered marks for similar goods, (2) its sec- 
ondary meaning, (3) its ‘ownership’ by the applicant, and (4) the 
applicant’s exclusive right to use the trademark in commerce in con- 
nection with the goods specified.” 


Since in this case the marks are registered, the defendants have the 
burden of proving that the marks are invalidly registered. In order to 
prove the invalidity of plaintiff’s mark, the defendants have attempted to 
show that the Patent Office in granting the registrations had been incorrect 
in finding that the descriptive words, FARMERS and UNION had acquired 
secondary meaning and hence qualified—as required by Section 1052—as 
distinctive. Defendants’ proof in this regard is, first, an examination of the 
words themselves, and secondly, evidence that over a hundred Iowa cor- 
porations have for some time used the words, FARMERS and UNION in 
combination, and that some twenty corporations still in existence use 
the same words. Two of the examples in evidence are: FARMERS UNION 
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COOPERATIVE COMPANY OF MARQUOKETA, IOWA, and FARMERS UNION EXCHANGE 
OF DENNISON, IOWA. 

The first defense is patently valueless. The second fails because, un- 
like the defendants, the other users—some of whom are licensees of the 
National Farmers Union—dispense goods and services different from 
plaintiff, and hence are not in competition with plaintiff. Section 1115(a), 
Title 15; Time, Inc. v. T. I. M. E., Inc., 123 F.Supp. 446, 102 USPQ 275 
(44 TMR 1396). While the presumption created by the statute is a 
rebuttable one, and the respect usually given the informed judgment of the 
Patent Office is not mandatory and its judgment not conclusive, yet there 
was no evidence of any real substance to the contrary. 

The defendants further contend that plaintiff’s mark, if validly reg- 
istered at all, is at the most a “weak” mark, and, therefore, entitled to 
only limited protection. The doctrine of a hierarchy of mark exists, but 
is not applicable to the case at bar. This doctrine holds that the strong 
mark (the coined or arbitrarily applied word) should have the usual 
protection against imitation by all classes of goods and services, whereas 
the weak mark (suggestive, for example, of the nature of the product), 
should be protected against use of its mark only on closely related goods. 
Thus, the registered mark, sUNBEAM, for electrical appliances has been 
barred from use on lamps but not on furniture. Sunbeam Furniture Corp. 
v. Sunbeam Corp., 191 F.2d 141, 90 USPQ 43 (41 TMR 818). See also, 
Time, Inc., supra. In this case the type of service offered by the two 
organizations is quite similar and the likelihood of confusion would be 
great. 

Finally, the defendants contend that plaintiff has unclean hands, which 
precludes it from recovering in the present case. From the testimony, 
exactly what the acts are which are supposed to constitute unclean hands 
is not clear. They would seem to be, however, the plaintiff’s actions in 
revoking the charter of the Iowa division because the Iowa division didn’t 
see eye to eye with the national organization on political matters. This 
being so, it would seem that said actions have no intrinsic connection with 
the subject matter of the litigation, said actions having to do with inter- 
organizational strife, whereas the subject matter of the litigation is trade 
mark infringement. 

The defense of unclean hands is reluctantly applied by the courts 
and is always scrutinized with a very critical eye. Coca-Cola v. Koke Co, 
254 U.S. 143 (10 TMR 441). The half-hearted defense of the defendants 
in this case with respect to unclean hands is without merit. 

For the foregoing reasons the defendants should be enjoined from 
the use of plaintiff’s service mark, FARMERS UNION, plaintiff’s service mark, 
the aforementioned symbol, and the plaintiff’s collective mark, UNION 
FARMER. 
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The attorneys for the plaintiff will prepare the Findings of Fact, 
Conclusions of Law and Judgment to be entered, and submit same to the 
court for entry. 


CORNELL UNIVERSITY v. 
MESSING BAKERIES, INC. 


N. Y. Supreme Ct., Tompkins Cty., — June 6, 1956 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF 
Defendant, while authorized to use plaintiff’s name on bread labels, was not 
permitted to feature that name more prominently than its own and the disregard 
by others of a similar restriction was no excuse for defendant’s conduct. 


See also 44 TMR 1313, 45 TMR 547. 
Action by Cornell University v. Messing Bakeries, Inc., for trademark 
infringement and unfair competition. Judgment for plaintiff. 


Whitman, Ransom & Coulson, of New York, N.Y., for plaintiff. 
Scribner & Miller, of New York, N.Y., for defendant. 


Mo.inakl, Justice. 

A motion was made returnable before this Court at a Special Term 
thereof held in Elmira, N.Y., on March 23, 1956, in which the above 
named plaintiff seeks certain relief at the foot of a judgment of modifica- 
tion and affirmance of the Appellate Division, Third Department, entered 
herein on April 1, 1955. 

The defendant above named cross moves for certain relief seeking to 
modify the third decretal paragraph of the above mentioned judgment. 

Let us first consider defendants’ cross motion in which it seeks to ex- 
pand or enlarge the decretal paragraph numbered third to include there- 
in the production, marketing and sale of doughnuts or any other food 
product other than bread. There appears to be no testimony taken at the 
time of the trial in connection with the production and marketing of 
doughnuts. This Court is of the opinion that the same should be placed in 
the category of new matter, and cannot be determined by granting the 
relief being sought by the defendant in its cross motion at this time. 

In connection with the matter of seeking relief in the nature of amend- 
ing defendants trademark registration in the States of New York, New 
Jersey and Connecticut in which the plaintiff contends that the defen- 
dant has not complied with the Appellate Division’s direction, I am 
of the opinion that the trademark name in question should be amended 
to read MESSING CORNELL RECIPE ENRICHED WHITE BREAD. 

It is the Court’s understanding through a communication received 
from the attorneys for the defendant under date of March 21, 1956 
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that the bread wrapper in question was to be re-designed so that the 
disclaimer statement would be printed twice on each “repeat” so that 
even if one of the disclaimer statements is covered by the overlapping 
and gluing of the wrapper, the other will remain visible. It was admitted 
at the time of the argument by the attorney for the defendant that the 
disclaimer statement as it appeared on the bread wrapper at the time 
was not clearly visible to the purchaser of the product and that that 
matter would be corrected by April 16, 1956. The Court assumes that 
the same has been taken care of. If it has not been done it is ordered that 
the said disclaimer statement be placed upon the bread wrapper by the 
defendant forthwith, so that the same can be seen and easily read by 
the purchasers of the product. 

It appears that the main objection of the plaintiff University is in con- 
junction with the present bread wrapper used by the defendant corpora- 
tion, in that the same gives more prominence to Cornell University than 
to the corporate name of the defendant in deference to the third decretal 
paragraph of the Appellate Division order hereinbefore referred to. It 
is argued by the defendant that other baking companies in close proximity 
to Cornell University are using a bread wrapper which more clearly 
emphasize the University name and symbols than that now used by the 
defendant. This argument seems to me to be beside the point. Two wrongs 
have never made a right. It is conceded that the corporate name on 
the present bread wrapper in black type is of larger proportions than 
the words CORNELL RECIPE, which now appear on the wrapper with a red 
background contained in a rectangular symbol. It is also argued by the 
defendant, that no restriction was placed in the Appellate Division order 
preventing them from using the color red, although Cornell University 
has always carried that color as its College color. 

Nevertheless it is clearly apparent to this Court from an examination 
of the present wrapper that the combination of a rectangle in the color 
red in substitution for a scroll design in the color red, with the word 
CORNELL in white capital lettering superimposed thereon and placed in 
the center and the top and both sides of the defendant’s wrappers, was 
and is contrary to the third decretal paragraph of the judgment of 
modification rendered by the Appellate Division, in that the same is a 
more prominent feature of the wrapper than the corporate name. 

The Appellate Division in its order clearly stated that “the name of 
the baker appears in the same advertising in larger print and is emphasized 
more than the quoted words.” (Italics mine.) 

An order may be submitted in accordance with the decision outlined 
herein. 
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MATERNALLY YOURS, INC. v. 
YOUR MATERNITY SHOP, INC. 


No. 196 —C.A. 2 — June 6, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
A single instance of trademark use accompanied by an intent to continue use 
is sufficient to justify registration of the mark. 


EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
Registration creates a strong presumption of validity. 
A registration, the application for which was initially rejected by the Patent 
Office for conflict with a prior registration but thereafter allowed upon abandon- 
ment of such registration, may not be successfully challenged by an alleged in- 
fringer upon the ground that the prior registrant had not in fact abandoned the 
mark because, in the absence of fraud, such proof would not overcome the statutory 
presumption of validity or the prima facie validity of the Patent Office proceedings. 


REMEDIES—INFRINGEMENT—EVIDENCE 

A registrant seeking injunctive relief under the Lanham Act need not show 
instances of actual confusion for the statutory test is the likelihood that an 
appreciable number of prudent purchasers will be confused. 

The intent of an alleged infringer is relevant in determining likelihood of 
confusion but it is only one factor to be considered, some of the others being 
similarity between the marks, the strength of the plaintiff’s mark, the area and 
manner of concurrent use and the probable degree of care exercised by purchasers. 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


REMEDIES—INFRINGEMENT—EVIDENCE 

In an infringement action involving MATERNALLY YOURS and YOUR MATERNITY 
SHOP, both used in connection with retail maternity stores, standing alone were 
found not close enough as to be likely to confuse reasonably prudent purchasers 
but the added factors of close proximity of the stores of the parties; the defen- 
dants studied imitation of plaintiff’s signs, labels, advertising and telephone list- 
ings; the novelty of plaintiff’s mark and instances of actual confusion—including 
the misdelivery of mail—adequately established a likelihood of confusion. 


CourTS—J URISDICTION 
An unfair competition count related to a claim of trademark infringement is 
within the jurisdiction of the federal courts under 28 U.S.C.A. §1338 (b) notwith- 
standing that the acts complained of originated prior to issuance of plaintiff’s 
registration since the claims need not have exact chronological correspondence and 
identity. 
TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Mark MATERNALLY YOURS used in connection with retail maternity clothing 
stores, while to some extent suggestive, is arbitrary and fanciful rather than 
descriptive. 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


TRADEMARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
Even if the mark MATERNALLY YOURS be thought descriptive of plaintiff’s retail 
maternity clothing stores, it would be entitled to protection as a secondary meaning 
mark for it had acquired such significance through extensive use prior to defen- 
dant’s first use of YOUR MATERNITY SHOP in connection with a competing business. 
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REMEDIES—INFRINGEMENT—BASIS OF RELIEF 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF 
Under New York law, extensive protection is accorded to common law marks 


even in the absence of a secondary meaning. 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
While an accounting of damages and profits does not invariably follow from 
a finding of infringement, proof of confusion and palming off justifies such addi- 
tional relief and the accounting is not limited to profits acquired in the geographical 


areas of competition between the parties. 
Counsel fees may be awarded to the successful litigant in trademark infringe- 


ment cases where there is a finding of fraud. 


Action by Maternally Yours, Inc. v. Your Maternity Shop, Inc., for 
trademark infringement and unfair competition. Defendant appeals from 
judgment of District Court for Southern District of New York, for 


plaintiff. Affirmed. 
See also 40 TMR 235. 


Hartman, Sheridan & Tekulsky (Asher Blum and Mock & Blum of 
counsel) of New York, N. Y., for appellant. 

Gallop, Climenko & Gould and Milton 8. Gould, of New York, N. Y., for 
appellee. 


Before CuarK, Chief Judge, and Mepina and WaTERMAN, Circuit Judges. 


WATERMAN, Circuit Judge. 

This action involves a claim of trademark infringement under the 
Lanham Act, 15 U.S.C.A. § 1051 et seq., and a claim of unfair competition 
presumably governed by the law of New York.’ Jurisdiction over the 


1. Prior to Erie R. Co. v. Tompkins, 1938, 304 U.S. 64, federal judge-made law 
was considered to control the determination of the issues of both trademark infringe- 
ment and unfair competition in cases brought in the federal courts. The prevailing 
view subsequent to Erie has been that federal law governed infringement of federally- 
registered trademarks, while state law governed common-law unfair competition. See, 
e.g., Pecheur Lozenge Co., Inc. v. National Candy Co., Inc., 1942, 315 U.S. 666, 53 
USPQ 11 (32 TMR 194); Radio Shack Corp. v. Radio Shack, 7 Cir. 1950, 180 F.2d 
200, 84 USPQ 410 (40 TMR 211); Food Fair Stores v. Food Fair, 1 Cir. 1949, 177 
F.2d 177, 83 USPQ 14 (39 TMR 894); Campbell Soup Co. v. Armour § Co., 3 Cir. 
1949, 175 F.2d 795, 81 USPQ 430 (39 TMR 566) ; Jewel Tea Co. v. Kraus, 7 Cir. 1950, 
187 F.2d 278, 282, 88 USPQ 14, 16 (41 TMR 134); Grocers Baking Co. v. Sigler, 6 
Cir. 1942, 132 F.2d 498, 56 USPQ 123 (33 TMR 130); Time, Inc. v. Viobin Corp., 7 
Cir. 1942, 128 F.2d 860, 54 USPQ 13 (32 TMR 422); Time, Inc. v. Life Television 
Corp., D.Minn., 1954, 123 F.Supp. 470, 103 USPQ 131 (45 TMR 174); National Fruit 
Product Co. v. Dwinell-Wright Co., D.Mass., 1942, 47 F.Supp. 499, 503-504, 55 USPQ 
199, 204-205 (32 TMR 516), aff’d 1 Cir., 1944, 140 F.2d 618, 60 USPQ 304 (34 TMR 
128). The practice in this Circuit, until very recently, has been to ignore the usually- 
theoretical question of what law governs and to draw precedents from both federal 
and state (usually New York) courts. See, e.g., Swanson Mfg. Co. v. Feinberg-Henry 
Mfg. Co., 2 Cir. 1944, 147 F.2d 500, 64 USPQ 316, where we relied on this indeterminate 
general law even though the lower court had discussed the question. 

The Ninth Circuit has held that § 44 of the Lanham Act, 15 U.S.C. § 1126, enacted 
by Congress in 1946, created a substantive federal law of unfair: competition wherever 
interstate commerce is involved; and that federal district courts, have, federal-question 
jurisdiction over all claims of unfair competition by those engaged in interstate com- 
merce, even though the infringing acts are not themselves in interstate commerce. 
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trademark infringement claim rests on 15 U.S.C.A. § 1121 and 28 U.S.C.A. 
§ 1338(a), while jurisdiction over the related unfair competition claim 
is based on 28 U.S.C.A. § 1338(b), if not also on the Lanham Act.’ 

Plaintiff, Maternally Yours, Inc., is a New York corporation engaged 
in the retail merchandising of maternity apparel in the New York metro- 
politan area. A predecessor partnership commenced doing business under 
the name MATERNALLY yours in Bronx, N.Y., in October, 1945. The part- 
nership filed an application for registration of the trademark MATERNALLY 
yours in December, 1945, and this trademark was duly registered in 
plaintiff’s name in May, 1949. The idea of a specialized retail shop selling 
only maternity wear was new—MATERNALLY YOURS was one of the first 
shops of its kind in the New York area, if not in the country. Business 
prospered from the outset, and new stores were added. By 1954 plaintiff 
operated ten stores in the New York metropolitan area under the name 
MATERNALLY YOURS. 

Defendant, Your Maternity Shop, Inc., opened a maternity wear 
store in New Rochelle, N.Y., in September, 1946, under the name Your 
MATERNITY SHOP. In October, 1946, plaintiff served formal notice of 
infringement on defendant at its New Rochelle store, but defendant 


Stauffer v. Exley, 9 Cir., 1950, 184 F.2d 962, 87 USPQ 40 (40 TMR 960); Pagliero 
v. Wallace China Co., 9 Cir., 1952, 198 F.2d 339, 95 USPQ 45 (42 TMR 839). In American 
Auto. Ass’n v. Spiegel, 2 Cir., 1953, 205 F.2d 771, 98 USPQ 1 (43 TMR 1070), we 
rejected the view that the Lanham Act brought all claims of unfair competition by 
those engaged in interstate commerce within the federal-question jurisdiction of federal 
district courts. Since we held in that case that the district court did not have jurisdic- 
tion, we did not reach the corollary question of whether state or federal law governs 
a claim for unfair competition. However, in Artype v. Zappulla, 2 Cir. 1956, 228 F.2d 
695, 108 USPQ 51 (46 TMR 421), it was clearly indicated that state law governed a 
claim for unfair competition brought in a federal court. It is true that federal juris- 
diction in the Artype case, supra, was rested by the court on diversity of citizenship 
rather than on the pendent jurisdiction of federal courts over a common-law claim 
when combined with a substantial and related federal claim. See, with respect to the 
doctrine of pendent jurisdiction, Hurn v. Oursler, 1933, 289 U.S. 238, 17 USPQ 195 
(23 TMR 267), the holding of which is now codified as to patents, trademarks, and 
copyrights in 28 U.S.C. § 1338(b). But despite repeated statements implying the con- 
trary, it is the source of the right sued upon, and not the ground on which federal 
jurisdiction over the case is founded, which determines the governing law. See, Hart 
& Wechsler, The Federal Courts and the Federal System (1953) 690-700. Thus, the 
Erie doctrine applies, whatever the ground for federal jurisdiction, to any issue or 
claim which has its source in state law. See, e.g., Rothenberg v. H. Rothstein §& Sons, 
3 Cir., 1950, 183 F.2d 524. Cf. Wichita Royalty Co. v. City National Bank, 1939, 306 
U.S. 103, 107. Likewise, the Erie doctrine is inapplicable to claims or issues created 
and governed by federal law, even if the jurisdiction of the federal court rests on 
diversity of citizenship. See, e.g., Sola Electric Co. v. Jefferson Electric Co., 1942, 317 
U.S. 173, 176, 55 USPQ 379, 381; Pope § Talbot v. Hawn, 1953, 346 U.S. 406; ef. 
Prudence Realization Corp. v. Geist, 1942, 316 U.S. 89, 95. Therefore, this court’s 
holding in the Spiegel case, supra, when viewed in conjunction with Artype v. Zappulla, 
supra, would appear to require the application of state law to unfair competition claims, 
whether or not combined with a trademark infringement claim under federal law. 

Decision of these questions, however, is unnecessary for the disposition of this 
case, and they are raised only to indicate that we are conscious of their existence. For 
the purpose of decision in this case we will assume that state law governs a claim for 
unfair competition, leaving to the future questions concerning the scope of the Spiegel 
case, supra, and its continuing validity, as well as the other related matters discussed 
by Judge Clark in his concurring opinion. 

2. See note 5, infra. 
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continued to operate under the name YOUR MATERNITY sHOP. In November, 
1946, defendant opened a store within two blocks of plaintiff’s Bronx 
store, and in subsequent years defendant continued to expand its busi- 
ness. Telephone listings were made under MATERNITY SHOP YOUR as well 
as YOUR MATERNITY SHOP. In 1954 defendant was operating five maternity 
wear stores under the name YOUR MATERNITY SHOP. Four of these stores 
were located in the New York metropolitan area and the fifth in Phila- 
delphia, Pa. 

Plaintiff brought this action to enjoin defendant from infringing 
plaintiff’s alleged common-law trademark from 1945 to the present and 
from infringing plaintiff’s registered mark subsequent to its registration 
in 1949, and for an accounting for damages and profits resulting from the 
alleged infringements. The trial judge found in favor of the plaintiff 
on both the trademark infringement and unfair competition claims, and 
issued a decree enjoining defendant from using the name YOUR MATERNITY 
SHOP in connection with the sale or advertising of maternity apparel, 
and ordering an accounting for damages and profits by a special master. 


Trademark Infringement 


Defendant contends that plaintiff’s registration is void because plain- 
tiff’s application falsely stated that “The trademark has been continu- 
ously used and applied [to Maternity Apparel consisting of dresses, 
slips, bloomers, toppers, lounging robes, housecoats, girdles, brassieres, 
nightgowns]| in applicant’s business since Nov. 27, 1945.” The only evi- 
dence of any use of the trademark MATERNALLY yours prior to the filing 
of this application in December, 1945, concerned the sale and mailing 
of a maternity “jumper” to a customer in Newark, N.J. Defendant con- 
tends that this sale was an intrastate sale, completed by over-the-counter 
delivery, but the trial judge apparently believed the testimony that the 
sale had been consummated by an interstate mail delivery. 

A single instance of interstate use, when the accompanying circum- 
stances indicate an intent to continue the use, has been held sufficient 
to justify registration of a trademark. Worden v. Cannaliato, App. D.C., 
1923, 285 F. 988, 990 (13 TMR 137); Montgomery Ward v. Sears, Roe- 
buck & Co., C.C.P.A., 1931, 49 F.2d 842, 9 USPQ 524 (21 TMR 396). 
Moreover, the mere fact of plaintiff’s registration created a strong presump- 
tion of validity, which defendant did not rebut. See 15 U.S.C.A. §§1057 
(b), 1115(b) ; Pastificio Spiga 8.P.A. v. De Martini Macaroni, 2 Cir., 1952, 
200 F.2d 325, 95 USPQ 305 (43 TMR 104). 

Defendant also contends that plaintiff’s registration is invalid be- 
cause of the prior registration of the trademark MATERNELLE by DuBarry 
Frock Corporation. The Patent Office declined to register plaintiff’s 
mark from the time of application in 1945 until May, 1949, because of 
the similarity between MATERNELLE and MATERNALLY yours. In 1949, how- 
ever, the Patent Office determined that MATERNELLE had been abandoned 
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and registered plaintiff's mark. Defendant argues that this determina- 
tion was based entirely upon the failure of the successor of DuBarry 
Frock Corporation to obtain and record a written assignment of the 
trademark. Whether this view is correct or not as a matter of fact is 
not determinative, since defendant has completely failed to prove fraud 
on the part of the plaintiff or other facts which would overcome the 
statutory presumption of validity of plaintiff’s registration as well as 
the prima facie correctness of Patent Office proceedings. 

Plaintiff’s right to injunctive relief under the Lanham Act, 15 
U.S.C.A. §1114(1), depends upon a determination that the defendant’s 
use of YOUR MATERNITY SHOP in connection with the sale and advertising 
of maternity apparel “* * * is likely to cause confusion or mistake or to 
deceive purchasers as to the source of origin of such goods * * *.” It is 
not necessary to show actual cases of deception or confusion, Admiral 
Corp. v. Penco, Inc., 2 Cir., 1953, 203 F.2d 517, 520, 97 USPQ 24, 26 
(43 TMR 616) ; LaTouraine Coffee Co. v. Lorraine Coffee Co., 2 Cir., 1946, 
157 F.2d 115, 70 USPQ 429 (36 TMR 271), since the test is the likelihood 
that an appreciable number of ordinarily prudent purchasers will be 
confused. G. B. Kent & Sons v. P. Lorillard Co., 8.D. N.Y., 1953, 114 F. 
Supp. 621, 626, 98 USPQ 404, 407 (44 TMR 153), aff’d per curiam 210 F.2d 
953, 101 USPQ 161 (44 TMR 676); Miles Shoes, Inc. v. R. H. Macy & 
Co., 2 Cir., 1952, 199 F.2d 602, 95 USPQ 170 (42 TMR 911); Eastern 
Wine Corporation v. Winslow-Warren, Lid., 2 Cir., 1948, 137 F.2d 955, 
960, 57 USPQ 433, 437 (33 TMR 302), cert. denied 1943, 320 U.S. 758, 
64 S.Ct. 65, 59 USPQ 495; United Drug Co. v. Obear-Nester Glass Co., 
8 Cir., 1940, 111 F.2d 997, 999, 45 USPQ 510, 512 (30 TMR 365), cert. 
denied 311 U.S. 665, 61 S.Ct. 22, 47 USPQ 531. 

The trial judge found that “Defendant’s use of the trademark 
YOUR MATERNITY SHOP was misleading, caused confusion, and did divert 
trade from plaintiff” and that “Defendant, with knowledge of plain- 
tiff’s trademark, adopted the trade name YOUR MATERNITY SHOP and lo- 
cated its store in Bronx County within two blocks of plaintiff’s store, 
imitated plaintiff’s format and slanted script in its advertising, used sim- 
ilar packing boxes, and adopted confusing telephone listings, all with the 
obvious intention of misleading the public and diverting trade from the 
plaintiff.” We think that the result reached was correct, although we would 
place less emphasis upon the subjective intent of the alleged infringer. 
An intent on the part of an alleged infringer to palm off his products as 
those of another is, of course, a relevant factor in determining the likeli- 
hood of consumer confusion.’ Best & Co. v. Miller, 2 Cir., 1948, 167 F.2d 


3. Evidence of the alleged infringer’s intent to cause confusion, though not essen 
tial to a trademark or unfair competition action is relevant as an opinion by one 
familiar with market conditions, the alleged infringer himself, that there is likelihood 
of confusion. See, Triangle Publications, Inc. v. Rohrlich, 2 Cir. 1948, 167 F.2d 969, 
77 USPQ 196 (38 TMR 516, 657); Restatement, Torts § 729, comment f (1938). 
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374, 377, 77 USPQ 133, 135-136 (38 TMR 543); L. E. Waterman Co. v. 
Gordon, 2 Cir., 1934, 72 F.2d 272, 273, 22 USPQ 268, 269 (24 TMR 343) ; 
and see Hyde Park Clothes v. Hyde Park Fashions, 2 Cir., 1953, 204 F.2d 
223, 226 et seq., 97 USPQ 246, 249 et seq. (48 TMR 934). But it is only one 
of the factors which should be carefully weighed, such as the degree of 
similarity between the trademarks in appearance and suggestion, the 
strength of the plaintiff’s mark, the area and manner of concurrent use, 
and the degree of care likely to be exercised by purchasers. See Restate- 
ment of Torts § 729. 

In this case the similarity of the names is not so marked as to itself 
create the probability that reasonably prudent consumers would be con- 
fused. But when the relatively circumscribed area of concurrent use 
(the New York metropolitan area), the narrow specialty market within 
that area to which the concurrent use was largely confined (retail mater- 
nity apparel shops), the close proximity of many of the stores, the novelty 
of plaintiff’s trademark, and the seemingly studied imitation by defen- 
dant of plaintiff’s signs, labels, boxes, advertising slogans, and telephone 
listings, all are taken into account, the likelihood of confusion is adequately 
established. Evidence of actual confusion bolsters this conclusion; one 
consumer testified to being confused; there was evidence that telephone 
information operators confused the names on a substantial portion of 
calls for information; and there was evidence that numerous mail and 
packages had been mis-addressed or mis-delivered. Thus we conclude 
that defendant infringed plaintiff’s registered trademark MATERNALLY 
yours subsequent to its registration in May, 1949. 


Unfair Competition 


Defendant contends that the district court had no jurisdiction over 
the unfair competition claim because it originated prior to the registra- 
tion of plaintiff’s trademark in 1949. 28 U.S.C.A. § 1338(b) confers juris- 
diction of “a claim of unfair competition when joined with a substantial 
and related claim under the copyright, patent or trademark laws.” [Em- 
phasis added.] We think that the trademark infringement claim in this 
case is a substantial and related claim, and hence the district court had 
jurisdiction over the unfair competition claim despite the fact that it 
originated prior to the trademark registration. The purpose of § 1338(b) 
as stated by the Reviser was “to avoid ‘piecemeal’ litigation to enforce 
common-law and statutory copyright, patent, and trademark rights by 
specifically permitting such enforcement in a single civil action in the 
district court.” Reviser’s Notes to 28 U.S.C.A. § 1338(b), 1948 Revision 
of Judicial Code. This purpose would be frustrated were we to accept 
defendant’s contention that the two claims must have exact chronological 
correspondence and identity. 

Prior to the enactment of 28 U.S.C. § 1338(b), this Circuit took a 
narrow and restrictive view of the pendent jurisdiction of federal district 
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courts over non-federal claims joined with substantial federal claims. 
Zalkind v. Scheinman, 2 Cir. 1943, 139 F.2d 895, 60 USPQ 32, cert. denied 
322 U.S. 738, 61 USPQ 548; Treasure Imports v. Henry Amdur & Sons, 
2 Cir. 1942, 127 F.2d 3, 52 USPQ 598 (32 TMR 454) ; Musher Foundation 
v. Alba Trading Co., 2 Cir. 1942, 127 F.2d 9, 58 USPQ 82 (32 TMR 266). 
Virtual identity of proof of the federal and non-federal claim was re- 
quired. This view persisted even after the doctrine of Hurn v. Oursler, 
1933, 289 U.S. 238, 17 USPQ 195 (23 TMR 267), was included in the 1948 
Judicial Code as 28 U.S.C. § 1338(b). See Kleinman v. Betty Dain Crea- 
tions, 2 Cir. 1951, 189 F.2d 546, 89 USPQ 404. However, in Telechron, 
Inc. v. Parissi, 2 Cir. 1952, 197 F.2d 757, 93 USPQ 492, it was stated that 
Schreyer v. Casco Products Corp., 2 Cir. 1951, 190 F.2d 921, 90 USPQ 
271, cert. denied 342 U.S. 913, 92 USPQ 467, had overruled the Kleinman 
case, supra. Thus we are now committed to a broader view of pendent 
jurisdiction, at least in those cases involving a substantial federal question 
under the patent, copyright or trademark laws within 28 U.S.C. § 1338(b).* 
Even under our somewhat restricted view of pendent jurisdiction prior 
to the enactment of 28 U.S.C. § 1338(b), we were careful to point out, 
after reviewing all the decisions in this Circuit, that “[t]he crucial factor 
is not * * * any mere difference in time.” Zalkind v. Scheinman, supra, 
at 902, 60 USPQ at 39. 

In this case the claim of unfair competition originated in September, 
1946, when defendant opened its New Rochelle store. Plaintiff’s trade- 
mark was registered in May, 1949, and it is from that time that its federal 
claim of trademark infringement dates. Subsequent to May, 1949, the 
continuing operation of defendant under the names YOUR MATERNITY SHOP 
and MATERNITY SHOP YouR is the basis of both the trademark infringe- 
ment and unfair competition claims. The close relation of the two claims 
is demonstrated by this considerable overlap in their factual basis and 
by the additional fact that nearly all the evidence received at the trial, 
other than that concerned with plaintiff’s application and registration 
of MATERNALLY youRS was relevant to both claims. Under the circum- 
stances, the district court was’not without jurisdiction.® 

Turning to the merits of the unfair competition claim, defendant 
contends that plaintiff did not acquire a common-law trademark and 
that, even if so, such trademark was not infringed by its use of your 
MATERNITY SHOP. This contention is governed by much the same considera- 
tions as the trademark infringement claim previously discussed. 


4. To the extent that Strey v. Devine’s, Inc., 7 Cir. 1953, 217 F.2d 187, 103 USPQ 
289 (44 TMR 1422), holds to the contrary, we disagree with the holding in that case. 

5. Judge Clark suggests that Section 43(a) of the Lanham Act, 15 U.S.C. 
§ 1125(a), provides an additional basis for federal jurisdiction over the greater portion 
of the unfair competition phase of this case, and one that would lead to the application 
of federal law. Since the plaintiff has never asserted any claim under § 43(a) and since 
the result is unaffected whether federal or state law is applied, we think it unnecessary, 
having sustained federal jurisdiction on one ground, to determine here whether such 
jurisdiction could be based on other grounds. 
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We agree with the trial judge that plaintiff’s chosen name was arbi- 
trary and fanciful rather than descriptive, even though it suggested 
to some extent the line of business. But even if this were not so, plain- 
tiff’s name would be entitled to protection if it had acquired a secondary 
meaning by the time of defendant’s entry. Plaintiff was one of the first 
to enter a narrow and specialized field; it spent a substantial amount 
on advertising and promoting its name and mark; and its marked success 
and rapid expansion into an interstate chain of three stores had produced 
widespread and unusual recognition of its name and operation in the 
national press by the time defendant entered the field in September, 1946, 
under the name YOUR MATERNITY SHOP. We think that these circumstances 
indicate that plaintiff’s name and mark had acquired a secondary mean- 
ing by the time of defendant’s entry. The applicable New York law, which 
is discussed at considerable length in Artype, Inc. v. Zappulla, 2 Cir., 
1956, 228 F.2d 695, 108 USPQ 51 (46 TMR 421), provides extensive pro- 
tection for common-law trademarks even when no secondary meaning 
has been established. 

Defendant’s final group of contentions relate to the relief granted by 
the trial judge. We think these contentions are without merit, and that 
the relief granted is adapted to the general equities of the situation. While 
we have held that an accounting of damages and profits should not be the 
invariable result of a finding of infringement, Admiral Corp. v. Penco, Inc., 
2 Cir., 1953, 203 F.2d 517, 97 USPQ 24 (43 TMR 616), where findings of 
confusion and “palming off” are supported by the record, an accounting 
is justified. Mishawaka Rubber & Woolen Mfg. Co. v. 8. 8. Kresge Co., 
1942, 316 U.S. 203, 53 USPQ 323 (32 TMR 254); Century Distilling Co. 
v. Continental Distilling Corp., 3 Cir., 1953, 205 F.2d 140, 98 USPQ 43. 
The assessment of damages and profits, of course, must be in accordance 
with statutory provisions and long-settled equitable principles. See 15 
U.S.C.A. § 1117. 

Defendant also objects to the inclusion in the interlocutory decree of 
a provision awarding counsel fees to the plaintiff. It is now settled that 
counsel fees may be awarded to the successful litigant in trademark 
infringement cases where there is a finding of fraud. Keller Products, 
Inc. v. Rubber Linings Corp., 7 Cir., 1954, 213 F.2d 382, 101 USPQ 307 
(44 TMR 1095); Century Distilling Co. v. Continental Distilling Corp., 
supra; Admiral Corp. v. Penco, Inc., supra; Aladdin Mfg. Co. v. Mantle 
Lamp Co., 7 Cir., 1941, 116 F.2d 708, 48 USPQ 268; General Motors Corp. 
v. Circulators & Dev. Mfg. Corp., 8.D. N.Y., 1946, 67 F.Supp. 745, 70 
USPQ 398 (32 TMR 6). Gold Dust Corp. v. Hoffenberg, 2 Cir., 1937, 87 
F.2d 451, 32 USPQ 207 (27 TMR 205), which is to the contrary, would 
appear to have been overruled sub silentio by Admiral Corp. v. Penco, Inc., 
supra. 

Finally, defendant contends that its New Rochelle and Philadelphia 
stores should not be included in the accounting, the New Rochelle store 
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because it was established prior to the formal notice of infringement, 
and the Philadelphia store because plaintiff does not have a competing 
store in the Philadelphia area. However, the trial judge found that de- 
fendant adopted its trade name with knowledge of plaintiff’s trademark; 
and an infringer must account for profits even in areas where he does not 
directly compete with the trademark owner. Blue Bell Co. v. Frontier 
Refining Co., 10 Cir., 1954, 213 F.2d 354, 101 USPQ 360 (44 TMR 945) ; 
Dad’s Root Beer Co. v. Doc’s Beverages, Inc., 2 Cir., 1951, 193 F.2d 77, 
91 USPQ 306 (42 TMR 37). 
The decree is affirmed. 


CuaRK, Chief Judge (concurring). 


My concurrence in Judge Waterman’s able opinion herewith perhaps 
ought not to be marred by a query as to his reliance on the state law of 
unfair competition, for a more academic issue can hardly be conceived. 
Since problems of unfair competition in trade and trade names almost 
invariably concern also trademarks and transcend state lines, it is not 
surprising that the governing law developed in the federal courts and 
much of its doctrine is connected with the names of great federal judges. 
So the issue is really whether we shall apply our regurgitation of the 
state redistillation of federal precedents or go more directly and realis- 
tically to the sources themselves. Actually, so far as I can discover we 
have never found any difference in ultimate result, and so quite often 
lump federal and New York law together, as in Hyde Park Clothes v. 
Hyde Park Fashions, 2 Cir., 204 F.2d 223, 225, 97 USPQ 246, 248 (43 
TMR 934), certiorari denied 346 U.S. 827, 99 USPQ 491, or—even more 
conveniently—eschew all reference to the matter. Mastercrafters Clock 
& Radio Co. v. Vacheron & Constantine-LeCoultre Watches, Inc., 2 Cir., 
221 F.2d 464, 105 USPQ 160 (45 TMR 702), certiorari denied 350 U.S. 
832, 107 USPQ 362. The latter is the course taken below in a decision 
and judgment which we are finding correct and which in all its major 
essentials is admittedly subject to federal law. As a matter of fact it 
requires rather diligent search to find a small corner of the relief granted 
which may even present the issue. 

But the demands of doctrine, pure and true, must be served; and 
since the subject begets confusion, some comment upon it is justified. 
Of course I should prefer the direct and realistic approach indicated 
above, and do believe we are entitled to go directly to the apposite federal 
precedents without subterfuge or ornamental rationalization. But if the 
latter is required, I believe it is rather easily found—in several different 
ways in fact. Thus Judge Waterman relies on diversity cases in unfair 
competition as affording a state basis for claims pendent to trademark 
claims, and so within federal jurisdiction under 28 U.S.C. § 1338(b). 
But the conclusion is clearly not required by the premise, and to me seems 
too great a jump to be accepted. Federal jurisdiction is here justified 
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entirely because of the close interrelation of the two claims, the practical 
impossibility of disentwining them, and the intention (as the Reviser in 
the quoted Note says) “to avoid ‘piecemeal’ litigation.” Is the desirable 
Congressional purpose to be hampered, if not thwarted, by reading into 
the statute some requirement of doctrinal piecemealing? I do not think 
we should here (a bit unnecessarily) initiate a novel precedent thus 
impairing the statutory union. 

Then, too, I do not see how we can avoid the clear federal jurisdic- 
tion arising under the new and quite extensive provision covering the 
false description or representation of goods introduced into commerce. 
Lanham Act, § 43(a), 15 U.S.C. § 1125(a). By the broad and liberal con- 
struction properly given this remedial legislation, as in L’Aiglon Apparel, 
Inc. v. Lana Lobell, Inc., 3 Cir., 214 F.2d 649, 102 USPQ 94, the major 
and more important portions of the relief here granted would be sup- 
ported under federal law. I think we must consider the applicability 
of this statute, and cannot avoid it, even though counsel does not cite it; 
for we are bound by the law of the land, whether cited to us by counsel 
or not. See Sword Line v. United States, 2 Cir., 230 F.2d 75. Indeed, there 
is indication here and elsewhere that the bar has not yet realized the po- 
tential impact of this statutory provision. 

Only when we pass these points of federal jurisdiction do we come to 
the point particularly stressed in note 1 of the opinion, in apparent criti- 
eism of the Ninth Circuit view that § 44 of the Lanham Act, 15 U.S.C. 
§ 1126, created a substantive federal law of unfair competition wherever 
interstate commerce is involved. I hope I have demonstrated that, even 
though the Ninth Circuit’s interpretation is rejected, it does not follow 
that New York law must govern here; for the reasons stated above, I think 
the contrary must be the view. But though not strictly necessary, I do 
want to reiterate briefly the support I have already expressed for that inter- 
pretation, as in, e.g., Hyde Park Clothes v. Hyde Park Fashions, supra, 
2 Cir., 204 F.2d 223, 227, 97 USPQ 246, 248 (43 TMR 934); Admiral 
Corp. v. Penco, 2 Cir., 203 F.2d 517, 91 USPQ 24 (43 TMR 616); Dad’s 
Root Beer Co. v. Doc’s Beverages, 2 Cir., 193 F.2d 77, 80, 91 USPQ 306, 
309 (42 TMR 37). It is true that the contrary has been held by a panel 
of our court. American Auto. Ass’n v. Spiegel, 2 Cir., 205 F.2d 771, 98 
USPQ 1 (48 TMR 1070), certiorari denied 346 U.S. 887, 99 USPQ 490. 
But I feel constrained to point out that the discussion there was most 
summary and that the decision has been subjected to question on other 
grounds, since it made not one but three very restrictive holdings as to 
federal jurisdiction, which have been brilliantly criticized, as, for ex- 
ample, in 39 Corn. L.Q. 351. The destructive effects of that case upon 
useful and respected trademarks suggest that the whole question de- 
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serves re-examination, if not by us, at least by some tribunal.’ As I have 
pointed out above, we necessarily have now at least a partial federal law 
of unfair competition; we so much need a complete and uniform law to 
supplement and round out the existing federal law of trademark infringe- 
ment that we should be astute to avoid this confusing fragmentation of 
decision wherever we reasonably can. 


1. The AAA case, supra, went beyond questions of controlling law to deny federal 
jurisdiction to protect the aaa trademark, so well known to autoists. Thus it rejected 
as grounds (1) infringement of a federally registered mark, (2) pendent jurisdiction 
over a claim of unfair competition, and (3) the Ninth Circuit rule; although it did 
remand for the limited possibility of a further showing of facts to support a bona fide 
claim of trademark infringement to which the claim of unfair competition could be 
related. But thus it made what is aptly termed in 39 Corn. L.Q. 351, 352, a “narrow 
and technical construction,” to limit remedies available on the first two grounds and 
to reject the third ground entirely. It held the Aaa’s trademark to be infringed only 
in connection with goods, not services, and, upon finding its use as to goods limited, 
essentially denied a remedy for its protection, as well as removed the basis for pendent 
jurisdiction of a claim for unfair competition. Hence the cited criticism is pointedly 
persuasive even if the Ninth Circuit view is to be rejected. But as stated in, e.g., 39 
Corn. L.Q. 351, supra, and 6 Syracuse L. Rev. 200, rather strong arguments can be made 
for the Ninth Circuit’s conclusion of a Congressional intent for a wider and more 
uniform remedy for unfair competition; and the Supreme Court has already shown its 
awareness of the problem. See Steele v. Bulova Watch Co., 344 U.S. 280, 283, 95 USPQ 
391, 392, n. 6 (43 TMR 57). The restricted construction to the contrary depends perhaps 
more on judicial conservatism and inability to accept easily a broadening of remedies, 
even in response to felt needs, than upon any necessity of statutory interpretation in 
itself. Such a construction of remedial legislation may itself engender problems, as we 
have discovered. Transmirra Products Corp. v. Fourco Glass Co., 2 Cir., 233 F.2d 885, 109 
USPQ 325, 326, and n. 4 thereof. 
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G. D. SEARLE & CO. v. INSTITUTIONAL 
DRUG DISTRIBUTORS, INC. 


No. 19884-Y —D.C., §.D., Calif. Central Div. — June 18, 1956 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
Plaintiff moves for preliminary injunction restraining defendant from using 
DRAM-A-MINE for manufacture and sale of motion sickness remedy on the basis of 
its registration of DRAMAMINE for the same goods. The evidence showing that 
DRAMAMINE is a strong not descriptive and valid trademark used to designate tablets 
of Dimenhydrinate, useful in the prevention of motion sickness and therefore the 
preliminary injunction is granted since confusion is bound to result. 


Action by G. D. Searle & Co. v. Institutional Drug Distributors, Inc. 
for trademark infringement. Plaintiff moves for preliminary injunction. 
Motion granted. 


McCutchen, Black, Harnagel & Greene, Harold A. Black, and Philip K. 
Verleger, of Los Angeles, California, and Sidler, Austin, Burgess & 
Smith, of Chicago, Illinois, for plaintiff. 

Elwood 8. Kendrick and Harry Kotlar, of Los Angeles, California, for 
defendant. 


Yanxkwicu, Chief Judge. 


The application of the plaintiff for a preliminary or interlocutory 
injunction heretofore argued and submitted, is now decided as follows: 


Injunction will issue as follows: 


That the defendant, Institutional Drug Distributors, Inc., and its 
officers, agents, employees, privies, successors, assigns, and all other persons 
acting by and under it, during the pendency of this action and permanently 
thereafter, be enjoined and restrained from: 

(a) using DRAM-A-MINE—1D.D. or any other counterfeit, copy, or 
colorable imitation of plaintifi’s federally registered trademark DRAMA- 
MINE on or in connection with the manufacture, distribution, advertising 
and sale of a motion sickness remedy or any other medical or pharmaceu- 
tical product; 

(b) passing off, or providing others with the means of passing off in 
any manner, the defendant’s product as that of plaintiff’s or as having 
any connection with plaintiff ; 

(ec) using any marks, or doing any acts or things likely to induce the 
belief on the part of the public that the defendant or the defendant’s 
product is in any way connected with plaintiff or plaintiff’s product. 


Bond in the sum of $5000.00 to be filed by the plaintiff in accordance 
with the requirements of Rule 65(c) of the Federal Rules of Civil 
Procedure. 
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Findings and Order to be prepared by counsel for the plaintiff accord- 
ing to Rule 52. 


CoMMENT 


A study of the complete record including the depositions of Lewis S. 
Hoyt, Stephen Chase and Julius K. Hornbeing, as well as the memoranda 
filed in this case, leads to the conclusion that injunctive relief should issue. 

The facts presented by the record are simple. The plaintiff, drug 
manufacturers, have adopted and registered the trademark DRAMAMINE for 
Dimenhydrinate tablets. The registration, dated March 17, 1949, shows 
that the mark was first used on December 31, 1948, and first used in 
commerce on January 28, 1949. The mark is a strong, non-descriptive 
and valid mark, used to designate tablets of Dimenhydrinate, useful in 
the prevention and treatment of motion sickness, nausea and vomiting. 
The defendants have deliberately infringed the mark of the plaintiff. 
They use the identical word, except that they divide the syllables in 
this manner DRAM-A-MINE and add the letters .p.p. Their excuse for the 
violation is that the plaintiff has been guilty of illegal and monopolistic 
practices. A study of the record fails to convince me that there are any 
illegal or monopolistic practices. 

The plaintiffs have achieved preeminence in the trade for the product 
and the fanciful mark by which it is known. But they are not to be penalized 
any more than the owners of THORAZINE and MILTOWN tablets, the names 
of which are predominant in the field of drugs aimed to curb tension and 
anxiety. And the record before us fails to disclose any illegal price fixing. 
Searle does not sell direct to the public but through agents, well-known 
wholesale druggists, such as Brunswig, McKesson & Robbins and others. 
Even when a sale is made directly to a hospital or other institutions, it is 
cleared through the local agent so the plaintiff does not compete with its 
agents. 

The agreement between Searle and its agents as to the retail price 
and discounts allowed is not a violation of antitrust laws, old or new. See, 
Dr. Miles Medical Co. v. John D. Park & Sons Co., 220 U.S. 373; Pick 
Mfg. Co. v. General Motors Corp., 299 U.S. 3; 15 U.S.C. §1 (26 TMR 562), 
as amended July 7, 1955; Sunbeam Corp. v. Payless Drug Co., 113 F.Supp. 
31, 37-41, 97 USPQ 373, 376-379 (43 TMR 948). They are contracts al- 
lowed both under the Miller-Tydings Act of 1937 and the McGuire Act of 
1952, 15 U.S.C. §45, which recognize the validity of fair trade practices 
prescribing minimum resale price as to brand, trade name and trademark 
products in interstate commerce when state law authorizes such prac- 
tices. See, United States v. McKesson & Robbins, 351 U.S. 305. 

Hence the ruling above made. 
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KRAMER JEWELRY CREATIONS, INC. v. 
CAPRI JEWELRY, INC. 


D.C., $.D. New York — July 2, 1956 


CoPYRIGHTS—DEFECTIVE NOTICE—ON JEWELRY 

Plaintiff seeks injunction pendente lite in copyright infringement action based 
on copying of plaintiff’s line of jewelry designated as DEARLY BELOVED. Defendant 
sells costume jewelry to retailers and its line is identical to plaintiff’s and sells 
for substantially less. Defendant alleges that plaintiff’s copyright notice is defec- 
tive in omitting letter C within the circle and shows by affidavit purchases of plain- 
tiff’s jewelry at retail store with defective notices. Law excuses accidental or in- 
advertent omission of notice from a particular copy or copies but no judicial deter- 
mination of precise number excused. Question of fact as to number of omissions 
cannot be determined on affidavits and since defective notice raises questions as 
to validity of copyright which would also effect claim for unfair competition based 
on copying, the issues will have to be determined after a trial and therefore plain- 
tiff’s motion is denied. 


Action by Kramer Jewelry Creations, Inc. v. Capri Jewelry, Inc., for 
copyright infringement and unfair competition. Plaintiff moves for tempo- 
rary injunction. Motion denied. 


Aranow, Brodsky, Bohlinger, Einhorn & Dann (William M. Ivler, of 
counsel), of New York, N.Y., for plaintiff. 


Kenyon & Kenyon (George T. Bean, Ralph L. Chappell, and Hugh A. 
Chapin, of counsel), of New York, N.Y., for defendant. 


LeveET, District Judge. 


Plaintiff seeks an injunction pendente lite in this action for copyright 
infringement and unfair competition. It is alleged in the complaint that 
plaintiff engages in the designing, manufacturing and selling of costume 
jewelry of creative designs. Plaintiff claims that it is the proprietor of 
a line of costume jewelry, including a bracelet, necklace, earrings and pin 
bearing the designation of DEARLY BELOVED, for which plaintiff has obtained 
a copyright registration as a three-dimensional work of art. The jewelry 
is alleged to have been first published within the meaning of the Copyright 
Act, Title 17 U.S.C. on February 3, 1956. It is further alleged that since 
that date plaintiff has duly complied with said Act. 


Defendant is engaged in the business of selling costume jewelry to 
retailers. It does not manufacture its own jewelry. It is apparent upon 
examination of the jewelry in question that defendant’s line of items 
is identical to plaintiff's with respect to size, shape and design. The 
jewelry consists of a series of links, each link containing an oval-shaped 
stone with a band of simulated diamonds at one end and a small stone 
at the side. Defendant’s jewelry sells for approximately one-half the selling 
price of plaintiff’s items. Plaintiff claims that in the latter part of April, 
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1956, it became aware that copies of its DEARLY BELOVED line were being 
marketed by defendant and that it advised defendant of its copyright 
by a letter dated April 30, 1956, in which plaintiff demanded the immedi- 
ate cessation of the alleged infringing acts. Thereafter, conferences were 
held between the attorneys for the parties, but such conferences were 
later discontinued. Defendant’s basic contention with respect to the allega- 
tion of copyright infringement is that plaintiff’s copyright notice is defec- 
tive in that it fails to contain the letter C enclosed within a circle as pre- 
scribed by Section 19 of Title 17 U.S.C. Defendant also asserts that at the 
time it first ordered its line of items, which are challenged in this action, it 
was unaware of the fact that the items resembled those sold by anyone 
else. In support of its claim that plaintiff failed to affix to its jewelry 
the letter C enclosed within a circle, defendant has submitted affidavits 
and exhibits relating to purchases of plaintiff’s jewelry at six prominent 
New York department stores and costume jewelry shops between May 17, 
1956 and June 21, 1956. Although the name KRAMER appears on the 
items, the copyright symbol consisting of the letter C enclosed within 
a circle does not appear thereon. 

Section 19 of Title 17 U.S.C. provides that the notice of copyright 
with respect to works of art may consist of the letter C enclosed within a 
circle, “accompanied by the initials, monogram, mark, or symbol of the 
copyright proprietor: Provided, That on some accessible portion of such 
copies * * * his name shall appear.” It has been held that a notice which 
only sets forth the trade name of the proprietor and fails to include the 
corporate name is sufficient compliance with the identification requirement 
of Section 19. Hollywood Jewelry Mfg. Co. v. Dushkin, 186 F.Supp. 738, 
107 USPQ 354 (46 TMR 193). However, the copyright symbol must also 
appear thereon. Plaintiff contends that approximately 98% of its total 
production bears the copyright symbol and that it is only through accident 
or inadvertent error that any items get by inspection without bearing a 
proper copyright notice. The products are produced by rubber molds 
into which molten metal is poured. Plaintiff asserts that it is possible that 
in about 2% of the cases the molten metal does not fill the portion of the 
rubber mold in which the copyright symbol is formed. However, plaintiff 
has not offered any evidence to refute defendant’s assertion that the six 
stores from which defendant’s exhibits were purchased did not sell any 
of plaintiff’s products on which copyright notices were affixed. 

An accidental or inadvertent omission of a copyright notice need not 
be fatal to the enforcement of the proprietor’s rights if the proprietor 
can bring himself within the exceptions set forth in Section 21 of Title 17 
U.S.C., which provides: 


“Where the copyright proprietor has sought to comply with the 
provisions of this title with respect to notice, the omission by accident 
or mistake of the prescribed notice from a particular copy or copies 
shall not invalidate the copyright or prevent recovery for infringe- 
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ment against any person who, after actual notice of the copyright, 
begins an undertaking to infringe it, but shall prevent the recovery 
of damages against an innocent infringer who has been misled by the 
omission of the notice; and in a suit for infringement no permanent 
injunction shall be had unless the copyright proprietor shall reim- 
burse to the innocent infringer his reasonable outlay innocently in- 
curred if the court, in its discretion, shall so direct. July 30, 1947, 
e. 391, § 1, 61 Stat. 652.” 


The purpose of the aforesaid provision is to prevent loss of copyright 
by accidental omission of the notice from “a particular copy or copies.” 
It has been said that this section “does not excuse the omission ‘of the 
prescribed notice’ upon all subsequent copies, even though the notice on 
the first published copy was proper.” National Comics Publications v. 
Fawcett Publications, 191 F.2d 594, 601, 990 USPQ 274, 280. The word 
“particular” in the statute indicates that relief is to be afforded to a copy- 
right proprietor who has sought to comply with the Copyright Act, but 
has accidentally or mistakenly omitted the required notice from a limited 
number of copies. 


The precise number of “particular” copies with respect to which 
notice may be mistakenly omitted, has not been judicially determined, 
although some courts have said that it applies only in the case of a very 
few copies. Krafft v. Cohen, 117 F.2d 579, 48 USPQ 401; United Thrift 
Plan, Inc. v. National Thrift Plan, 34 F.2d 300, 2 USPQ 345. 


Plaintiff’s assertion that only 2% of its jewelry fails to bear the copy- 
right symbol, if undisputed, might bring it within the coverage of Section 
21. However, defendant’s exhibits and affidavits raise considerable doubt 
as to whether the great bulk of plaintiff’s jewelry bore the prescribed 
notice. Assuming that initially plaintiff had acquired a valid copyright, 
it cannot now be determined on the basis of the affidavits and exhibits 
submitted on this motion that plaintiff has not forfeited its copyright by 
marketing its jewelry without affixing thereto the required notice. Since 
the affidavits raise a question as to the validity of plaintiff’s copyright, 
it would not be proper at this time to grant plaintiff’s motion for a tempo- 
rary injunction based upon the strength of its allegation of copyright 
infringement. See American Visuals Corporation v. Holland, 219 F.2d 
223, 104 USPQ 222 (45 TMR 184). 


Plaintiff also contends that it is entitled to a preliminary iajunctiou 
on the ground that defendant has unfairly competed with it by attempting 
to use its jewelry designs to increase defendant’s business at plaintiff’s 
expense. It is argued in support of preliminary relief that exclusive of 
the fact as to whether plaintiff’s design is entitled to the protection of the 
Copyright Act and whether plaintiff has fully complied with the require- 
ment of affixing a copyright notice, there remains the fact that the defen- 
dant has made identical copies of plaintiff’s work and has sold them at 
approximately one-half the price for the purpose of enticing away plain- 
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tiff’s customers. If defendant intentionally copied plaintiff’s jewelry de- 
sign in an effort to entice away plaintiff’s customers, such conduct is 
regrettable but not actionable if plaintiff does not possess a valid copy- 
right. Absent a valid patent or copyright, a manufacturer whose products 
have not acquired a secondary meaning cannot restrain another party 
from copying his designs, if no attempt is made to sell the goods as those 
of the manufacturer. Chas. D. Briddell, Inc. v. Alglobe Trading Corp., 
194 F.2d 416, 92 USPQ 100 (42 TMR 207) ; General Time Instruments Cor- 
poration v. United States Time Corporation, 165 F.2d 853, 76 USPQ 211 
(88 TMR 172) ; Lucien Lelong, Inc. v. Lander Co., 164 F.2d 395, 75 USPQ 
302 (38 TMR 57); Sinko v. Snow-Craggs Corporation, 105 F.2d 450, 42 
USPQ 298 (29 TMR 524); Crescent Tool Co. v. Kilborn & Bishop Co., 
247 F. 299 (8 TMR 177). 

In Chas. D. Briddel, Inc. v. Alglobe Trading Corp., supra, the plain- 
tiff was engaged in manufacturing distinctively styled steak knives. Defen- 
dants produced knives which were deliberate copies of plaintiff’s wares. It 
was held that a preliminary injunction should not have been issued where 
there was no showing that consumers were likely to be confused as to the 
source of the knives or that the defendant attempted to “palm off” its 
knives as those of the plaintiff. In the case at bar there is no allegation 
that the defendant is “palming off” its jewelry on the pretext that plaintiff 
is the manufacturer, nor is there any allegation that purchasers of defen- 
dant’s products believed that they were buying plaintiff’s jewelry. There 
is nothing in the papers before this Court to indicate that the purchasers 
bought the jewelry in question because the appearance suggested the iden- 
tity of the maker. Identical appearance per se is no grounds for relief. 

Accordingly, plaintiff’s motion for a preliminary injunction is denied. 
Settle order on notice. 


FORZLY, doing business as CADILLAC WINES & LIQUORS v. 
THE AMERICAN DISTILLING COMPANY 


No. 15076 —D. C., E. D. New York — July 3, 1956 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—TERRITORIAL LIMITATIONS 
StaTe STATUTES 

Plaintiff, retail liquor dealer in Borough of Brooklyn owns state registration 
of mark CADILLAC used on whiskies and sold exclusively in New York metropolitan 
area. Defendant’s mark CADILLAC CLUB is used on same goods and sold under 
license agreement. Licensor had state registration in Michigan and later secured 
federal registration for wines. Licensor sold its goods under said mark in Michigan 
and other parts of the United States, but never in New York State. 

Defendant extended use of mark to whiskey and sold under mark CADILLAC 
cLuB in New York. Since plaintiff’s priority is clear, he is entitled to an injunction 
but defendant urges that it be limited to metropolitan area of New York City as 
its sales area; but under modern conditions the smallest area covered by an injune- 
tion will be the area of the entire state. 
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Action by Edward T. Forzly, doing business as Cadillac Wines & 
Inquors v. The American Distilling Company for trademark infringement. 
Judgment for plaintiff. 

Mock & Blum and Asher Blum, of New York, N. Y., for plaintiff. 


Watson, Leavenworth, Kelton & Taggart, Ellis W. Leavenworth, Leslie D. 
Taggart, and Nicholas J. Stathis, of New York, N. Y., for defendant. 








Byers, District Judge. 

This is a trademark infringement case involving the plaintiff’s trade- 
mark CADILLAC used on whiskies, wines and other alcoholic beverages, as 
a private brand, in intrastate business within the State of New York. 

The defendant’s trademark is CADILLAC CLUB and is used in connection 
with the sale of whiskies in the same territory. Both parties use a label 
containing the word caDILLAc surmounted by a crest; the latter are con- 
fusingly similar in appearance, although not precisely identical in com- 
position. 

The plaintiff was the prior user in the State of New York and is clearly 
entitled to prevail. The case for the defendant on final submission is 
mainly confined to the argument that a decree for plaintiff should be 
geographically limited, not statewide in its effect. There is judicial deci- 
sion to the contrary of that proposition which is binding upon this court. 
The testimony yields the following 


















Finpines or Fact 







(1) The court has jurisdiction based upon diversity, the plaintiff 
being a citizen of the State of New York and the defendant a Maryland 


corporation. 







(2) Plaintiff is a retail liquor dealer engaged in business in the 
Borough of Brooklyn in this District and has been since October 9, 1947; 
on October 9, 1947 he duly filed a certificate of doing business under the 
registered trade name CADILLAC WINES AND LIQUORS in the Office of the 
Clerk of Kings County in this State. 

That certificate remains in full force and effect. 











(3) On or about May 3, 1948 plaintiff duly registered his said trade- 
mark capmLLAc with the Secretary of State of the State of New York, 
and the description of the said trademark was “the word Cadillac printed 
across label with a crest underneath” for alcoholic beverages, namely 


alcoholic wines, whisky, gin, rum and cordials. 


(4) That at the time of the said registration and continuously there- 
after, the plaintiff displayed the said trademark on labels which were 
affixed to bottles containing the various kinds of beverages described, 
which label in addition to containing the word caprLLac also portrayed 


a crest. 
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(5) By means of newspaper, radio and other forms of advertising and 
by the employment of successful sales efforts, the plaintiff developed 
a substantial business in the distribution of such merchandise under the 
said trademark in intrastate commerce in the State of New York, whereby 
such consumer acceptance was developed that the plaintiff’s said merchan- 
dise became identified in the mind of the public with the plaintiff as the 
source of supply thereof; thus the plaintiff established a good will in 
connection with his said enterprise under the said trademark. 


(6) Plaintiff made sales in increasing volume throughout the metro- 
politan area of the City of New York and at other places exterior thereto, 
within the State of New York. 


(7) On November 24, 1954 the plaintiff again registered in the Office 
of the Secretary of the State of New York the said trademark caDmlLac 
“with or without the representation of a crest” for wines, and separately 
for whiskies. 


(8) The evidence discloses no prior or other use of the trademark 
capiLtLac for alcoholic beverages in the State or City of New York until 
sometime in 1954 during which year the defendant began selling whisky 
in bottles in the State of New York in competition with the plaintiff under 
the trademark caDmLac cLUB which appeared on labels which also con- 
tained a crest. 


(9) Promptly upon learning of this practice of the defendant, the 
plaintiff made written protest to the defendant on November 24, 1954 
and gave it notice of the said infringement of the plaintiff’s trademark. 


(10) The use of the trademark capDmLLAc cLUB by the defendant fol- 
lowed the making of a contract dated April 1, 1953 between it and a part- 
nership known as Milan Wineries of Detroit, Michigan, under the terms 
of which the latter purported to license and grant to the defendant the 
exclusive right to use the alleged private and exclusive brand and trade- 
mark known as CADILLAC CLUB or CADILLAC upon alcoholic beverages other 
than wine of less than 23% alcoholic content by volume, to be bottled and 
sold by the defendant in the State of Michigan “and in all other parts 
of the United States, together with the good will which attached to its said 
private and exclusive brand and trademark * * * .” 


(11) On or about October 30, 1945 Milan Wineries had duly regis- 
tered the trademark caDiLLAC cLUB with the Secretary of State of the 
State of Michigan for use in connection with wine in intrastate commerce 
within the State of Michigan. 

The words were printed on labels to be placed on bottles, which labels 
also contained a crest; the business so conducted was of modest propor- 
tions in the financial sense but somewhat increased through the years. 
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(12) On February 17, 1953 Milan Wineries also registered the said 

trademark with the Secretary of State for the State of Michigan for use 
in connection with whiskey. 


(13) Milan never at any time pertinent to this case sold whiskey 
under the said trademark in either Michigan or elsewhere; nor wine under 
the said trademark, in the State of New York. 


(14) On September 14, 1954 Milan Wineries registered its said trade- 
mark in the United States Patent Office and secured certificate of regis- 
tration No. 595,295 “for wines in Class 47.” 


(15) For the purpose of Federal trademark registration whiskies are 
in Class 49 for distilled alcoholic liquors, not in Class 47 for wines. 


(16) The agreement of April 1, 1953 between Milan Wineries and 
the defendant was a naked license not connected with any department of 
the business of the Milan Wineries so far as whiskey is concerned, for 
that partnership never sold whiskey under that trademark; nor did the 
agreement purport to assign such non-existent Milan whiskey business in 
connection with the use of the trademark caDILLAc CLUB which was there- 
by authorized. 


CoMMENT 


See Browning King Co. of New York v. Browning King & Co., 176 
F.2d 105 at page 106, 82 USPQ 64, 65 (39 TMR 693). 


(17) The said agreement was not legally effectual to enable the defen- 
dant to use the trademark CADILLAC CLUB in derogation of the plaintiff’s 
trademark capiLLAc within the State of New York. 


(18) The plaintiff’s trademark capmuac has acquired a secondary 
meaning to the extent that it identifies the plaintiff’s business and wares 
in the field of the retail distribution of whiskies, wines and other alcoholic 
beverages. 


(19) The use of the word cius by the defendant in connection with 
the word capiLLac does not mitigate its infringement of the plaintiff’s 
said trademark. 

(20) The defendant is chargeable with knowledge prior to the receipt 


of the said protest, of the existence of the plaintiff’s trademark and the 
business that he conducted thereunder. 


ConcLusIons or Law 


I. The plaintiff is entitled to an injunction against the defendant 
from using the word caADiILLAc in connection with the sale of alcoholic 
beverages within the State of New York. 
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CoMMENT 


This form of decree is in accord with the opinion of the Court of 
Appeals for the Second Circuit in the case of Federal Glass Co. v. Loshin, 
224 F.2d 100 at page 102, 105 USPQ 458, 460 (45 TMR 983 at 985), from 
which the following is quoted: 


“Although the exact territorial extent of a trade name is a ques- 
tion of fact, the narrowest limit that could reasonably be imposed 
today would be that of a state.” (Citing text.) 


II. The plaintiff is entitled to an accounting from the defendant, 
and such damages as he may be thereby able to establish, together with 
costs and disbursements. 


COMMENT 


See Warren Inc. v. Turner’s Inc., 285 N.Y. 62, 48 USPQ 709 (31 
TMR 167). 
Settle decree. 


DEJUR-AMSCO CORPORATION v. 
JANRUS CAMERA, INC., et al. 


N. Y. Supreme Ct., Spec. Term, N. Y. Cty. — July 9, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—OTHER 
The exclusive distributor in the United States of dictating and transcribing 
machines who had expended great effort in improving the machines and creating 
a market therefor under the trademarks of the foreign manufacturer was granted 
an injunction restraining another from reaping the benefits of plaintiff’s efforts by 
purchasing inferior machines of the manufacturer from European suppliers and 
selling them in the United States under the same trademarks. 


Action by DeJur-Amsco Corporation v. Janrus Camera, Inc. et al. for 
unfair competition. Plaintiff moves for temporary injunction. Motion 
granted. 


Jaffin, Schneider, Kimmel & Galpeer, of New York, N. Y., for plaintiff. 
J. B. Felshin, of New York, N. Y., for defendant. 


LuPIANo, Justice. 

Plaintiff moves for a temporary injunction which will restrain the de- 
fendants from importing, distributing and selling dictating and tran- 
scribing machines manufactured by GRUNDIa or bearing the trade name 
GRUNDIG or bearing the trademark STENORETTE or the name GRUNDIG 
STENORETTE Or DEJUR-GRUNDIG STENORETTE, or from using such names 
or from interfering in any manner with plaintiff’s contractual rights 
under its agreement with Grundig. 
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Plaintiff had been designated by contract dated March 9, 1955, the ex- 
elusive distributor of the GRUNDIG STENORETTE, a dictating and transcrib- 
ing machine of German manufacture. It appears that the article was thus 
introduced into the United States market for the first time and that plain- 
tiff has been responsible for its development. It has the use of the name 
DeJur Grundig in the distribution of the GRUNDIG STENORETTE and it has 
also the use of the trademark sTENORETTE during the term of the contract. 
Plaintiff has not only improved the product as it is now produced for 
it, but it has expended substantial moneys, efforts and skills in develop- 
ment of the product, the market and marketing methods, including fair 
trade contracts. Defendants purchased in the European markets the arun- 
DIG STENORETTE, the original article and the manufacture of Grundig, but 
none from the manufacturer. Defendants assert that upon inquiry their 
suppliers in Europe confirmed their freedom to sell for resale in the United 
States. It appears, as plaintiff claims, that the original article thus pur- 
chased by defendants is inferior to the product made for plaintiff and 
that because of such inferiority and lower competitive prices at the retail 
level plaintiff’s position has been adversely affected. 

There does not appear to be any “palming off” upon the basis of this 
submission. That does not, however, necessarily defeat the validity of 
plaintiff’s claim of unfair competition. Whether its existence is shown 
in sufficient degree to warrant temporary injunctive relief is not neces- 
sary to determine at this time, for the court reaches the conclusion such 
relief is warranted on the basis of interference with plaintiff’s property 
rights. Metropolitan Opera Ass’n, Inc. et al. v. Wagner-Nichols Recorder 
Corp. et al., 199 Misc. 786, 87 USPQ 173 (40 TMR 1072), aff’d 279 App. 
Div. 632. In that case Metropolitan had given to the plaintiff, Columbia 
Records, Inc., the exclusive right to record Metropolitan’s operatic per- 
formances and to the plaintiff American Broadcasting Company, Inc., 
the exclusive broadcasting rights. Defendants took the performances “off 
the air” and made and sold recordings thereof. The court there stated 
at page 803, 87 USPQ at 181: “ * * * The rule enunciated in these 
eases has been aptly summed up in 41 Harvard Law Review (pp. 731-732) 
as follows: ‘And today there is no question but that there may be prima 
facie liability for interference with contract relations without inducing 
breach of contract by, for example, injuring persons under contract so 
that they are disabled from performing, or by destroying or damaging 
property which is the subject matter of a contract, or by doing other 
acts which make performance more burdensome, difficult or impossible or 
of less or no value to the one entitled to performance.’ The present defen- 
dants’ conduct interferes with Columbia Records’ enjoyment of the bene- 
fits of its exclusive contract as plainly as if the defendants had persuaded 
Metropolitan Opera to break its contract with Columbia Records by 
granting to them the privilege of recording Metropolitan Opera per- 
formances. The right of the parties to protect their interest in that 
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contract against interference by the intentional acts of third parties is not 
limited by the analogies of common-law property rights. There can be no 
question that the contract between Metropolitan Opera and Columbia 
Records, by which each party made important business commitments and 
parted with valuable consideration, is fully enforcible between the two 
companies. If Metropolitan Opera had purported to grant to the defen- 
dants or to any other party the privilege which the defendants have taken 
to themselves, a court of equity would certainly enjoin it from doing so. 
Conversely, if Columbia Records had repudiated the contract there is no 
doubt that Metropolitan Opera could enforce it.” 

There is a clear showing that plaintiff’s contracts are more difficult 
of performance and are rendered less valuable by reason of defendant’s 
conduct. The original supplier to plaintiff and indirectly to defendants 
has done nothing to introduce any element into this market to interfere 
with plaintiff’s enjoyment of the contract. Nor is there any showing of 
abandonment of those rights by distribution of another manufacture by 
plaintiff’s supplier in the European markets. Culpability in sufficient 
measure for this motion is shown, in addition, in the claimed assurances 
to these defendants by their sellers in Europe that defendants are free 
to resell the inferior article in the United States in an exclusive market 
established at great expense and use of skills by plaintiff and at no cost 
or effort by defendants, save to procure the product so as to trade in that 
market and to interfere with plaintiff’s contractual rights. Motion is 
granted. Settle order within five days, at which time suggestions will be 
received as to the amount of bond. 


SEARS, ROEBUCK AND CO. v. ALLSTATE MOTORS, INC. 
No. 55 C 817—D.C., N.D. Ill. E. Div. — July 17, 1956 


REMEDIES—INFRINGEMENT—EVIDENCE 

The defendant’s choice of a mark identical to that previously used on an 
extensive scale by plaintiff in connection with a closely related line of business, 
when another mark could have been chosen to serve its avowed purpose, justified 
a finding of intent to trade upon the good will of the plaintiff. 

REMEDIES—INFRINGEMENT— DEFENSES 

Limited third party use of marks similar to that of plaintiff is no defense to 
an action to enjoin the defendant’s use of the mark. 

Permanent injunction granted in an action brought be prior use of mark 
ALLSTATE in connection with retail sale of tires, tubes, truck bodies, trailers, rebuilt 
motors and a great number of other items in the field of automotive parts and 
accessories against use of same mark by defendant in connection with the sale of 
used cars, trucks, trailers, and truck bodies, tires and rebuilt motors. 


Action by Sears, Roebuck and Co. v. Allstate Motors, Inc., for un- 
fair competition. Judgment for plaintiff. 
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Burton Y. Weitzenfeld, Frank H. Marks, and Lederer, Livingston, Kahn 
& Adsit, of Chicago, Illinois, for plaintiff. 


William A. Snow and Rummler, Rummler & Snow, of Chicago, Illinois, 
for defendant. 


Iaor, District Judge. 
FInpines oF Fact 


1. Plaintiff is a New York corporation with its principal place of 
business in Chicago, Illinois. (Plaintiff’s Exhibit 10). 


2. Defendant is an Illinois corporation with its place of business at 
2613 South State Street, Chicago, Illinois (Answer, Par. 3). 


3. The amount in controversy is in excess of $3,000 exclusive of 
interest and costs (Admitted in Answer, Par. 1). 


4. Plaintiff is in the retail business in Chicago and elsewhere and 
operates eleven mail order plants and 700 retail stores throughout the 
United States (R. 40). 


5. There are 22 stores operated by plaintiff in the Chicago area 
(R. 40) in connection with which plaintiff also operates 6 service stations 
(R. 101). 


6. Plaintiff, in 1926, adopted and began using the arbitrary and 
fanciful word ALLSTATE as a trademark for tires and tubes. The mark 
has been used continuously ever since (R. 42, 44). 


7. Plaintiff has registered the trademark ALLSTATE in the United 
States Patent Office with respect to various items of merchandise per- 
taining to automobile, automotive parts and accessories (admitted in 
Answer, Par. 9). 


8. By 1946, when defendant was incorporated, plaintiff had extended 
its ALLSTATE mark to a vast number of other items in the field of auto- 
motive parts and accessories and has further extended its use so that the 
present list of such items sold as ALLSTATE numbers in excess of 4,000. 
(R. 41, 50, 91). 

9. Among such items are truck bodies (R. 110), trailers (R. 104), 
recapped tires (R. 90), and rebuilt motors, generators, carburetors, ete. 
(R. 92). 

10. The word ALLSTATE is prominently displayed over plaintiff's 
service stations (Plaintiff's Exhibit 73, 74), imprinted in its tires and 
appears on tags and labels attached to the other automotive parts and 
accessories it sells or to the containers in which they are dispensed (R. 97). 


11. Plaintiff authorizes independent contractors in Chicago to install 
its rebuilt motors and to advertise that service by using the name ALLSTATE 
on their tow trucks (R. 93). 
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12. All merchandise sold by plaintiff is sold under a basic “Satis- 
faction guaranteed, or your money refunded” guarantee and certain 
guarantees of quality and performance (R. 83). 


13. From 1926 to 1955 plaintiff has sold in excess of 63 million ALL- 
STATE tires. The sale of such tires alone from 1935 to 1955 ran over one 
billion dollars (R. 86). In ten years over one million ALLSTATE tires were 
sold in the Chicago area (R. 88). 


14. In the ten-year period from 1945 to 1955 plaintiff sold more 
than 900 million dollars worth of ALLSTATE automobile parts and accessories 
(R. 95). 


15. Plaintiff has advertised its ALLSTATE goods in Chicago and else- 
where continuously from 1927, employing various advertising media, in- 
eluding catalogs, newspapers and window displays (R. 65, 66). The cost 
of such advertising has been many millions of dollars (R. 87). From 1927 
to 1955 plaintiff distributed over 800 million catalogs in which its ALL- 
STATE merchandise was prominently displayed (R. 53, 54). 


16. By virtue of the extensive use of the mark ALLSTATE in con- 
nection with the sale of its automotive parts, accessories and services and 
the extensive advertising of such products and services by plaintiff, auL- 
STATE has become identified in the public mind with plaintiff and has 


acquired a secondary meaning as identifying the products and services 
of plaintiff. 


17. As a result of said advertising, the reputation of plaintiff for 
high quality and the guarantee of its merchandise, the word ALLSTATE 
represents, and since long prior to 1946 has represented, a good will in 
plaintiff of incalculable millions of dollars and said word now means and 
since long prior to 1946 has meant to the public, when used in the auto- 
motive field, Sears, Roebuck and Co. 


18. Defendant, in 1946, incorporated under the name ALLSTATE MO- 
TORS, INC., having previously conducted a business under the name sTaTE 
STREET AUTO SALVAGE CO. and STATE MOTORS COMPANY (R. 23). 


19. Prior to 1946 the predecessor companies sold used cars, trailers 
and trucks as well as batteries and tires, some of the tires bearing the 
ALLSTATE mark (R. 20). 


20. Prior to adoption of its name, defendant’s President had passed 
plaintiff’s service station, shopped in one of its stores and knew that it 
sold tires, tubes and batteries under the ALLSTATE mark (R. 16, 20, 25). 


21. Defendant is engaged in the business of selling used cars, trucks 
and trailers and also sells used truck bodies and tires and rebuilt motors 
(R. 31, 32, 127). 
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22. Defendant operates its business in a garage-type building and 
displays its name on a sign across said building, the sign being 60 feet long 
and having letters 1-1/2 feet tall (R. 27, 35), said sign being comparable 
to the signs appearing over plaintiff’s service stations. 

23. Defendant advertises its name and the nature of its business in 
newspapers, on its stationery and its invoices, and its name is prominently 
displayed on two tow trucks (R. 28, 29, Plaintiff’s Exhibit 8). 

24. Plaintiff and defendant are in direct competition with each other 
in that they each sell rebuilt motors and the other items sold by each are 
so closely related as to give rise to a likelihood of confusion in the minds 
of the public that the goods sold by defendant emanate from plaintiff, 
or that plaintiff is sponsoring defendant. 

25. In view of defendant’s knowledge of plaintiff’s prior use of the 
word ALLSTATE as applied to automotive parts and accessories and iis 
admission that its avowed purpose for choosing its name could have been 
served by the choice of several noninfringing names, the Court finds that 
defendant chose its name with intent to trade upon the good will of 
plaintiff. 

26. That plaintiff duly notified defendant to discontinue its use of 
the name ALLSTATE, and upon its refusal to do so, timely brought this suit. 


27. That the telephone listings (Defendant’s Exhibits 10, 20) have 
no probative value and in any event, the use of the word ALLSTATE by 
others in the limited amount revealed by those exhibits is no defense 
to this suit. 
28. That the continued use by defendant of the name ALLSTATE is 
likely to cause confusion and deception of the public and injury to 
plaintiff. 
Conciusions or Law 


1. This Court has jurisdiction of the parties hereto and the subject 
matter hereof. 
2. Plaintiff is the sole and exclusive owner of the word ALLSTATE as a 
trademark and service mark in the Chicago area and elsewhere. 


3. In using the word ALLSTATE as part of its trade name and style, and 
displaying same in its signs, stationery and advertising, defendant. tres- 
passed on plaintiff’s trademark and service mark rights and competed 


unfairly with plaintiff. 
4. Plaintiff has not been guilty of laches. 


5. Plaintiff is entitled to a perpetual injunction against defendant’s 
use or advertising of the word ALLSTATE as part of its trade name or other- 
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‘wise in connection with its present business or any other business having 
to do with automotive vehicles or parts or accessories therefor. 


6. Plaintiff is entitled to a judgment enjoining defendant from said 
unfair competition. 


7. Plaintiff having waived an accounting, no accounting for profits 
or damages is ordered. 
Let judgment be entered accordingly. 


RAMIREZ & FERAUD CHILI CO. v. LAS PALMAS 
FOOD COMPANY INC. et al. 


No. 19355-WM — D. C., S. D., Calif., Central Div. — July 27, 1956 


CouRTS—J URISDICTION 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 

Plaintiff moves for preliminary injunction enjoining the defendants from the 
use of LAS PALMAS and defendants move to dismiss the complaint. Plaintiff, Cali- 
fornian resident, has used the trademark LAS PALMAS for canned Spanish foods 
and condiments since 1922, and since 1948 has sold its goods under said mark 
in Mexico. Plaintiff registered its trademark LAS PALMAS under the 1905 Act in 
1940 and said mark was republished in 1949. Plaintiff does substantial advertising 
both in the United States and Mexico and has acquired a valuable good will. 
Defendant was incorporated as Las Palmas Food Company Inc. in 1953 with 
knowledge of plaintiff’s well-known trademark and the evidence shows that the 
adoption was not innocent. Defendants used the LAS PALMAS trademark on goods 
in Mexico and the trade name Las Palmas Food Company Ince. in the United States 
for the same general goods. Since 1954 defendants have ceased sales in the United 
States under any name which includes the words LAS PALMAS. The evidence shows 
that defendants’ labels were printed by providing the lithographer with copies of 
plaintiff’s labels and that the dress of the cans and containers of defendants’ 
products are so similar in appearance to those of plaintiff’s that purchasers would 
inevitably fail to distinguish them. During 1953 a registration was obtained in 
Mexico covering the mark LAS PALMAS which was assigned to defendants. Subse- 
quently defendants notified plaintiff and its brokers in the United States and 
Mexico that defendant was the exclusive owner of LAS PALMAS and accusing 
plaintiff of infringement but title to the alleged registration was not exclusively 
defendant’s and therefore defendant was guilty of bad faith and these acts were 
part of a plan of pirating plaintiff’s good will. 

Since the protection of plaintiff’s rights as prior user require action by it in 
Mexico to cancel defendants’ registration and the registration of the mark in 
Mexico does not oust this court of jurisdiction to enjoin defendants, who are 
United States citizens, from acts of trademark infringement and unfair competition 
in Mexico adversely affecting commerce within the control of congress, an injunc- 
tion is granted restraining defendants from using the mark LAS PALMAS in Mexico 
or from transferring title of the Mexican registration, in order to preserve the 
status quo. A prohibition by this court against using the trademark LAS PALMAS 
does not invalidate defendants’ registration in Mexico or interfere with the recog- 
nized sovereignty of Mexico. 
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Action by Ramirez & Feraud Chili Co., a copartnership composed of 
Frank Feraud and E. C. Feraud vy. Las Palmas Food Company Inc., 
Pablo Baca Gavaldon, and Ralph Worthington for trademark infringe- 
ment and unfair competition. Plaintiff moves for preliminary injunction 
and defendants move to dismiss complaint. Plaintiff’s motion granted; 
defendants’ motion denied. 


Harris, Kiech, Foster & Harris, Ford Harris, Jr., Warren L. Kern, and 
Walton Eugene Tinsley, of Los Angeles, California, for plaintiff. 


Mason & Howard, C. Loy Mason, and Paul P. Selvin, of Los Angeles, 
California, for defendants. 


MarTuHEs, District Judge. 

Plaintiff having brought on its motion, filed May 25, 1956, for prelim- 
inary injunction, and defendants having brought on their motion to dismiss 
pursuant to Rule 12(b)(1) and (6) of the Federal Rules of Civil Pro- 
cedure, filed June 7, 1956; hearing on said motions having been held on 
June 12, 1956; Harris, Kiech, Foster & Harris and Warren L. Kern, Esq. 
appearing as counsel for plaintiff, and Mason & Howard, C. Loy Mason, 
Esq., and Paul P. Selvin, Esq. appearing as counsel for the defendants, 
and each of them; this Court having fully considered plaintiff’s verified 
amended complaint, filed May 25, 1956, and Exhibits A through E an- 
nexed thereto, as well as plaintiff’s supplemental memorandum of points 
and authorities in support of said motion for preliminary injunction, 
filed June 4, 1956, defendants’ written statement of reasons in opposition 
to plaintiff’s motion for preliminary injunction, dated June 6, 1956, de- 
fendants’ memorandum of points and authorities in support of motion to 
dismiss amended complaint and in opposition to motion for preliminary 
injunction, dated June 6, 1956, defendants’ supplemental memorandum, 
dated June 26, 1956, plaintiff’s supplemental memorandum after argument 
on motions for preliminary injunction and to dismiss, dated June 27, 1956, 
the additional documents of record herein, the arguments and statements 
of all counsel during said hearing on said motions, said argument being 
reported and transcribed in its entirety by the Court reporter, and the 
following : 

Affidavit of Ernest C. Feraud, dated February 2, 1956, and 

Exhibits 1-A, 1-B, 1-C, 2-A, 2-B, 3, and 4 annexed thereto, 

Affidavit of Mrs. Jo. Weilbacher, dated February 10, 1956, 
Affidavit of Allan S, Klauber, dated February 1, 1956, and Exhibit 

1 annexed thereto, 

Affidavit of Richard Strauss, dated February 9, 1956, 
Affidavit of Walton Eugene Tinsley, dated February 7, 1956, and 

Exhibits A and B annexed thereto, 

Affidavit of Fred Yasukochi, dated February 10, 1956, and Ex- 
hibits 1-A and 1-B annexed thereto, 
Affidavit of J. W. Kyte, dated February 17, 1956, and Exhibit 

A annexed thereto, 
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Second Affidavit of J. W. Kyte, dated March 15, 1956, 


Supplementary Affidavit of Richard Strauss, dated March 16, 
1956, 


Affidavit of Ralph Worthington in opposition to said motion, 
dated February 17, 1956, 


Exhibits A-1, A-2, B-1, and B-2 annexed to defendants’ written 
statement of reasons in opposition to plaintiff’s motion for prelim- 
inary injunction, 

Affidavit of Pablo Baca Gavaldon, dated February 24, 1956, 

Affidavit of Juan Del Avellano Ochoa, dated February 20, 1956, 


Second Affidavit of Ralph Worthington, dated February 24, 1956, 
in opposition to affidavit of J. W. Kyte, 


Supplemental affidavit of Jo. Weilbacher, dated June 1, 1956, 


Third affidavit of Ralph Worthington, dated June 7, 1956, and 
Exhibit A annexed thereto, 


Second affidavit of Pablo Baca Gavaldon, dated June 20, 1956, 

Affidavit of Eliseo Diaz de Leon, dated June 20, 1956, 

Extract of Pertinent Mexican Law, constituting translation of 
Law of Industrial Property, Regulations and Tariff of Fees, Title III, 
Ch. 1, Art. 99, 100, Ch. IX, Art. 200 (published in Diario Oficial of 
December 31, 1942), filed June 13, 1956, and 


Plaintiff’s Exhibits 1, 1-A, 2 and 2-A received in evidence on 

June 12, 1956, on plaintiff’s motion for preliminary injunction; 
and the said motions, after argument, having been submitted for decision; 
Now, Therefore, the Court, for good cause shown, adopts the follow- 
ing findings of fact and conclusions of law and makes the following order, 
all based on said record before the Court: 


Frnpines or Fact 





1. Plaintiff, Ramirez & Feraud Chili Co., is a copartnership having 
a principal place of business in the City of Ventura, County of Ventura, 
and State of California, and composed of Frank Feraud and E. C. Feraud, 
copartners, each a citizen of the United States, residing at the City of 
Ventura, County of Ventura, and State of California. 









2. Defendant Las Palmas Food Company Ince. is a California corpora- 
tion having a place of business in the County of Los Angeles, State of 
California, and within this judicial district. Said corporation has been 
engaged in the business of importing and distributing food products in 
the United States and is now engaged in packing and distributing such 
products in the Republic of Mexico. 





3. Pablo Baca Gavaldon, commonly known as Pablo Baca or Paul 
Beca, is an alien residing at Monterey Park, in the County of Los Angeles, 
State of California. Said defendant has been engaged in the food business 
in the United States for approximately thirty (30) years last past. 
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4. Ralph Worthington is a citizen of the United States, residing at 
Temple City, in the County of Los Angeles, State of California, and is 
the President of defendant Las Palmas Food Company Inc. 











5. This is an action arising under the Trademark and Unfair Com- 
petition Laws of the United States, and particularly the Trademark Act 
of 1946, Public Law 489, 79th Congress, Chapter 540, approved July 5, 
1946, Chapter 22 of Title 28 of the United States Code, Section 1338(b). 








6. In or about February, 1922, plaintiff adopted and used the trade- 
mark LAS PALMAs for various canned Spanish foods and condiments, and 
has continuously employed said mark on labels annexed to the containers 
for its said goods sold and shipped in local and interstate commerce in 
the United States from that date to the present time. Included among 
the items of Spanish foods and condiments to which plaintiff applies said 
mark are chili peppers, chili sauce, and canned beans with chili sauce. 










7. From at least as early as August, 1948, and continuously to the 
present date, plaintiff has employed its said trademark LAs PALMAS in 
commerce between the United States and the Republic of Mexico, and 
its said trademarked products have been continuously sold within the 
Republic of Mexico from at least as early as the year 1948 to the present 


date. 












8. Annexed to the amended complaint herein as Exhibit A is a speci- 
men of plaintiff’s Las PaLMAs red chili sauce label presently in use in the 
United States and in the Republic of Mexico on its ten (10) ounce cans 


of said product. 


9. On or about July 9, 1940, the trademark Las PALMAs in design 
was registered by plaintiff in the United States Patent Office under the 
Trademark Act of 1905, for Canned Spanish Red Chili Sauce and Canned 
Beans with Chili Sauce, being registration No. 379,295. On or about 
May 10, 1949, said trademark was republished by plaintiff under the 
Trademark Act of 1946, pursuant to Section 12(c) of said Act (15 U.S.C. 
1062[c]). On or about August 13, 1954, a combined affidavit pursuant 
to Sections 8 and 15 of the Trademark Act of 1946 (15 U.S.C. 1058 and 
1065) was accepted and received, respectively, in the United States Patent 
Office, whereby said registration is now incontestable, and the certificate 
thereof constitutes conclusive evidence of plaintiff’s exclusive right to use 
said mark in commerce on its said goods. 


10. On or about November 3, 1953, the trademark Las PALMAS, apart 
from any design, was registered by plaintiff in the United States Patent 
Office under the Trademark Act of 1946 for Canned Roasted and Peeled 
Green Chili Peppers; Canned Red Chili Sauce; Canned Green Chili Sauce; 
Canned Beans with Chili Sauce, and Canned Lima Beans with Chili 


Sauce, being registration No. 582,054. 
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11. Plaintiff’s Las patMas food products are well advertised both in 
the United States and in the Republic of Mexico; such advertising in the 
United States has appeared continuously during the past twenty (20) 
years in newspapers and home and trade magazines. In the Republic of 
Mexico plaintiff has continuously advertised its Las PALMAS red chili sauce 


since 1951 by daily radio spots over Station XEAU in Tijuana, Baja 
California. 





12. Plaintiff, during the course of the last thirty (30) years, has sold 
large quantities of its Spanish foods and condiments under the LAS PALMAS 
trademark throughout the United States and, since 1948, has enjoyed 
substantial sales of its red chili sauce, prominently displaying the Las 
PALMAS mark on the labels (Exhibit A annexed to the amended complaint), 
in the Republic of Mexico, particularly in the northwestern border cities 
of the Republic of Mexico, such as Mexicali, Tijuana, and Ensenada. 


13. As a result of plaintiff’s advertising and extensive sales of its 
products over a long period of time under the Las PaLMas trademark, 
plaintiff has developed a valuable good will associated with its mark and 
label both in the United States and in the Republic of Mexico. 



























14. The defendant Las Palmas Food Company Inc. was incorporated 
by present counsel for defendants, C. Loy Mason, in June, 1953. 


15. It is not true that the name of defendant corporation was inno- 
cently chosen by defendant Worthington, its principal incorporator, be- 
eause of any alleged recollection by said defendant of the name of the 
city of Las Palmas in the Canary Islands; nor is it true that said Worthing- 
ton had no knowledge of the existence of plaintiff’s United States trade- 
mark LAS PALMAS prior to said incorporation of defendant Las Palmas 
Food Company Inc.; but, on the contrary, said corporate name was chosen 
by defendant Worthington with knowledge of plaintiff’s trademark and 
intent to trade on plaintiff’s good will. 


16. Either shortly before or shortly after the incorporation of defen- 
dant corporation, defendant Baca associated himself with defendant 
Worthington, and subsequently with defendant Las Palmas Food Com- 
pany Inc., in a joint venture to process, import, and distribute food 
products in the United States and in the Republic of Mexico, using the 
LAS PALMAS trademark in Mexico and the trade name Las Palmas Food 
Company Ine. in the United States, and said defendants, and each of them, 
at the time of the formation of such joint venture, and at all times there- 
after, had knowledge of plaintiff’s prior use of its Las PALMAS trademark on 
its Spanish foods and condiments and the valuable good will associated 
with said trademark. 


17. Thereafter and in October, 1953, defendants commenced the 
importation from Mexico and sale in commerce in the United States of 
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Spanish type foods and condiments, and particularly pickled whole green 
chilis, under labels bearing the trademark LA MALINCHE thereon and the 
trade name Las Palmas Food Company Inc., which trade name incor- 
porated plaintiff’s registered trademark therein and was apparently 
adopted and used for the purpose of causing the trade and buyers to 
believe that the products of said defendants were associated in some man- 
ner with plaintiff or emanated from the same source. The sale by defen- 
dants of said LA MALINCHE products was, however, not successful and was 
discontinued by defendants prior to the commencement of this action. 


18. Since December, 1954, defendants have made no sales in the 
United States under any labels or packaging which included the words, 
name, or trade name LAS PALMAS Or LAS PALMAS FOOD CO., INC. or any 
colorable imitation thereof; and all sales by defendants under labels or 
packaging bearing the trademark LAs PpALMAs have been made by defen- 
dants in the Republic of Mexico and none have been made in the United 
States; goods sold under such trademark by defendants have been packed 
exclusively in the Republic of Mexico. 


19. On October 28, 1953, application was filed in the name of one 
Fernando de la Pena of Tijuana, Baja California, to register the trade- 
mark LAS PALMAS in the Republic of Mexico for chili sauce and spice, 
which registration issued on February 10, 1954, under No. 76,068. This 
registration was assigned to defendant Baca on November 30, 1954. 


20. Defendant Baca was a former customer of plaintiff, having pur- 
chased for resale plaintiff’s Las PALMAsS products as far back as the year 
1933, and the acquisition in 1954 of the Mexican LAs pALMAs trademark 
registration by said defendant was with full knowledge of plaintiff’s prior 
use of the said mark. 


21. In or about March of 1955 defendants Worthington and Bava 
Western Lithograph Company of Los Angeles. Defendant Worthington 
sought to place an order for LAS PALMAS branch labels to be printed by 
exhibited one of plaintiff’s Las paLMas labels during the ensuing inter- 
view. The label order was refused by said company representative, but 
said defendants thereafter caused to be counterfeited the LAS PALMAS 
labels of plaintiff by procuring the printing of labels (Exhibit D annexed 
to the amended complaint) through another company in the State of 
California, to whose representative plaintiff’s Las PALMAs label (Exhibit A 
annexed to the amended complaint) was provided by defendants as a basis 
for design, and defendants’ said counterfeit label employs not only the 
identical trademark LAs PALMAS thereon, but also the exact colors of plain- 
tiff’s label and the same format, style of printing, and a similar layout 
and design. 


22. In addition to said counterfeit labels, defendants secured cans and 
cartons in the United States for use in canning and packing their Las 
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PALMAS red chili sauce in a processing and packing operation thereafter 
carried on by defendant Baca at Tecate, Baja California. 


23. Subsequently during the year 1955, the defendants commenced 
selling in the Republic of Mexico and particularly in Tijuana, Baja 
California, where plaintiff’s Las PALMAS product was widely sold, their 
red chili sauce packed in containers of identical size to those of plaintiff 
and bearing the counterfeit Las pALMAs label (Exhibit D annexed to the 
amended complaint). 


24. The packaging and dress of the goods of plaintiff and defendants 
(Exhibits 1, 2, and 1-A, 2-A, respectively, in evidence) are so alike in 
over-all appearance that purchasers would almost inevitably fail to dis- 
tinguish between the products of the parties and would in all likelihood 
be confused and misled by their very close similarity. 


25. Defendants had full knowledge prior to their procuring to be 
printed the Las PaLMAs labels, Exhibit D, and prior to their initial use 
of their said labels in Mexico, of plaintiff’s long prior use of the Las 
PALMAS trademark and the valuable good will associated with said mark, 
and defendants simulated and counterfeited plaintiff’s trademark and 
label in the United States with intent to trade on plaintiff’s good will and 
to palm off their product as that of the plaintiff in the Republic of Mexico. 


26. Persons of Mexican origin or descent, residing in border cities in 
the United States, such as Calexico and San Diego, purchase many of their 
groceries and food items, including plaintiff’s Las paLMAs products, in 
the corresponding Mexican border cities, such as Mexicali and Tijuana, 
and freely carry such groceries and food items back to the United States, 
where same are consumed, and there is a substantial likelihood that such 
purchasers, buying defendants’ spurious products in Mexico, will be con- 
fused and misled into believing they are buying plaintiff’s product; and 
plaintiff’s good will in the United States is also placed in jeopardy of any 
inferiority, present or future, in the defendants’ spurious product. 


27. On or about August 30, 1955, defendant Las Palmas Food Com- 
pany Inc. addressed a communication to plaintiff and each of its brokers 
and wholesalers in the United States and Mexico selling plaintiff’s Las 
PALMAS red chili sauce in Mexico, advising them that sajd defendant was 
the exclusive owner of the LAs PALMAs brand registered in Mexico, and 
asserting an “infringement” thereof by virtue of any exportation of 
plaintiff’s products bearing this trademark. 


28. The said communication was false, in that the trademark regis- 
tration in Mexico was not exclusively owned by Las Palmas Food Com- 
pany Inc., but record title to said registration was and is in the name of 
defendant Baca. Said communication was not intended to provide a legiti- 
mate warning to infringers, but was sent out in bad faith by defendants 
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to harass plaintiff and coerce its wholesalers and brokers, under threat of 
suit, from shipping into Mexico for sale thereat, and to injure plaintiff’s 
reputation and good will among wholesalers and brokers. 


29. The acts of defendants, and each of them, which were carried 
out in the United States and in the Republic of Mexico, as aforesaid, were 
all designed and undertaken for the sole purpose and with the plan and 
intent of pirating the plaintiff’s good will and market for its Las PALMAS 
products in the Republic of Mexico. 


30. As a result of defendants’ acts carried out in the United States 
and in the Republic of Mexico, plaintiff’s good will in the United States 
and in the Republic of Mexico has been jeopardized and diminished, 
while defendants’ products, bearing the counterfeit Las paLMas label, have 
been and are being sold in Mexico on the strength of said good will and 
reputation which plaintiff has built up over the course of many years of 
use and advertising of its Las PALMAs trademark; plaintiff’s reputation 
and good will with its wholesalers and distributors in the United States 
and Mexico, which it must maintain among such wholesalers and dis- 
tributors in order that they use their best selling efforts to push plaintiff’s 
LAS PALMAS products in the United States and Mexico, have suffered as a 
result of their receipt of the false communication sent by defendant as 
aforesaid; in the Republic of Mexico members of the purchasing public 
and the trade have been or will be deceived into buying defendants’ prod- 
uct sold under the counterfeit Las PaLMAs label as and for the product 
of plaintiff ; plaintiff’s wholesalers and brokers, or certain of them, who cus- 
tomarily purchase plaintiff’s goods for sale in Mexico, have diminished 
their purchases from plaintiff and their shipments into Mexico of plain- 
tiff’s Las PALMAs products; plaintiff’s good will and its market in Mexico 
have been pirated by defendants; and both local and interstate commerce 
in plaintiff’s said goods in the United States have been diminished, and its 
commerce in said goods between the United States and the Republic of 
Mexico, as well as that of certain of its wholesalers and distributors, has 


been drastically reduced. 
31. The trademark laws of the Republic of Mexico recognize the 


rights of a prior user in the Republic of Mexico by providing in Title III 
of Diario Oficial of December 31, 1942, Chapter I, Articles 99 and 100, 


as follows: 
“Ch. I, General Rules 


“Art. 99. The right to the use of a trademark obtained by virtue 
of its registration shall be ineffectual against third parties who have 
been using said trademark in the Republic of Mexico for more than 
three years prior to the legal date of the said registration. 

“Art. 100. In case the person who has been using a trademark later 
registered by a third party should also request its registration within 
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three years after the first registration was effected, the registered 


trademark shall be subject to the provisions of Section II of Article 
200 of this law.” 


32. The trademark laws of the Republic of Mexico also recognize 
the rights of a prior user in the Republic of Mexico by providing in Title 


III of Diario Oficial of December 31, 1942, Chapter IX, Article 200, 
as follows: 









“Ch. IX, Nullity, lapsing, extinction and cancellation of the 
registration of trademarks 


“Art. 200. The registration of a trademark is void: 


“I. If made in violation of the provisions of this law or of the 
laws in force at the time it was registered. 


“II. If the trademark has been used in the Republic (of Mexico) 
prior to the date of its registration, provided the party who asserts 
the right of use files an application for registration with the Sec- 
retariat of National Economy within three years following the date 
the first registration was published in the ‘Gazette of Industrial Prop- 
erty’, and proves his continuous use of the trademark and the fact 
that he commenced to use it prior to the original registrant. 


“III. If the trademark has previously been used and is regis- 
tered in a foreign country, in the same case as provided for in the 
preceding section. In this case, however, the three-year period shall 
be reduced to six months, and furthermore, the respective foreign 
country must grant this same right to Mexicans. 


“TV. If the trademark contains false data as to the origin of the 
goods covered thereby, location of the industrial or commercial estab- 
lishment or owner of the trademark, mention of medals, diplomas or 
prizes not actually obtained, or a false statement as to the date on 
which use of the trademark was commenced. 


“VY. If, due to error, inadvertence, or differences of opinion, the 
trademark is registered although another one is in force which is 
deemed as infringed on the basis that it might be mistaken with the 
former one. In this case the Secretariat, ex officio, or at the petition 
of party shall declare that the second registration is null, provided 
the error is noted or claimed within three years following the date 
of publication of the second registration in the ‘Gazette’, otherwise 
the latter shall subsist. The nullity of trademarks registered with 
intent to defraud may be claimed at any time.” 










































33. Plaintiff has employed the trademark LAs PALMAs in Mexico for 
more than three (3) years prior to its registration thereof in Mexico by 
defendants or their assignor and in connection with the same or similar 
goods for which it was so registered by defendants or their assignor in 
Mexico. 





34. Plaintiff has heretofore filed application for registration of its 
LAS PALMAS trademark in Mexico, in order to effect nullification or can- 
cellation of the registration of defendant Baca under Mexican law. 
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35. Prosecution of the cancellation or nullification proceedings in 
the Republic of Mexico will ordinarily require a period in excess of one 
(1) year before a final decision may be reached in said cancellation or 
nullification proceedings, as a result of which plaintiff cannot obtain 
immediate relief against defendants in the Republic of Mexico. 









36. Defendant Baca has threatened and may continue to threaten to 
delay the prosecution of plaintiff’s cancellation or nullification proceedings 
in Mexico by impeding or interfering with plaintiff’s endeavors to gather 
evidence or testimony from plaintiff’s wholesalers or distributors in the 
Republic of Mexico. 


37. In order to preserve the status quo of this action pending the 
determination of plaintiff’s right to interlocutory relief, defendants have 
been heretofore temporarily restrained by an order of this Court from 
transferring Mexican trademark registration No. 76,068, or any good will 
associated therewith in Mexico, and/or certain physical assets of that por- 
tion of the business of the defendants in Mexico in which is employed 
the trademark Las PALMAS registered in Mexico as aforesaid, and specif- 
ically unused labels, signs, prints, packages, wrappers, receptacles, and 
advertisements bearing the trademark Las PpaLMAs thereon; an injunction 
by this Court restraining such transfer until a final determination of this 
action is requisite to preserve said status quo pending such final deter- 
mination. 























38. Plaintiff is‘suffering irreparable injury and will continue to go 
suffer prior to the final determination of such cancellation or nullification 
proceedings in Mexico, unless restrained by this Court. 







Conc.Lusions or Law 










1. The defendants, and each of them, are citizens or residents of the 
United States, and this Court has jurisdiction in personam of said defen- 
dants, and each of them. 







2. This Court has jurisdiction over the subject matter of the action 
under the Trademark Act of 1946, Public Law 489, 79th Congress, Chapter 
540, approved July 5, 1946, Chapter 22 of Title 15 of the United States 
Code. 


3. Plaintiff is the owner of and prior user in the United States and 
the prior user in the Republic of Mexico of the trademark Las PALMAS 
for various Spanish foods and condiments which trademark is registered 
by plaintiff in the United States Patent Office under the Trademark Act 
of 1946. Said trademark and said registrations Nos. 379,295 and 582,054 


are each valid and subsisting. 



















4. Defendants, and each of them, are and have been wilfully and 
knowingly infringing said trademark LAs PALMAS and competing with 
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plaintiff unfairly in the Republic of Mexico, such infringement and un- 
fair competition in Mexico culminating an unlawful plan or scheme 
to appropriate the plaintiff’s market and the benefits of plaintiff’s good 
will in the Republic of Mexico, various acts of the defendants, in further- 
ance of said plan or scheme, having been initiated or carried out in the 
United States. 


5. Defendants have competed unfairly with plaintiff in the United 
States in pursuance of said unlawful plan or scheme of defendants to 
appropriate the plaintiff’s established market and good will in the Repub- 
lic of Mexico. 


6. Said infringement and unfair competition by defendants in the 
Republic of Mexico have affected and are affecting adversely commerce 
which may lawfully be regulated by Congress and, in particular, plain- 
tiff’s interstate and foreign commerce in its LAS PALMAS products. 


7. Plaintiff is suffering immediate irreparable injury as a result of 
defendants’ infringement and unfair competition and has no speedy or 
adequate remedy at law. 


8. The registration of the trademark LAs PALMAS by the defendants 
in the Republic of Mexico does not oust this Court of jurisdiction to 
enjoin the defendants, United States citizens or residents, from their 
said acts of trademark infringement and unfair competition in the Repub- 
lic of Mexico, which adversely affect commerce within the control of the 
Congress of the United States and radiate unlawful consequences into 
this country. 


9. An injunction by this Court restraining defendants from using 
the trademark LAs PALMAS in Mexico does not invalidate defendants’ said 
registration in the Republic of Mexico or interfere with or violate the 
recognized sovereignty of the Republic of Mexico, nor does such injune- 
tion contravene the public policy of said country as set forth in its 
trademark laws. 


10. An injunction by this Court restraining defendants from trans- 
ferring title in Mexican registration No. 76,068 and any good will asso- 
ciated therewith, including certain physical assets of that portion of the 
business of defendants in which is employed the trademark Las PALMAS, 
is necessary to preserve the status quo pending a final determination of 
this action. 


ORDER 


In accordance with the foregoing findings of fact and conclusions 
of law, It is ordered adjudged, and decreed: 


1. Defendants’ motion to dismiss is hereby denied. 
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2. Plaintiff's motion for preliminary injunction is hereby granted 


to the extent that, upon plaintiff’s filing with the Clerk a bond in the 
penal sum of $10,000, with good and sufficient surety approved as pro- 
vided by local rule 8, and conditioned as required by Rule 65 of the 
Federal Rules of Civil Procedure, a writ of injunction will issue, in the 
form and scope provided by Rule 65, enjoining and restraining the defen- 
dants, and each of them, their officers, agents, servants, employees, and 
attorneys, and those acting in concert or participation with them, or any 
of them, who receive actual notice of such injunction, pending the hear- 
ing and determination of this action or until further order of Court, 
from infringing plaintiff’s trademark LAs paLMAs and/or competing un- 


fairly with plaintiff, and specifically : 








(a) From using or employing, directly or indirectly in any way 
or manner, the trademark Las PALMAS, or any colorable imitation 
thereof, on or in connection with any sale, distribution, promotion, 
advertising for sale, or display, in either the United States or the 
Republic of Mexico, of any red chili sauce, or of any other Spanish- 
type foods or condiments which are like or closely related to any now 
manufactured or offered for sale by plaintiff; 

(b) From aiding or participating, directly or indirectly in any 
way or manner, in any sale, distribution, promotion, advertising for 
sale, or display, in either the United States or the Republic of Mexico, 
of any red chili sauce, or of any other Spanish-type foods or condi- 
ments like or closely related to any now manufactured or offered 
for sale by plaintiff, labeled with the trademark Las PALMAS, or any 
colorable imitation thereof, or with any other mark or label confus- 
ingly similar to plaintiff’s label, Exhibit A, annexed to the amended 
complaint on file herein; 

(c) From impeding or interfering, directly or indirectly in any 
way or manner, with plaintiff’s endeavors to gather evidence or 
testimony from plaintiff’s wholesalers or distributors in the Republic 
of Mexico and, in particular, from urging or inducing, or in any way 
or manner attempting to induce, any of plaintiff’s wholesalers or 
distributors to refuse to-supply affidavits or testimony respecting 
plaintiff’s use of the Las PALMAs trademark in the Republic of Mexico; 


(d) From representing, either orally or in writing, to any other 
person not a party to this suit, that the exportation to the Republic 
of Mexico, or the sale of distribution therein, of Las paLMas brand 
products manufactured or sold by plaintiff constitutes an infringe- 
ment or other violation of any rights of defendants, or any of them; 


and 
(e) From selling, assigning, transferring, or conveying or en- 
cumbering any right, title, or interest of defendants, or any of them, 


in and to 
(i) Mexican trademark registration No. 76,068, or any good 
will associated therewith ‘in Mexico, and/or 
(ii) Certain physical. assets of that portion of the business 
of defendants, or any of them, in which is employed the trade- 
mark LAS PALMAS, registered in Mexico as aforesaid, and, spe- 
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cifically, unused labels, signs, prints, packages, wrappers, re- 
ceptacles, and advertisements bearing the trademark LAS PALMAS 
thereon. 


BERTHOLD v. SEATON 


No. B-104 — Maryland Cir. Court, Prince George's Cty. — 
August 17, 1956 


REMEDIES—UNFaIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Mere elimination of word QUEEN and substituting CREST on same shaped sign 
used for DaIRY QUEEN ice cream dispensing and equipment is merely a simulation 

of the original legend and likely to be confused in the minds of the public. 


Action by Howard C. Berthold v. Joseph W. Seaton for unfair com- 
petition. Decree for plaintiff. 


John H. Mudd, of Washington, D.C., Semmes, Bowen & Semmes, of Balti- 
more, Maryland, and Jerrold V. Powers and Sasscer, Clagett & Powers, 
of Upper Marlboro, Maryland, for plaintiff. 

Frederic Orr Louden, Bethesda, Maryland, and Samuel Barker, Washing- 
ton, D.C., for defendant. 


Marsury, Judge. 

In this case the plaintiff seeks injunctive relief, an accounting, the 
setting up of procedure for appraisal of certain freezer equipment, a 
monetary judgment, costs, and attorney’s fee. 

The facts pertinent to the controversy as established by the evidence 
are as follows: Certain patents were obtained and owned by the Ar-Tik 
Systems, Inc., Miami, Florida, covering a combination freezing and dis- 
pensing machine used in the freezing and sale of soft ice cream and related 
products under the registered trade name of DAIRY QUEEN. The owner 
of the patent and registered trademark has issued various franchises 
covering the right to use the patented equipment and trade name of Dairy 
QUEEN. The franchise holders have issued subfranchises for portions of 
the territory covered in the agreements held by them. 

Joseph T. Pelton held a franchise agreement covering the State of 
Maryland and by a contract dated December 12, 1951, granted a franchise 
to H. C. Berthold, plaintiff herein, and Ellen J. Berthold, covering the 
territory composing Calvert, Charles, Prince George’s, and St. Mary’s 
Counties in Maryland. 

Plaintiff issued a sub-lease or franchise to the defendant, Joseph W. 
Seaton, under an agreement dated May 1, 1954, which covered the terri- 
tory specified as “from location of store in 4700 block of Silver Hill Road 
in Suitland, west to District Line on Suitland Road, east to Suitland Road 
to Allentown Road. To Branch Avenue south and District Heights north 
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on Silver Hill Road.” By the terms of this agreement the defendant was 
to have exclusive operating rights for the use of the patented freezing and 
dispensing machine, and the use of the registered trade name within this 
territory for a term of one year from the date thereof, and thereafter the 
term should be automatically renewed for successive terms of one year so 
long as the second party (the defendant) should perform the covenants as 
required by the contract. 

The Dairy Queen organization has been built up over a period of years 
and through the cooperative efforts of the patent and trademark holders has 
become a national enterprise. The national headquarters furnishes plans 
and specifications for the construction of the stores or outlets, which have a 
standard appearance. These stores consist of a one-story building, with 
plate glass windows on two sides displaying the stainless steel freezing 
and dispensing machinery, and displaying a sign of uniform appearance 
showing the trade name of DAIRY QUEEN and advertising the CONE WITH 
THE CURL ON TOP. Extensive advertising is displayed in magazines of na- 
tional circulation, such as the Saturday Evening Post and Life Magazine, 
as well as in local newspapers. The advertising paraphernalia for display 
at the stores is designed and furnished by the national organization. 
Through this organization, likewise, arrangements are made for the manu- 
facture and distribution to the stores of a soft ice cream mix in accordance 
with state law. In Maryland all mix for the machines is furnished by the 
Pet Milk Co. of Greensboro, Caroline County. Through the national adver- 
tising, their displays, and the purchasing in bulk quantities the promotion 
of the business is accomplished. 

In this case after preliminary negotiations between the plaintiff and de- 
fendant, the defendant secured a lease on a lot of ground at Suitland where- 
upon a store was erected at 4714 Silver Hill Road. The plans and specifica- 
tions were obtained and furnished to the defendant from the national or- 
ganization and the customary DAIRY QUEEN sign was erected upon the roof. 
Mr. Seaton operated the store during the years 1954 and 1955, and made 
the payments required under contract fully for those years. 

About September, 1955, he notified Mr. Berthold that he was dissatis- 
fied with the contract and desired to withdraw from the Dairy Queen or- 
ganization. Whereupon there were conferences between Mr. Pelton, Mr. 
Berthold, and Mr. Seaton, as well as their attorneys. The result of these 
conferences was that Mr. Seaton was determined to discontinue as a member 
of the Dairy Queen organization and not to operate his store under the 
terms of the contract, and that the plaintiff insisted upon the termination 
of the contract in accordance with its terms and not otherwise. No settle- 
ment was ever agreed upon, and during the Winter and Spring of 1956, 
Mr. Seaton disconnected and ceased to use the patented freezing and dis- 
pensing machine, which was replaced by one of another manufacturer, re- 
moved the neon sign lettering so far as the word QUEEN was concerned and 
replaced it with the word crest. He also removed the curl from the top 
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of the cone displayed upon the original sign. He likewise removed the Dairy 
QUEEN window display and has purchased his cones and other supplies from 
another source. Also he continues to purchase his mix from the Pet Milk 
Company, differing in formula from that specified by the Dairy Queen or- 
ganization. During the season of 1956 he has continued the ice cream store 
under the name of DAIRY crEsT, with the changes just noted, and from that 
store has operated a truck within the designated territory and beyond, from 
which are sold a frozen milk product known as “snow balls.” 

By paragraph 6 of the contract the defendant agreed to pay to the plain- 
tiff the total franchise price of $3,000.00, with exclusive operating rights of 
the equipment and use of the registered trade name DAIRY QUEEN in the pre- 
scribed territory. The sum of $50.00 was acknowledged to have been paid, 
and the balance in the amount of $2,950.00 was to be payable at the rate of 
15¢ per gallon of mix processed through the equipment. All payments were 
to become due on the first day of each month following the previous month’s 
operation. 

In paragraph 7 the second party agreed to pay to the first party a roy- 
alty on all mix sold or used in said equipment in the prescribed territory 
at the rate of 35c per gallon. 

By paragraph 15 the parties agreed that the registered trade name 
DAIRY QUEEN had substantial value, that it is being used in many locations 
throughout the country, and that the conditions, restrictions, and limita- 
tions granted or imposed are all necessary, equitable and reasonable for 
the general benefit of the parties and all other parties enjoying any lawful 
interest in said trade name. 

By the provisions of paragraph 20 the second party agreed that if he 
should cease to use said equipment or should otherwise default in the per- 
formance of any of the terms of this agreement then, in either of such 
events, this contract at the option of the first party becomes null and void, 
and all of the rights and privileges of the second party should cease, and 
all of the payments made theretofore should be retained by the first party 
as liquidation damages; and in the event of contract termination the first 
party should have the option of purchasing each unit of patented equip- 
ment from the second party at the appraised value which shall not exceed 
$1,000.00. It further provided that this contract might be terminated by 
mutual agreement of the first party and second party or their assigns in 
writing, duly executed. 

The 21st paragraph provides that the second party, in consideration of 
the mutual promises and agreements herein contained, does hereby agree 
that he will not, directly or indirectly, otherwise engage in the manufacture, 
sale, or distribution of hard, soft, or semi-frozen ice cream, custard, ice- 
milk, milk-sherbet, water-ice, ice-sherbet, or imitation ice cream in the ter- 
ritory herein prescribed, so long as this contract remains in force and for 
a period of five (5) years following the date of contract termination; and 
that he will not, directly or indirectly, individually, or in connection with 
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any partnership or corporation, come into competition with the first party, 
and will not interfere in any manner with the business, trade, good will or 


customers of the first party. 
The bill of complaint filed herein on March 29 seeks: 


1. Permanent injunction to enjoin the defendant from the manufac- 
ture, sale or distribution of the products specified in the contract within the 
territory therein prescribed within a period of five years. 


2. That the defendant be permanently enjoined from unfairly compet- 
ing with the rights of the plaintiff in the trade name DAIRY QUEEN and the 
good will appurtenant thereto, or any simulation thereof. 


3. That the defendant be required to account to the plaintiff for the sale 
or use of “mix,” in accordance with paragraph 7 of the contract, and to 
account for any pay to the plaintiff any profits to the defendant or damage 
to the plaintiff resulting from the aforesaid unfair competition and in- 


fringement. 
4. That the Court set up the procedure for appraisal of certain freezer 
equipment which the plaintiff has the option to purchase from the de- 


fendant. 

5. That the plaintiff may be awarded a money decree against the defen- 
dant for the sum of $1,544.50 and the costs of this action, including plain- 
tiff’s reasonable attorneys’ fees, and 


6. For further relief. 


In this case we are confronted with a contract, the terms of which are 
explicit and unambiguous, between parties who are competent to make the 
contract. There is no evidence in the case of fraud or misrepresentation 
practiced by either party upon the other. The defendant contends that the 
plaintiff’s prayers for relief are in effect a suit for specific performance of 
the terms of the contract. With this contention the Court does not agree. 
The case falls within the line of cases in which a party has sought to en- 
force the non-competition provisions of the contract as frequently used for 
the protection of a seller or lessor of property. 

Nor can the Court agree with the defendants’ contention that the five 
year restrictive period is in restraint of trade and against public policy. 
As stated by the Court of Appeals in the case of Deuerling v. City Baking 


Co., 144 Md. 280, at page 284: 


“Opposed to the unlimited application of this principle of freedom 
of trade is the equally well recognized principle of freedom of contract, 
which in its essence is also natural and inherent in the individual, 
and which in innumerable cases the courts have recognized and en- 
forced. And here, again, the public has a real and vital interest, be- 
cause if, recognizing the right to contract, one who does contract can, 
without loss or penalty, disregard his obligation, there would be 
brought about such a chaotic condition in the business, industrial, 
and financial world as to result in practical stagnation.” 
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In the case of Harrison v. Glucose Sugar Refining Co., 116 F. 304, the 
Circuit Court of Appeals for the Seventh Circuit enforced a covenant not 
to compete, and quoted from an English case, at page 310: 


“ “Tf there is one thing more than another which is essential to the 
trade and commerce of this country, it is the unviolability of contracts 
deliberately entered into; and to allow a person of mature age, and 
not imposed upon, to enter into a contract, to obtain the benefit of it, 
and then to repudiate it and the obligation which he has undertaken, 
is prima facie, at all events, contrary to the interests of any and every 
country.’ ” 


See also Erikson v. Hawley, 12 F.2d 491, wherein the D. C. Court of 
Appeals similarly held, at page 494: 


“That is but saying that substantial justice and the obligation 
of contracts are entitled to superior consideration to the vague and in- 
definite notions of public policy, urged to avoid a contract for which 
the party has received full consideration. Such a defense always comes 
with a bad grace from a party to the contract who has received full 
consideration, and enjoyed the fruits of the contract that he alleges 
to have been made in contravention of law or principles of public 
policy.’ ” 


The Court, therefore, holds that the non-competition provision of the 
21st paragraph of the contract is enforceable and has been flagrantly vio- 
lated. Checket-Columbia Company v. Lipman, 201 Md, 494. 

Defendant’s Exhibit No. 1 in the form of a letter from Samuel Barker 
to the plaintiff, dated November 2, 1955, formally notified the plaintiff that 
he represented Mr. Seaton, who had decided to terminate the use of Dairy 
Queen equipment and to cease doing business at his location as a Dairy 
Queen store. This was at the conclusion of the 1955 operating year so 
that the defendant should be enjoined from trading or selling in competi- 
tion with the plaintiff under that clause of the contract for a period of 
five years from that date. 

We come now to the question of trade name infringement and unfair 
competition. The law in such cases is most succinctly set forth by Judge 
Chesnut in the case of Lockwood v. Friendship Club, 95 F.Supp. 614 (41 
TMR 447) (Md. 1951), wherein he states, at page 619, 88 USPQ 459, 463 
(41 TMR 452): 


“Tn conclusion it is, I think, sufficient to say that generally speak- 
ing in these unfair competition cases the tests to be applied are to be 
determined from the facts whether the adoption of the same trade 
name or one of similar appearance or sound was 


(1) by unfair, fraudulent or deceptive action or intention by the 
defendant ; 


(2) whether the parties are in competition with one another; 


(3) whether there is a reasonably probable public confusion (even 
if no actual confusion is specifically proven) and 
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(4) whether the defendant’s activity tends to injure the plain- 
tiff’s business reputation or impair his patronage.” 


See also Time, Inc. v. Motor Publications, Inc., 131 F.Supp. 846, 105 
USPQ 326 (45 TMR 958) (1955); J. N. Collins Co. v. F. M. Paist Co., 
14 F.2d 614 (16 TMR 512) (1926); Little Tavern Shops v. Davis, 116 
F.2d 903, 48 USPQ 161 (1941); Parlett v. Gugenheimer, 67 Md. 542 
(1887) ; Mundon v. Taxi Cab Company, 151 Md. 449 (17 TMR 50) (1926). 

Other illustrative cases are Robertson v. Berry, 50 Md. 591 (1879), 
and Gruber Almanac v. Swingley, 103 Md. 362 (1906), both cases result- 
ing in injunction for the plaintiff on the basis of unfair competition with 
Hagerstown Almanac; Afro-American Owls v. Talbot, 123 Md. 465 (1914), 
enjoining similar fraternal insignia; Neubert v. Neubert, 163 Md. 172 (22 
TMR 412) (1932), similar business name enjoined; and Baltimore Bedding 
Corp. v. Moses, 182 Md. 229, 59 USPQ 405 (34 TMR 17) (1943), similar 
business name enjoined on basis of similarity and bad faith of defendant. 
The most recent case known to the Court is American Automobile Asso- 
ciation v. A.A.A. Insurance Agency, Circuit Court of Baltimore City, 108 
USPQ 446 (46 TMR 564), in which Judge Mundy enjoined the defen- 
dant’s trade name as unfairly competing with that of the plaintiff. 

Applving the test set forth in Judge Chesnut’s opinion in Lockwood v. 
Friendship Club, supra, it is apparent that all of the elements are present 
as disclosed by the evidence in this case which would make injunctive re- 
lief applicable. The DamiRY QUEEN trade name, which has been duly reg- 
istered, not only in the United States Patent Office, but at the office of 
the Secretary of State of Maryland, has come to have a well known sig- 
nificance in the mind of the public. The mere elimination of the word 
QUEEN, and substituting crest on the same shaped sign is merely a simula- 
tion of the original legend and is likely to be confused in the mind of the 
patronage public. It is clearly deceptive and must be considered to be so 
intended by the defendant. The parties are clearly in competition with 
one another. There is a reasonably probable public confusion even if no 
actual confusion is specifically proven. Furthermore, the defendant’s ac- 
tivity tends to injure the plaintiff’s business reputation and to impair his 
patronage. 

Moreover, by the terms of the 15th paragraph, the parties agreed that 
the registered trade name DAIRY QUEEN had substantial value, that it is 
being used in many locations throughout the country and that the con- 
ditions, restrictions, and limitations granted or imposed are all necessary, 
equitable and reasonable for the general benefit of the parties and all 
other parties enjoying any lawful interest in said trade name. It is now 
with poor grace that the defendant, having by his solemn contract agreed 
to these provisions, comes into court and says that none of these stipulations 
are true and that “there was little, if any, consideration for the franchise 


agreement.” 
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Consequently, it appears that the plaintiff is entitled to an injunction 
prohibiting the defendant from unfairly competing with the rights of the 
plaintiff in the trade name DAIRY QUEEN, or any simulation thereof, and the 
good will appurtenant thereto. 

After consideration of the terms of the contract the Court finds no basis 
upon which the plaintiff is entitled to require an accounting from the de- 
fendant for the sale or use of “mix” in accordance with paragraph 7 of the 
contract. That had to do with the 35¢ royalty upon each gallon of mix 
processed through the patented machines. The plaintiff admitted on cross 
examination (R.50-51) that he had been paid for all mix processed through 
the machines. The defendant was entitled to terminate the contract after 
the initial period of one year in accordance with its terms in writing and 
this payment was in the nature of a royalty for the use of the machines. 
He testified that he disconnected the machines and ceased to use them after 
the 1955 season. 

As to the 4th prayer of the bill providing for the purchase of the ma- 
chines by the plaintiff on termination of the contract at the appraised value, 
which should not exceed $1,000.00 per unit of equipment, the Court con- 
cludes that the parties should first have an opportunity to agree among 
themselves as to the value of the machines, and will provide in the decree 
that jurisdiction be retained for the purpose of setting up procedure for 
their appraisal in the event the parties are unable to agree within a period 
of thirty days from the date of the decree. 

The 5th prayer of the bill of complaint seeks a monetary judgment 
against the defendant for the sum of $1,544.50, which represents the dif.- 
ference between the franchise price of $3,000.00 and the amount paid on 
the account, which includes the initial payment of $50.00, plus 15¢ per 
gallon of mix processed through the machines. The parties are in agreement 
that $1,544.50 remains unpaid due to the non-use of the machines beyond 
the years 1954 and 1955. 

It is clear that Seaton agreed to pay Berthold the sum of $3,000.00 as 
the purchase price of a franchise for the exclusive operating rights of the 
equipment and use of the registered trade name DAIRY QUEEN in the pre- 
scribed territory. The term of his franchise was for one year, automatically 
renewable for successive terms of one year, so long as the defendant per- 
formed his covenants as required by the contract. Although Seaton, so long 
as he performed his covenants, could continue to operate under the con- 
tract indefinitely, Berthold could not discontinue the agreement without 
the concurrence of Seaton. The franchise territory was Seaton’s to exploit 
as he chose within the terms of the contract. 2 

It is also clear that the payments for the purchase of the franchise were, 
by agreement of the parties, to be derived from the charge of 15c per gallon 
of mix processed through the equipment so that this represents a restricted 
source. Now that the defendant has formally notified the plaintiff of his 
determination, has disconnected the machines, and ceased to run mix 





















THE TRADEMARK REPORTER Vol. 46 T. M. R. 





1554 


through them, the source of payment has been eliminated through the action 
of the defendant. He now claims that this 15¢e per gallon charge toward 
the payment of the franchise price is no longer payable because the source 
of payment no longer exists and that this gallonage charge was in the nature 
of a royalty which has ceased to be due and payable. 

No case exactly in point has been suggested by counsel, nor has the 
Court been able to find one. The general law on this subject is that if a 
party who has promised to pay a sum of money upon the happening of a 
certain event, prevents that event from taking place, the condition is dis- 
pensed with and the promise to pay becomes absolute. In holding to this 
effect the Court of Appeals in the case of Rumsey v. Livers, 112 Md. 546, 
at page 554, quoting with approval Crooker v. Holmes, 65 Maine 195, said: 


“<The debt is due in presenti. Its payment is postponed to a 
future time, but the debt none the less exists. The debt is absolute, the 
time of its payment indefinite. * * * If a party puts it out of his 
power to perform his contract, his liability at once accrues. It matters 
not whether by his neglect this be so, or whether it be intentional.’ ” 


The Court further said: “The indebtedness was, therefore, held to be 
payable notwithstanding the condition precedent for its payment had not 
been fulfilled.” Similar holdings by the Court of Appeals are found in the 
case of Jones v. Boardman, 148 Md. 147, 150; Kahn v. Schleisner, 165 Md. 
106, 113; Precision Development Co. v. Fast Bearing Co., 183 Md. 399, 


405-6. 
In this case Seaton definitely agreed to pay Berthold $3,000.00 for the 


franchise within the prescribed territory. Although the parties had speci- 
fied the source from which payment was to be derived, and even though 
Seaton had a right to terminate the agreement by notifying Berthold of his 
intention to discontinue the contract he could not at the same time eliminate 
the source of payment and his obligation to pay the remaining amount due 
on the purchase price. The Court holds that the balance of $1,544.50 im- 
mediately became due and that the plaintiff is entitled to a money judgment 
for that amount in addition to the other relief indicated above. 

This prayer of the bill also seeks attorneys’ fees. There is no provision 
in the contract for the payment of attorney’s fees by either party in the 
event of its breach. This is not the kind of a case where the prevailing 
party is entitled to have his counsel fees paid by his adversary. For these 
reasons no attorney’s fee can be allowed. 

Counsel may submit to the Court a decree in accordance with the deter- 
minations above. Costs to be paid by the defendant. 
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RIVERBANK LABORATORIES v. HARDWOOD 
PRODUCTS CORPORATION 


No. 11213-—C. A. 7 — August 24, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Plaintiff seeks to restrain defendant from using the term RIVERBANK in its 
business. Plaintiff moved for temporary injunction and defendant moves to dismiss 
for lack of proper venue. Illinois law controls question of diversity. Supreme Court 
decided service on defendant was proper and remanded. 

Plaintiff organized in 1921 for scientific research in insulation of sound and 
acoustics. Subsequently defendant contracted with Riverbank Insulating Door 
Company (in which concern plaintiff was a partner) to manufacture and sell the 
Riverbank Sound Insulating Door throughout U. 8S. Subsequently thereafter patent 
issued on door. Defendant had exclusive license and was not to sell any other 
door but RIVERBANK. Defendant built up nationwide business in RIVERBANK doors. 
Riverbank Insulating Door Co. dissolved in 1954. Prior to expiration of patent 
defendant applied for trademark registration. Plaintiff attempted to cancel license 
and argues that for years RIVERBANK has been associated with plaintiff’s reputation 
in field of acoustics and defendant’s use of RIVERBANK was unauthorized. Record 
shows however, that for 18 years plaintiff agreed to use of RIVERBANK by defendant. 
Court has previously held that patentee may not secure a continuation of his 
monopoly by obtaining trademark registration. Plaintiff has not made a sufficient 
showing of unfair competition to justify issuance of temporary injunction. 


Action by Riverbank Laboratories v. Hardwood Products Corpora- 
tion for unfair competition. Defendant appeals from order of District 
Court for Northern District of Illinois granting motion for temporary 
injunction. Reversed. 


David A. Fox, of Milwaukee, Wisconsin, and Gerrit P. Groen, of Chicago, 
Illinois, for appellant. 
Jack H. Oppenheim, of Chicago, Illinois, for appellee. 


Before Durry, Chief Judge, and Frynecan and ScHNACKENBERG, Circuit 
Judges. 


Durry, Chief Judge. 

Plaintiff seeks an injunction restraining defendant from using the 
term RIVERBANK in its business. Jurisdiction is based upon diversity of 
citizenship. Plaintiff moved for a temporary injunction. Defendant moved 
to dismiss the action because of a lack of proper venue. The District Court 
denied the motion to dismiss but granted the motion for a temporary in- 
junction. ; 

When this appeal was here previously (220 F.2d 465) we pointed out 
that in diversity cases the law of Illinois must control; that this court had 
applied Illinois law on the question of doing business in that State in 
previous decisions such as Canvas Fabricators, Inc. v. William E. Hooper 
& Sons Co., 199 F.2d 485, opinion by Judge Major, and in Phyllis Roberts 
etc. v. Evans Case Co., 218 F.2d 893, opinion by Judge Lindley. Follow- 
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ing the rule laid down in those two cases, the opinions of which were 
written by two distinguished jurists long acquainted with [Illinois law, 
we held defendant was not doing business in Illinois and, therefore, was 
not present in that State when this action was commenced. We decided 
the denial of defendant’s motion to dismiss for lack of proper venue was 
error. The Supreme Court granted certiorari, 350 U.S. 817. After oral 
argument that Court gave consideration over a period of some months to 
the issue raised. Finally, on May 4, 1956, a brief order was entered, 
the essential part of which is as follows: “The Court is of the opinion 
that the District Court correctly found there was proper service upon 
defendant in this case. Accordingly, the judgment of the Court of Ap- 
peals is reversed. It is further ordered that this cause be, and the same 
is hereby remanded to the Court of Appeals for the Seventh Circuit for 
further proceeding in conformity with the opinion of this court.” 

Our difficulty is, there was no opinion by the Supreme Court with 
which to conform. We interpret the order to mean that for some reason 
still unknown to us, the service upon defendant was good and we should 
proceed to consider upon the merits whether the District Court was jus- 
tified in granting plaintiff’s motion for a temporay injunction. 

In 1921 plaintiff, Riverbank Laboratories, was organized as a corpo- 
ration, not for profit, under the laws of Illinois. It succeeded a sole 
proprietorship called “Riverbank Laboratories,” which had been created 
in 1912. From 1912 to 1921 Riverbank Laboratories was located at Geneva, 
Illinois. It carried’ on scientific research and experimentation in the field 
of acoustics, insulation of sound and related matters. After its incorpora- 
tion in 1921 plaintiff carried on similar activities at Geneva in the same 
buildings and laboratories which had been constructed and used by 
its predecessor. 

On September 12, 1936 defendant entered into a contract with a 
partnership, not the plaintiff, named “Riverbank Insulating Door Com- 
pany.” Plaintiff was a partner in this partnership. Under the contract 
defendant was granted, upon a royalty basis, the exclusive right to manu- 
facture and sell the Riverbank Sound Insulating Door throughout the 
United States. At that time the sound proof door was covered by an ap- 
plication for a patent which eventually issued on May 11, 1937 as US. 
Patent No. 2,079,878. 

The license contract granted to defendant the “exclusive right to 
manufacture and sell the Riverbank Sound Insulating Doors.” It also 
provided “the Hardwood Products Corporation agrees not to manufacture, 
sell or advertise for sound insulating purposes, any door or any device 
connected therewith except doors and devices covered by agreement with 
the Riverbank Insulating Door Company and not to depart from the pres- 
ent design and specification without the advice and consent in writing of 
the Riverbank Insulating Door Company.” It was further provided by 
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said agreement that it could be terminated by either party upon ninety 
days’ written notice. 

The partnership “Riverbank Insulating Door Company” was composed 
of the individual Paul E. Sabine, the inventor of the door in question, and 
the owner of one-half of the licensed patent; plaintiff, Riverbank Labora- 
tories, owner of the other half of the licensed patent, and an individual, 
Frederick E. Ludlow. At no time was plaintiff engaged in the business 
of manufacturing and selling RIVERBANK doors or any other type of doors. 

Operating under its license, defendant initiated and built up a nation- 
wide business in Riverbank doors. In the trade the doors were designated 
by the name RIVERBANK, and defendant offers to prove that the public 
identified defendant as the source of RIVERBANK doors. 

Riverbank Insulating Door Company was dissolved on March 30, 
1954. Patent No. 2,079,878 covering the sound insulating door expired 
on May 11, 1954. On January 11, 1951 defendant applied for United 
States Trademark Registration No. 553,213. Plaintiff claims that no notice 
of the application for this registration was given to it, but the existence 
of the registration was made known to plaintiff prior to the expiration 
of Patent No. 2,079,878, and while defendant was still licensed thereunder. 
Thereupon plaintiff attempted to cancel the license. 

Plaintiff’s theory of the case is that for many years plaintiff’s name 
RIVERBANK had been associated in the public’s mind with plaintiff’s long 
standing reputation in the field of accoustics, sound insulation and related 
fields; that during the term of the patent plaintiff lent its name to and 
sponsored and vouched for the product; that upon the expiration of the 
patent, the design and specifications of the product were no longer subject 
to plaintiff’s control. Plaintiff asserts defendant’s use of the name RIVER- 
BANK was unauthorized, was in violation of its rights and was also a gross 
deception of the public. There is no proof in this record that defendant 
was engaged in gross deception of the public. For almost eighteen years 
from the date of the contract to the date of the expiration of the patent, 
plaintiff agreed to the use by defendant of the term RIVERBANK in con- 
nection with its sales of sound insulating doors complying with the claims 
of the Sabine patent. 

One difficulty we have in determining whether the issuance of the 
temporary injunction was an abuse of discretion is that no testimony was 
taken in the court below. There were, at that time, three depositions on 
file and two affidavits were before the court upon the motions then 
presented. The record before us is largely directed to the issue of venue. 
Among the questions in dispute is whether there was a continuity of activity 
by plaintiff, it being defendant’s claim that plaintiff was dormant after it 
had entered an agreement with Armour Research Foundation and Illinois 
Institute of Technology. Also in dispute is whether plaintiff ever vouched 
for the characteristics of any doors manufactured by defendant. It is, ap- 





















Vol. 46 T. M. R. 





1558 THE TRADEMARK REPORTER 
parently, admitted that there never has been any direct contractual 
relationship between plaintiff and defendant. 

Upon this state of the record we think it was an abuse of discretion to 
issue the temporary injunction. 

As to the rights of the parties after the expiration of the patent, the 
court, in Scott Paper Company v. Marcalus Company, 326 U.S. 249, at 
256, 67 USPQ 193, 196-197, said: “By the force of the patent laws not 
only is the invention of a patent dedicated to the public upon its expira- 
tion, but the public thereby becomes entitled to share in the good will 
which the patentee has built up in the patented article or product through 
the enjoyment of his patent monopoly. Hence we have held that the 
patentee may not exclude the public from participating in that good will 
or secure, to any extent, a continuation of his monopoly by resorting to 
the trademark law and registering as a trademark any particular descrip- 
tive matter appearing in the specifications, drawings or claims of the ex- 
pired patent, whether or not such matter describes essential elements of 
the invention or claims. Kellogg Co. v. National Biscuit Co., supra, 117- 
120, 39 USPQ 296, 298-300; (28 TMR 569), Singer Manufacturing Co. v. 
June Manufacturing Co., 163 U.S. 169, 185.” 

Plaintiff specifically disclaims any rights to RIVERBANK as a technical 
trademark. Although the term is not used in its complaint, it is apparent 
that plaintiff’s claim is based upon unfair competition. We refrain from 
expressing any opinion as to whether plaintiff can sustain such a claim 
after a trial is had upon the merits. All we decide here is that on this 
record plaintiff did not make a showing of unfair competition upon which 
to base the issuance of a temporary injunction. 
Reversed and remanded for a trial upon the merits. 


INTERNATIONAL SHOE CO. v. HALL, HARTWELL & CO. 
(ELDER MANUFACTURING COMPANY, assignee, substituted ) 


Nos. 6076 & 6077 — Commissioner of Patents — August 7, 1956 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
CANCELLATION PROCEDURE—EVIDENCE 
Failure of cancellation petitioner to show even one instance of actual confusion 
during thirty year period creates strong presumption against likelihood of confusion 
in future; this is not to say that actual confusion is necessary for petitioner to 
prevail, but where use has been so extensive over such a long period in same area, 
petitioner’s burden of presenting evidence demonstrating real likelihood of con- 
fusion is heavier than in ordinary case where there has been neither substantial 
nor long continued use. 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
MARK TWAIN for shirts is not confusingly similar to SUNDIAL MARK TWAIN 


for shoes. 
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Cancellation proceedings by International Shoe Company v. Hall, 
Hartwell & Co. (Elder Manufacturing Company, assignee, substituted), 
Registration No. 168,075 issued May 15, 1923 and renewed and Registration 
No. 363,478 issued December 27, 1938. Petitioner appeals from decision of 
Examiner of Interferences dismissing petitions. Affirmed. 


Kingsland, Rogers & Ezell, of St. Louis, Missouri, for petitioner-appellant. 
Alfred W. Petchaft, of St. Louis, Missouri, for respondent-appellee. 


Leeps, Assistant Commissioner. 


Petitions have been filed by International Shoe Company (hereafter 
called International) to cancel two registrations of MARK TWAIN for shirts, 
collars, sport coats and sleeping wear for men and boys,’ owned by Elder 
Manufacturing Company (hereafter called Elder). International owns two 
registrations of SUNDIAL MARK TWAIN for shoes.” 

The Examiner of Interferences found that International was estopped 
by laches and dismissed the petitions. Petitioner has appealed. 

At the time International sought its first registration of sUNDIAL MARK 
TWAIN, an opposition was filed by Elder, and in the decision of the Com- 
missioner, reported at 86 USPQ 269 (40 TMR 850) (1950), and of the 
Court of Customs and Patent Appeals, reported at 92 USPQ 330 (42 
TMR 306) (1952), it was held that since Elder’s first use of MARK TWAIN 
(October 1, 1921) did not antedate International’s use (January 1, 1921), 
the opposition must be dismissed. Reg. No. 444,694, showing sUNDIAL MARK 
TWAIN then issued to International. Approximately four months after 
the Court’s decision in the opposition, these petitions for cancellation 
were filed by International. 

Although International denied likelihood of confusion, mistake or 
deception in the opposition proceeding in which it was in the position of 
defendant, it now asserts that confusion, mistake or deception of purchasers 
is likely in these proceedings in which it is in the position of plaintiff. 
Elder is in the same inconsistent position, but in reverse. 

The record shows substantial production and sale by International of 
shoes under the mark MARK TWAIN alone from 1926 to 1943, and substantial 
production and sale of shoes under the mark SUNDIAL MARK TWAIN from 
1943. 

The record further shows substantial sales by Elder of shirts under 
the mark MARK TWAIN since 1938, the first year of production following 
acquisition of the mark from a predecessor. 

1. Reg. No. 168,075 issued to a predecessor on May 15, 1923, for dress, negligee 
and work shirts and collars, renewed to and published by Elder in accordance with 
Sec. 12(c) on May 18, 1948; and Reg. No. 363,478 issued on December 27, 1938, for 
men’s and boys’ dress, negligee, work and polo shirts, collars, sport coats, pajamas, 


nightshirts and sleeping garments, renewed and published in accordance with Sec. 12(c) 
on May 25, 1948. 

2. Reg. No. 444,694 issued June 17, 1952; and Reg. No. 567,044 issued Nov. 25, 
1952. International owns a number of additional registrations of SUNDIAL and it was 
the owner of Reg. No. 154,493 showing MARK TWAIN, but the latter registration was 
not renewed. 
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International has invested in its mark to some extent in advertising its 
shoes identified by SUNDIAL MARK TWAIN; and Elder has invested a consider- 
ably larger amount in advertising its MARK TWAIN shirts. 

The executive offices of the parties are located within two blocks of 
each other in St. Louis, Missouri, and a sign advertising MARK TWAIN on 
the building occupied by Elder is, and has been for many years, clearly 
visible from International’s office. There is, in fact, no denial by Inter- 
national that it has known of Elder’s use of MARK TWAIN on shirts. 

It appears from the decisions in the opposition proceeding and from 
the record here that both parties have used their marks on their products 
for more than thirty years without any evidence of actual confusion. The 
failure or inability of International to show even one instance of actual 
confusion during that period creates a strong presumption against likeli- 
hood of confusion in the future. See: Jn re Myers, 96 USPQ 238 (43 TMR 
284) (CCPA, 1953). This is not to say, of course, that evidence of actual 
confusion is necessary in these cases in order for a petitioner to prevail, 
but where the use has been so extensive over such a long period of time in 
the same area, the petitioner’s burden of presenting evidence demonstrating 
a real likelihood of confusion is heavier than in the ordinary case where 
there has been neither substantial use nor long continued use. 

Considering the differences in the marks and the differences in the 
goods, and the records in the opposition and these proceedings, nothing 
is found which leads to a conclusion that purchasers are likely to be 
confused, mistaken or deceived within the meaning of those terms in 
the statute. Nor does anything else appear in the record from which 
damage to International can be presumed. 

In view of the conclusion reached, it is unnecessary to pass upon 
Elder’s defense of estoppel by laches, and upon its contention that Inter- 
national’s use of MARK TWAIN is as a grade mark, and upon its contention 
that International’s failure to raise the question of cancellation in the 
opposition proceeding bars these proceedings under Rule 13(a) FRCP. The 
Examiner of Interferences is affirmed for the reasons stated herein. 


THE JUVENILE SHOE CORPORATION OF AMERICA 
v. SHOE CORPORATION OF AMERICA 


No. 32,765 — Commissioner of Patents — August 7, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—IN GENERAL . 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Conduct on part of applicant indicates intent to trade in some manner on 
opposer’s good will, and for purposes of opposition proceeding it is assumed that 
intent has been realized. Under such circumstances it is concluded that LAzy PALS 
is confusingly similar to LAZY BONES, both marks being used on shoes. 


Opposition proceeding by The Juvenile Shoe Corporation of America 
v. Shoe Corporation of America, application Serial No. 575,934 filed March 
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23, 1949. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 


Kingsland, Rogers & Ezell, of St. Louis, Missouri, for applicant-appellant. 
A. Yates Dowell and A. Yates Dowell, Jr., of Washington, D. C., for opposer- 
appellee. 


LeEeps, Assistant Commissioner. 


An application has been filed to register LAzy PaLs for men’s, women’s, 
and children’s shoes, use since January 21, 1949 having been asserted. 
Registration has been opposed by the registrant of Lazy BoNEs for shoes and 
slippers of leather or kid.1 The Examiner of Interferences sustained the 
opposition, and applicant has appealed. 

Opposer’s record shows that since 1936 it has sold approximately four 
million pairs of shoes under the mark Lazy BONES, and about three hundred 
fifty thousand dollars have been spent in advertising them under the mark 
in newspapers, magazines, and catalogs. Sales have been made throughout 
the United States, in Canada, Alaska, Puerto Rico and Hawaii. 

Some thirteen years after opposer first used LAZY BONEs as a trademark 
for its shoes, applicant commenced using LAZY PALs as a trademark for its 
shoes. According to the testimony of applicant’s vice-president and chair- 
man of its Branded Lines Committee, applicant used the marks sPorRT PALS 
and FIRESIDE PALS for house slippers for a time, but upon being advised by 
another company that it owned FIRESIDE PALS, applicant stopped using that 
mark and began using LAZY PALS. According to the testimony, no search 
was made to ascertain whether or not the same mark or a mark resembling 
LAZY PALS had been registered ; but a year to eighteen months after use had 
commenced, according to the testimony, a search was made and applicant 
learned of opposer’s registration of Lazy BONES. This testimony is not 
understood. The purpose of a search a year to eighteen months after use 
had commenced does not appear, and an explanation would have been in 
order in view of the fact that the application to register was filed two 
months after first use. Two of applicant’s witnesses testified that they had 
never heard of LAZY BONEs shoes; one testified that he had never heard of 
LAZY BONEs shoes until he received a report on the search made in the Patent 
Office ; three testified that they heard of Lazy BONEs shoes years ago—one 
had sold them in a store operated by applicant’s predecessor—but not in 
recent years; and two testified that they never heard of opposer until the 
suit hereinafter mentioned. 

The parties to this proceeding are not strangers to one another. In 
December of 1947 applicant changed its name from The Schiff Company 
to Shoe Corporation of America. The Juvenile Shoe Corporation of Amer- 
ica, opposer here, filed a civil action against applicant in the District Court 


1. Reg. No. 333,127 issued March 10, 1936, renewed, and published in accordance 
with Sec. 12(c) on July 5, 1949. 
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for the Eastern District of Missouri, and on October 22, 1948 a consent 
decree was entered enjoining applicant from using the name SHOE CORPORA- 
TION OF AMERICA in connection with the manufacture, advertisement, pur- 
chase, sale or shipment of shoes (except to its own subsidiaries and wholly- 
owned retail stores and departments), and permitting the use of the name 
for signing leases, borrowing money and other corporate purposes, but only 
in conjunction with the words AN OHIO CORPORATION. Three months after 
entry of the decree, applicant commenced using the mark LAzy PALs; and 
five months after entry of the decree, the application to register LazY PALS 
was filed in the name of SHOE CORPORATION OF AMERICA. 

Applicant’s record shows that it continues to use the name SHOE COR- 
PORATION OF AMERICA in buying shoes. 

Opposer has used its mark so extensively over such a long period of 
time and has advertised its LAZY BONEs shoes to such an extent that it seems 
incredible that in an industry as highly competitive as the shoe industry, 
applicant’s officers and employees would not have heard of opposer’s Lazy 
BONEs shoes, particularly in the light of the record which shows substan- 
tially increasing sales and substantially increasing advertising expenditures 
each year since 1948. 

The record shows that applicant changes its name in December of 1947 
to embody all of opposer’s corporate name except the words THE JUVENILE; 
applicant was sued by opposer and was enjoined from using its corporate 
name in the manufacture, advertisement, purchase, sale or shipment of 
shoes to others than its subsidiaries and wholly-owned retail stores and 
departments; applicant continues to use its corporate name in purchasing 
shoes; applicant then adopted the first word of opposer’s extensively used 
and advertised two word trademark and used it as the first word of a two 
word trademark on shoes; and applicant then filed its application to reg- 
ister under the name SHOE CORPORATION OF AMERICA, although the Court 
decree permits the use of the name for corporate purposes only in conjunc- 
tion with the words AN OHIO CORPORATION. 

This course of conduct on the part of applicant indicates an intent to 
trade in some manner on opposer’s good will; and for purposes of this pro- 
ceeding it will be assumed that the intent has been realized. Under such 
circumstances, it is concluded that confusion, mistake or deception of pur- 
chasers is likely to result from the resemblance of applicant’s mark to 
opposer’s previously registered mark. 

As was properly stated by the Examiner of Interferences, the appli- 
cant by selecting the word Lazy as the first part of its mark, which is also 
the first word of oposer’s mark, has established a certain identity there- 
between * * * . The word Lazy is apparently arbitrary as applied to shoes 
and is believed to be the characterizing feature of both marks, importing 
thereto a similar connotation * * * . Considering therefore the similarities 
and the differences between the marks, when considered in their entireties, 
it is believed that the similarities between them in appearance, sound and 
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significance considerably preponderate over the differences and are such 

that, as applied to the identical item, shoes, their contemporaneous use is 

reasonably likely to cause confusion or mistake or deception of purchasers.” 
The decision of the Examiner of Interferences is affirmed. 


SCHOLLER BROTHERS, INC. v. HANS C. BICK, INC.; 
ONYX OIL & CHEMICAL CO. v. SAME: 
W. F. FANCOURT CO. v. SAME 


Nos. 5951, 5964, 5966 — Commissioner of Patents — August 8, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
Where applicant is engaged in making and selling compositions for finishing 
process but neither makes nor sells women’s hosiery, it does not use and is not 
entitled to register word used on hosiery made or sold by others to indicate that 
they have undergone finishing process. 
TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 

Word which by its nature conveys specific and correct meaning is not elevated 
to stature of trademark merely as result of origination and first use. 

NYLONIZED is apt description for treatment of fabrics with emulsion of nylon; 
it does not assume service mark stature merely because it is registered and adver- 
tised as a service mark. 

TRADEMARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 


CANCELLATION—IN GENERAL 
NYLONIZED is word which conveys primary meaning of treating or finishing 
with nylon, and respondent so uses it; others than respondent may employ with 
equal truth same word for same purpose; under such circumstances, word cannot 
acquire secondary meaning; cancellation petitioners are damaged by respondent’s 
registration of NYLONIZED. 


Cancellation proceedings by Scholler Brothers, Inc., Onyx Oil & Chem- 
ical Co. and W. F. Fancourt Co. v. Hans C. Bick, Inc., Registration Nos. 
557,443 issued April 8, 1952 and 557,776 issued April 15, 1952. Registrant 
appeals from decision of Examiner of Interferences granting petitions. 
Affirmed. 


William Steell Jackson & Sons, of Philadelphia, Pennsylvania, for Scholler 
Brothers, Inc. 

James H. Tully, of New York, N. Y., and William Steell Jackson & Sons, 
of Philadelphia, Pennsylvania, for Onyx Oil & Chemical Co. 

Raymond A. White, Jr., and William Steell Jackson & Sons, of Philadelphia, 
Pennsylvania, for W. F. Fancourt Co. 

William J. Ruano, of Pittsburgh, Pennsylvania, for Hans C. Bick, Inc. 


Leeps, Assistant Commissioner. 


Petitions have been filed by three separate petitioners to cancel two 
Supplemental Registrations of NYLONIZED, one of which is a service mark 
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registration for finishing of nylon and other woven or knit fabrics by apply- 
ing an emulsified nylon finish coating thereon, such as type 8 nylon, while 
in the finishing bath to make them moisture absorbent; and the other of 
which is a trademark registration for women’s hosiery.? Petitioners are 
engaged in the manufacture and sale of chemicals and chemical compounds 
for the treatment of fabric and women’s hosiery, and to that extent are in 
competition with respondent. 

It is alleged in the petitions that NYLON is a generic term describing a 
linear polyamide plastic material, which is sold in emulsified form by peti- 
tioners and registrant in competition with one another; that the use of the 
suffix 1zEp merely affects the grammar of the word by changing it from a 
noun or adjective to a verb; and that NYLONIZED is wholly without trade- 
mark significance and is incapable of performing a trade or service mark 
function. 

On a single record on behalf of the petitioners, the Examiner of Inter- 
ferences granted the petitions to cancel and recommended cancellation of 
respondent’s registrations. Respondent has appealed in each case. 

It appears from the record that respondent is engaged in the business 
of finishing fabrics and other textiles and synthetic textile materials and in 
making and selling the chemical compositions for such finishing processes. 
It neither makes nor sells women’s hosiery; but the word NYLONIZED is 
used on hosiery made and sold by others to indicate that the hosiery has 
undergone the finishing process. It is not used as a word identifying hosiery 
of respondent and distinguishing it from hosiery of others. NYLONIZED, as 
used on women’s hosiery, is not used by respondent as a trademark, and 
respondent was not entitled to register the word at the time it filed its 
application. Registration No. 557,776 should therefore be canceled. 

The record shows that each of the parties to these proceedings has 
developed formulae involving type 8 nylon, made by DuPont, with emulsi- 
fying and stabilizing agents and has sold the resulting product as a firiish 
for cotton, rayon and nylon materials—either for the fibers, or for fabrics 
in the piece, or for hosiery. Respondent was the first to develop the finish- 
ing process, and it contends that it “coined and originated” the word and 
was the first to use it. 

A word which by its nature conveys a specific and correct meaning is 
not elevated to the stature of a trademark merely as a result of origination 
and first use. 

The suffix 1zz is used to form verbs, and specifically in the field of 
chemistry means to impregnate, treat or combine. Literally, NYLONIZE 
means to impregnate, treat or combine with nylon. If there had ever been 
any question as to its meaning or as to its aptness in describing respon- 
dent’s process and finish, the question has long since been resolved by 


1. Reg. No. 557,443 issued April 8, 1952. 
2. Reg. No. 557,776 issued April 15, 1952. 


_ 
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respondent’s efforts. In its booklet entitled “The ABC’s of Nylonizing”’, it 
states “NYLONIZING consists essentially in the bonding of Type 8 nylon to 
nylon woven or knit fabric while it is in the finishing bath.” In national 
consumer advertising it states, “The NYLONIzED finish is the bonding of 
type 8 nylon to nylon fabrics.” In an article in the trade periodical “Amer- 
ican Fabrics” concerning the finishing process, there appears, “* * * in the 
process now known as Nylonizing: Type Eight nylon is emulsified and made 
water-soluble ; it is applied to the after finish of nylon, becomes permanent 
in the finish bath and set, is bonded to the material during the curing 
process * * *.” In a mailing piece directed to garment manufacturers, 
respondent states, ““NyLONIzED—The new Wonder Finish, is the bonding of 
type 8 Nylon to nylon, acetate, rayon or cotton.” The same statement ap- 
pears in advertisements of respondent in Women’s Wear Daily and Daily 
News Record, The Knitter, Hosiery Industry Weekly, Hosiery and Under- 
wear Review and Lingerie Merchandising during 1952 and 1953. 

It is true that respondent’s advertising also contains the information 
that NYLONIZED is a registered trademark of respondent and permission 
must be obtained before it is used on tags, tickets or transfers, but when 
NYLON is the common name of a fiber and the common name of the principal 
ingredient of the finishing bath for treating fabrics and hosiery, and when 
that common noun is made into a verb by the addition of 1zz to describe 
a treatment with nylon, it does not assume service mark stature merely 
because it is registered and advertised as a service mark. 

NYLONIZED is the apt description for the treatment of fabrics with an 
emulsion of nylon. The fact that no other person has yet used the word 
to describe such treatment is probably the result of applicant’s claim of 
exclusive rights in the word rather than, as contended by respondent, the 
result of any claim that there may be other apt and more descriptive 
expressions. 

NYLONIZED is a word which conveys a primary meaning of treating or 
finishing in some manner with nylon, and respondent uses it to describe 
such a treatment or finish. Others than respondent who treat or finish fab- 
ries or other materials in some manner with nylon may employ with equal 
truth and equal right the same word for the same purpose. Under such 
circumstances, i.e., when a word is used in its primary sense, it cannot 
acquire a secondary meaning. 

Petitioners are damaged by respondent’s registration of NYLONIZED for 
its nylon finishing process, since the registration is likely to interfere with 
their freedom to use the word in its primary sense to describe the treatment 
of fabrics and other materials with emulsified nylon. 

The decision of the Examiner of Interferences is affirmed and registra- 
tion No. 557,443 also should be canceled. 
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EX PARTE CIRCUS FOODS, INC. 


Commissioner of Patents — August 9, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—IN GENERAL 


REGISTRATION PROCEDURE—EX PARTE REJECTION 

Registration refused for mark consisting of drawing of a clown and words 
NUTSY THE CLOWN where specimens, which showed the drawing and phrase SEE 
NUTSY THE CLOWN ON TV AND IN YOUR GROCERY STORE, did not establish trademark 
use. 

The proofs in a related proceeding having shown that applicant’s business 
involved only the packing and selling of nuts, its application for a mark allegedly 
used on nuts, peanut butter, peanut oil, candy, canned raw and popped popcorn 
and potato chips was refused. 


Application for trademark registration by Circus Foods, Inc., Serial 
No. 647,998 filed June 1, 1953. Applicant appeals from decision of Exam- 
iner of Trademarks refusing registration. Affirmed. 


Henry Gifford Hardy, of San Francisco, California, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register a drawing of a clown and 
the words NUTSY THE CLOWN for unshelled nuts and shelled salted nuts, 
peanut butter, peanut oil and for food purposes, candy, canned raw and 
popped popcorn and potato chips. Use since March 23, 1953 has been 
asserted. 

Registration has been refused on the ground that the specimens sub- 
mitted with the application fail to show trademark use of the mark pre- 
sented for registration. 

The specimens submitted are in the nature of small stickers showing 
the clown and the language, sEE NUTSY THE CLOWN ON TV AND IN YOUR 
GROCERY STORES. One of them has been stuck on a metal blank for can 
of almonds. The examiner was correct in holding that the specimens 
fail to show trademark use of the mark sought to be registered. 

Another reason for refusing registration—and one which was not 
before the examiner—is found in the cases decided concurrently herewith, 
namely Frank Herfort Canning Co., Inc. v. Circus Foods, Inc., 110 
USPQ 498, and Circus Foods, Inc. v. Frank Herfort Canning Co., Inc. 
(Circus Fruits Corporation, assignee substituted), 110 USPQ 501, in which 
testimony taken in 1954 on behalf of the present applicant shows beyond 
peradventure that applicant is engaged in packing and selling nuts, and 
that is its only business. It is not, and has not been, engaged in the busi- 
ness of making or selling peanut butter, peanut oil for food purposes, 
candy, canned raw or popped popcorn, or potato chips. Registration 
is refused on the additional ground that the representations made under 
oath in the application are false. 

The decision of the Examiner of Trademarks refusing registration 
is affirmed. 
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CIRCUS FOODS, INC. v. FRANK HERFORT CANNING CO., 
INC. (CIRCUS FRUIT CORPORATION, assignee, substituted) 


No. 31,626 — Commissioner of Patents — August 9, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—ABANDONMENT 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Opposer’s failure to object to applicant’s use of the mark even for a short 
period after learning thereof creates a presumption that opposer does not object 
to such use but only to registration of the mark; this, in addition to certain fraudu- 
lent representations of registrant creates an estoppel precluding opposer from 
objecting to the registration. 


REGISTRATION PROCEDURE—EX PARTE REJECTION 

Registration of a mark was refused where the record revealed that the applicant 
had engaged in a conspiracy with a prior user of the mark on other products 
pursuant to which the latter filed the application falsely alleging use of the mark 
on the products stated therein and then transferred the application to the applicant. 

Registration refused where it appeared that the applicant had permitted another 
to use the mark upon related goods without exercising any control over such use. 

The mark circus, used in connection with canned citrus fruit and fruit products, 
deemed likely to result in confusion with the same mark as used upon canned peas 
and corn notwithstanding consent to the registration by the party using the mark 
upon the latter products. 


Opposition proceeding by Circus Foods, Inc. v. Frank Herfort Can- 
ning Co., Inc. (Circus Fruit Corporation, assignee, substituted), applica- 
tion Serial No. 611,179 filed March 12, 1951. Both parties appeal from 
decision of Examiner of Interferences dismissing opposition but refusing 
registration. Affirmed. 


Henry Gifford Hardy, of San Francisco, California, for Circus Foods, Inc. 
Jacobi & Jacobi, of Washington, D.C., for Circus Fruit Corporation. 


LeeEps, Assistant Commissioner. 

An application has been filed by Frank Herfort Canning Co. (here- 
after called Herfort) to register circus for canned and frozen citrus juice 
and concentrates, canned and frozen sections of citrus fruits, citrus pre- 
serves, candied fruit peels, jams, jellies and marmalades made from citrus 
fruits, and fresh citrus fruits. Use since January 2, 1951 is asserted; and 
applicant set forth its ownership of a registration of circus and design 
for canned vegetables. During the pendency of the application, an instru- 
ment was executed by Herfort purporting to convey its rights in the mark 
and the application to Fred L. MacDonald (hereafter called MacDonald) 
who, in turn, executed an instrument purporting to convey his rights in 
the mark and the application to Circus Fruit Corporation (hereafter called 
Circus Fruit). 


1. Reg. No. 92,795 issued to a predecessor on July 29, 1913 and renewed twice to 
applicant. 
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Registration has been opposed by Circus Foods, Inc. (hereafter called 
Circus Foods) alleging prior use of circus on nuts, peanut butter, peanut 
oil, candy, popcorn and potato chips, and asserting ownership of regis- 
trations of circus for nuts, peanut butter, peanut oil and potato chips,? and 
popcorn,’ and of crrcUs ANIMALS for candy and chocolate.* In a companion 
ease decided concurrently herewith entitled Frank Herfort Canning Co. 
v. Circus Foods, Inc., 110 USPQ 498, it is held that Circus Foods has 
abandoned such rights as it may have acquired in the mark and registra- 
tion of circus for popcorn and cikcUs ANIMALS for candy and chocolate ; 
and it having been held in the companion case that the registration 
of circus for nuts, peanut butter, peanut oil and potato chips was obtained 
as a result of a conspiracy between Herfort, Circus Foods, and their attor- 
neys to misrepresent facts and mislead the Patent Office in obtaining the 
registration to which neither was entitled, Circus Foods may not rely on 
such registration for any purpose, either in this proceeding or otherwise. 
The registrations will therefore not be considered in arriving at a decision 
here. 

The Examiner of Interferences dismissed the opposition and refused 
registration on the ex parte grounds (1) that Herfort had not made a bona 
fide trademark use of the mark on the goods identified in the applica- 
tion; and (2) Herfort’s registration of circus canned vegetables precluded 
registration of the identical mark for canned fruit products by an assignee 
of Herfort. Both parties have appealed. 

The record shows that late in the year of 1946 Circus Foods com- 
menced using the word mark circus with an illustration of an elephant 
jumping through a hoop, both enclosed within a cartouche, on packaged 
nuts, and it has continued to use the mark since that time. It has spent 
something more than a million dollars in advertising its circus nuts since 
1947 in all modern media; and its sales exceed some 31,000,000 packages 
annually. There is no question but that opposer has a substantial business 
and goodwill symbolized by its mark. 

Circus Fruit was organized as a Florida corporation in late 1950 or 
early 1951 for the purpose of engaging in the business of processing and 
selling citrus fruit products. Prior to the organization of Circus Fruits, 
an individual named MacDonald, who became its vice-president, had a 
search made in the Patent Office to ascertain whether or not CIRCUS ADE, 
CIRCUS BRAND and CLOWN BRAND, or any similar mark, had been registered 
for citrus fruit juices. By letter dated October 9, 1949 his attorneys ad- 
vised that crmrcus was registered for canned vegetables’ and for soft 
drinks.* Negotiations were entered into between MacDonald and Herfort, 


2. Reg. No. 424,245 issued to Herfort on Sept. 24, 1946 and the subject matter of 
an instrument purporting to transfer the mark to Circus Foods. 

3. Reg. No. 360,756 issued to a predecessor on Sept. 27, 1938. 

4. Reg. No. 260,343 issued to a predecessor on May 12, 1928, renewed. 

5. Reg. No. 92,795 issued to Herfort’s predecessor and renewed to Herfort. 

6. Reg. No. 380,079 issued to Larned Sales Company on August 6, 1940. 
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through their attorneys, and on February 3, 1951, Herfort executed a 
paper called a “license agreement” under the terms of which it purported 
to “forever license, authorize and permit the said Fred L. MacDonald, his 
heirs, or assigns, to use the circus label or any derivation thereof” on the 
citrus fruit products set forth in the application here being considered. 
The consideration for the “license” was $2,500.00. 

On March 12, 1951, Herfort filed the application involved here; and 
on May 23, 1951 an instrument was executed by Herfort in favor of 
MacDonald reciting that Herfort had extended the use of its trademark 
circus to canned citrus products by applying the mark to such products 
and selling and distributing them in interstate commerce and had filed 
an application to register the mark for such products; that MacDonald was 
desirous of acquiring the mark and the application; and that for a valuable 
consideration the mark and application were assigned and transferred to 
MacDonald, “it being specifically understood and agreed that the owner- 
ship and right of use by the assignee of the mark transferred herein is 
definitely limited and restricted to the aforesaid application and to the 
goods specifically named in said application for registration, all other 
rights of ownership and use of said trademark being retained and 
reserved by said Frank Herfort Canning Co., Inc.” 

Payment of attorney’s and other fees for filing the application on 
behalf of Herfort and for preparation of the instrument purporting to 
convey certain rights to MacDonald from Herfort were made by Mac- 
Donald or Circus Fruits, or both. 

On November 12, 1951, MacDonald executed an instrument conveying 
such rights as he may have had in the mark and application to Circus 
Fruit. 

Apparently in December of 1950, but in any event prior to the filing 
of the application in March of 1951, MacDonald had some labels printed 
showing circus and the name of Herfort as distributor. Some of these 
labels were forwarded to Herfort for use as specimens to accompany 
the application, and others were sent to Herfort to be affixed to containers 
of jams, jellies, preserves, marmalades, grapefruit sections, orange juice, 
fresh fruit, and a mixture of grapefruit and orange juice which MacDonald 
sent to Herfort. Otherwise, these labels were never in use at any time. 
A copy of a “statement” dated December 22, 1950 in the record shows 
billing by Herfort to MacDonald in the amount of $7.69 for 1 doz. circus 
canned orange juice, 1 doz. circus canned grapefruit juice, 1 doz. circus 
canned blended orange and grapefruit juice, 1 doz. crrcus canned grape- 
fruit sections, 1/2 box circus fresh fruit gift box, and 6 jars circus 
tropical fruit jellies and jams. Another exhibit indicates that shipment 
was made on January 2, 1951. 

The ludicrousness of a canner in Baraboo, Wisconsin, shipping fresh 
and canned citrus products to a consignee in Saratosa, Florida, in the 
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dead of winter is outweighed only by the seriousness of the attempt by 
Herfort, Circus Fruit and their attorney to mislead the Patent Office. 

MacDonald knew from the beginning of the negotiations with Herfort 
that Circus Foods was using the circus mark on nuts, and on April 26, 
1951 he wrote to the president of Circus Foods stating in part that a 
wholesale grocer friend had told him that Circus Foods was putting out a 
very attractive package of canned peanuts, and stating that inasmuch as 
both were interested in the same brand name, he wonderd if Circus Foods 
would send him a case of canned peanuts. 

On June 5, 1951 MacDonald signed another letter, this one addressed 
to the attorney for Circus Foods, enclosing copies of labels and fresh fruits 
and jellies and preserves, and advising that it was impossible to furnish 
copies of canned citrus fruit labels because they were being lithographed 
and would not be ready for another 45 days. The letter also stated that a 
supplier had designed a very attractive label for frozen juice and concen- 
trate and that some dummy cans had been placed in the frozen foods 
box in a supermarket with other brands and buyers would select the can 
of Circus Fruit’s product over other brands. MacDonald further said. 


“As was explained to you over the phone we would like to work 
out an arrangement, if it is at all feasible to maybe, in certain terri- 
tories to distribute your product, and if practical and profitable we 
would like for you to do the same with our products. No doubt you 
will hear from Mr. Howard [associated with an advertising agency] 
in the next few weeks. We would like to have an expression from 
you as to what you think of our labels.” 


Both of the letters just referred to were written on Circus Fruit’s 
letterhead. The record shows that from receipt of the letter of April 26, 
Circus Foods knew of Circus Fruit’s use of its corporate name, of its use of 
cIRcUs as a trademark for its products, and of its claim that it derived 
its rights from Herfort in the same manner as Circus Foods claimed to 
have acquired its rights from Herfort. It appears from the record that 
the attorney for Circus Foods had telephone conversations with Mac- 
Donald both before and after the letter of June 5, 1951. So far as the 
record shows, there was never any objection by or on behalf of Circus Foods 
concerning the corporate name or trademark use of circus by Circus Fruit. 

The opposition alleges that opposer believes that it will be damaged 
from the confusion, mistake or deception which is likely to result between 
applicant’s circus citrus fruit products and its own circus nuts, peanut 
butter, peanut oil candy, popcorn and potato chips. 

Opposer’s business is the packaging and selling of nuts. It is not, 
and has never been, engaged in the packing and selling of peanut butter, 
peanut oil, candy, popcorn or potato chips, and opposer and its attorney 
were both aware of this at the time the opposition was verified and filed. 

Opposer has been familiar with applicant’s claim of rights in the word 
circus since at least April of 1951, and with its business activities in con- 
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nection with the use of circus as a trademark for fresh and prepared 
citrus fruit and fruit products, and has made no objection thereto. Op- 
poser’s failure to protect or object to applicant’s use, creates a presump- 
tion that it does not object to applicant’s useeé#ke word as a trademark, 
but objects only to registration of the word. Opposer’s act of omission, 
coupled with its acts of commission, as disclosed by the record in this case 
create an estoppel precluding it from objecting to the registration. 

The opposition is dismissed. 

Turning now to applicant’s right to register, it is clear from the rec- 
ord that Herfort and Circus Fruits and the attorney who filed the applica- 
tion and prepared the instrument purporting to convey trademark rights 
in the word circUs engaged in a conspiracy to misrepresent the facts and 
to mislead the Patent Office in an attempt to obtain a registration to 
which neither of them was entitled. Registration is refused on this ground. 

Registration is refused on the further ground that use by Circus 
Fruits of circus as a trademark for canned citrus fruit and fruit products 
is likely to cause purchasers to believe that they are additional products 
in the line of canned vegetables for which the mark is already registered. 
The purchasing public is entitled to be free from such confusion and 
mistake. 

Registration is refused on the additional ground that the record 
shows that Circus Fruit has permitted another (Sargeant’s Concentrates, 
Inc.) to use the word circus on frozen citrus juice and concentrates 
processed by such user, label such products with its own labels, and sell, 
promote and advertise such products under its own name without any 
control whatosever by Circus Fruits over the quality of the products sold 
under the mark. Such actions of Circus Fruit are highly likely to add 
further to the confusion and mistake of the public. 

The decision of the Examiner of Interferences is affirmed, but for 
the reasons herein stated. 


FRANK HERFORT CANNING CO., INC. v. 
CIRCUS FOODS, INC. 


No. 31,759 — Commissioner of Patents — August 9, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—IN GENERAL 


TRADEMARK ACT OF 1946—REGISTRABILITY—ABANDONMENT 

A registration procured through a fraudulent claim of use on the products 
stated therein is void ab initio. 

Where there is no trade in a product there is no trademark for that product 
because rights in a trademark grow out of its use on products moving in the 
channels of trade and registration is a recognition of those rights; hence, an 
assignee of a registration who did no more than make token sales every twelve or 
eighteen months was deemed to have abandoned its rights in the mark and regis- 
tration. 











Vol. 46 T. M.R. 








THE TRADEMARK REPORTER 





An application will be refused ex parte where it appears that the applicant has 

stated false dates of first use and has alleged use upon products in connection with 

which it has made no bona fide use. 

CoMMON LAW TRADEMARKS—NATURE OF RIGHTS 

A reservation of all other rights in an instrument transferring trademark rights 

as to certain products can have no effect since rights are obtained through use, 

not private agreement. The transferor’s rights extended only to those products upon 

which he had used the mark and such others as might be attributed to him as a 
result of a relationship thereto. 

TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—GOODS OF 



















DIFFERENT CLASSES 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
In an opposition involving the mark circus, the opposer having previously used 

the mark on canned peas and corn and the applicant claiming use on candy and 
popcorn, it was held that in view of applicant’s use of the same mark on nuts, 
persons familiar with such use would be more likely to attribute popcorn and candy 
to him, rather than to a seller of canned peas and corn. 















Opposition proceeding by Frank Herfort Canning Co., Inc. v. Circus 
Foods, Inc., application Serial No. 610,491 filed February 24, 1951. Both 
parties appeal from decision of Examiner of Interferences dismissing 
opposition but refusing registration. Affirmed. 







Jacobi & Jacobi, of Washington, D.C., for Frank Herfort Canning Co., Ine. 
Henry Gifford Hardy, of San Francisco, California, for Circus Foods, Ince. 






Leeps, Assistant Commissioner. 

An application was filed on February 24, 1951 by Circus Foods, Inc. 
(hereafter called Circus Foods) to register the word mark circus above 
an illustration of an elephant jumping through a hoop, both enclosed 
within a cartouche. The goods identified are unshelled nuts, shelled salted 
nuts, candy, peanut butter, peanut oil for food purposes, and canned raw 
and popped popcorn, and use since August 18, 1945 is asserted. Circus 
Foods set forth in its application ownership of a registration of circus 
ANIMALS for candy and chocolate’; of crrcus for popcorn in its natural 
state and popped popcorn’; and of circus and design for shelled nuts, 
including salted nuts, peanut butter, peanut oil for food purposes, an. 
potato chips.® 

Registration has been opposed by Frank Herfort Canning Co., Ince. 
(hereafter cailed Herfort), the registrant of circus and design for canned 


vegetables.* 


















1. Reg. No. 260,343 issued to Hawley & Hoops on Aug. 20, 1929, renewed to 
Cireus Foods, Inc. 

2. Reg. No. 360,756 issued to Hudelson Sales Corporation on Sept. 27, 1938, assign- 
ment to Circus Foods, Inc. acknowledged on Jan. 8, 1951. 

3. Reg. No. 424,245 issued to Frank Herfort Canning Co., Inc. on Sept. 24, 1946; 
assignment to Jenanyan, Hazzard and Ames (individuals) acknowledged Oct. 4, 1946; 
and assignment from the individuals to Circus Foods, Inc., acknowledged Oct. 8, 1946. 

4. Reg. No. 92,795 issued to a predecessor July 29, 1913, renewed twice to opposer 
and published by opposer in accordance with Section 12(c) on Aug. 31, 1948, 
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The Examiner of Interferences dismissed the opposition and refused 
registration on the grounds that applicant has not commercially used the 
mark presented for registration on any of the products except nuts, and 
that the purported assignments of the three registrations claimed to be 
owned by applicant were invalid. Both opposer and applicant have 
appealed. 

The record shows that Circus Foods was incorporated in California 
on September 19, 1945 for the purpose of engaging in “food processing.” 
After a preliminary search, the word circus was selected as its trademark 
for its products, and on August 30, 1945 it filed an application® to register 
circus for salted nuts and coated candy. Registration was refused on the 
ground of likelihood of confusion with four prior registrations of circus 
in one form or another for various food items. (This application was 
ultimately abandoned.) 

Although Circus Foods was not yet ready to engage in business, 
having encountered difficulties in obtaining machinery and a plant, in 
order to make it possible to be prepared for operation in 1946, it contracted 
in November of 1945 for about fifty carloads of peanuts. Meanwhile, 
having been refused registration on the basis of conflict with previously 
registered marks, Circus Foods sought to acquire such marks and their 
registrations. 

Cireus Foods first communicated with Herfort to try to obtain the 
rights existing in circus for canned vegetables. After learning that Herfort 
was not interested in selling its rights in the mark as used on canned corn 
and canned peas—the only items on which it had used the mark for at 
least twenty years—Circus Foods worked out with Herfort, through 
their respective attorneys,® an arrangement hereinafter delineated. 

Circus Foods had labels made showing the same mark which Herfort 
had registered for canned vegetables and showing Herfort’s name as 
seller, affixed the labels to containers of shelled nuts, peanut butter, peanut 
oil and potato chips, and forwarded the containers so packed and labeled 
to Herfort. Circus Foods then placed an order for the products which 
it had sent to Herfort; Herfort shipped the products to Circus Foods; 
and Cireus Foods paid Herfort for them. 

Meanwhile, at Herfort’s request, Circus Foods’ attorney had engaged 
Herfort’s attorney to file an application to register the circus mark for 
the food products so shipped. The application was prepared by the attor- 
ney for Circus Foods and forwarded to the attorney for Herfort, and on 
May 2, 1946 the application was filed on behalf of Herfort by its attorney. 
The registration issued on September 24, 1946. 

On October 4, 1946, Herfort executed an instrument reciting that it 
had expanded use of its circus mark to nuts, peanut butter, peanut oil 
and potato chips and had filed an application to register the mark for 


5. Ser. No. 487,776. 
6. The attorneys are representing the respective parties to this proceeding. 
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those products (the registration had issued at the time of execution of 
the instrument, but for some reason, the application, rather than the reg- 
istration, was identified in the instrument) ; three individuals named Jenan- 
yan, Hazzard and Ames, respectively, were desirous of acquiring the 
mark for use on such products, and the application to register; and that 
Herfort, for a valuable consideration, did sell, assign and transfer to said 
Jenanyan, Hazzard and Ames, the mark and application, but only in con- 
nection with the goods recited in the application, it being specifically under- 
stood and agreed that ownership and right of use by the assignee is “defi- 
nitely limited and restricted to the aforesaid application and to the goods 
specifically named in said application,” all other rights of ownership and 
use of the mark being “retained and reserved” by Herfort. The instru- 
ment was originally prepared by the attorney for Circus Foods and was 
revised and rewritten by the attorney for Herfort. Upon execution of the 
instrument, Circus Foods paid Herfort $2,500.00. 

It will be noted that the purported assignees under the instrument 
were three individuals. Four days after execution of the instrument, on 
October 8, 1946, the individuals executed an instrument conveying such 
rights as they had obtained to Circus Foods. 

It was not until August of 1946, that Circus Foods commenced busi- 
ness operations, advertising and selling nuts under the circus mark sought 
here to be registered; and it did not really get under way with its mer- 
chandising program until 1947. 

From the foregoing, it is clearly apparent that Herfort did not ex- 
pand its business to include the food products recited in the application 
which it filed ; it made no bona fide sales under the mark; it evidently had 
no intention of using the mark on such products; and both parties and 
their attorneys were fully aware of these facts. The application which 
matured into Reg. No. 424,245, and the instruments purporting to trans- 
fer the mark and its registration are void ab initio, being the result of a 
conspiracy on behalf of the parties and their attorneys to misrepresent 
the facts and to mislead the Patent Office, thereby obtaining a registra- 
tion to which neither party was entitled. 

Circus Foods obtained from the registrants instruments purporting 
to transfer two other registrations,’ i.e., clrcus for popcorn and circus 
antmaus for candy and chocolate. Whether these instruments actually 
transferred any existing rights or not is immaterial to this proceeding, 
since the record shows that Circus Foods is engaged in the business of 
packing nuts, and that is its only business. There has been no bona fide 
commercial trade established at any time by Circus Foods in candy, 
peanut butter, peanut oil or popcorn. According to the testimony of 
Circus Foods’ president, he thinks they shipped candy and chocolate under 
the CIRCUS ANIMALS mark and popcorn under the circus mark about once 


7. The fourth registration cited by the Examiner of Trademarks was found to 
be abandoned. 
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a year or year and a half—“whatever was required by law, Mr. Hardy 
would call us and tell us it’s time to make those shipments, and we would 
make those shipments.” He further testified that his company intended, 
when it became large enough, to add items other than nuts to its circus 
line. A trademark is a mark used in trade to identify and distinguish 
one’s goods. It is axiomatic that where there is no trade in a product 
under a given mark, there is no trademark for that product. Rights in a 
trademark grow out of its use on products moving in the channels of 
trade; and registration is recognition of those rights. In the absence of 
use in trade, there is no right to register. The record requires a finding 
that Cireus Foods has abandoned as a result of nonuse such rights as it 
may have acquired in these marks and registrations. 


It is clear from the record that Circus Foods has a substantial nut 
business and enjoys a substantial goodwill symbolized by the mark pre- 
sented here for registration. It is not entitled to registration on the pres- 
ent application, however, because (1) it has alleged false dates of first 
use on unshelled nuts and shelled salted nuts, and (2) since it has not yet 
engaged in the business of manufacturing or selling candy, peanut butter, 
peanut oil and popcorn and has therefore not made bona fide use of the 
mark to identify these products and distinguish them from those of others, 
its representations in its application of use on such products are not sup- 
ported by the facts. Furthermore, in the event an application to register 
the mark for shelled nuts and nuts in the shell is hereafter filed by Circus 
Foods, a showing will be required to establish that such application is 
free of the conspiracy above mentioned. 


With regard to Herfort’s opposition,’ the record supports a finding 
that the instrument executed by it under the conspiracy above mentioned 
creates an estoppel against any right it may have had to object to registra- 
tion of the mark by Circus Foods for nuts, peanut butter, peanut oil and 
potato chips. 


This leaves only the question of likelihood of confusion between 
cIRcUS candy and popcorn and circUs canned peas and corn. Having 
substantially limited use of its mark to canned corn and canned peas 
over the entire period of some forty-five years, it may be presumed that 
opposer’s use will continue to be so limited in the future. Popcorn and 
eandy are considered to be a more normal expansion of the business of 
a seller of nuts than of the business of a canner of peas and corn. It is 
therefore concluded that persons familiar with crrcus nuts would be more 


8. It is observed that some nine months after this opposition was filed, opposer’s 
attorney filed a petition on behalf of Ringling Bros. and Barnum & Bailey Combined 
Shows, Inc. against Cireus Foods seeking cancelation of the registration which he had 
obtained on behalf of Herfort and in connection with which he had prepared an instru- 
ment purporting to convey Herfort’s rights to Circus Foods. Such action raises a serious 
question of ethics which will not be discussed here, particularly since the petition was 
dismissed with prejudice. 
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likely to attribute the source of candy and popcorn marketed under the 
same mark to the nut merchant than to the canner of corn and peas. 

Herfort’s recitation in an instrument that all other rights of ownership 
and use of the mark were “retained and reserved” to itself does not create 
any rights which had not been acquired through use. Herfort’s rights 
extend no farther than to those products on which it has used the mark 
and those products which might be attributed to it as a result of the rela- 
tionship of such other products to canned peas and canned corn. Candy 
and popcorn do not bear any such relationship to canned peas and corn as 
to give opposer any standing to assert that Circus Foods has no rights 
in circus for candy and popcorn because such rights were “retained and 
reserved” by Herfort. It is true that Circus Foods has no registrable rights 
in the mark for those goods, but it is because there has been no use of the 
mark on or in connection with such goods—and not because Herfort has 
any rights in the mark for candy and popcorn. 

The opposition is dismissed. 

The decision of the Examiner of Interferences is affirmed in the 
opposition and in the ex parte refusal to register, but for the reasons 
herein stated. 





E. L. BRUCE COMPANY v. GORDON CHEMICAL CO., INC. 
No. 32,769 — Commissioner of Patents — August 10, 1956 


TRADEMARK AoT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
In an opposition involving applicant’s mark consisting of the words TERMI-TOX 
displayed over a drawing of a termite, used on a wood preservative for preventing 
rot, fungi, and other wood degrading organisms, and registrant’s TERMINIX exten- 
sively used in the advertising and sale of insecticides, the similarities between the 
marks in sound, appearance and significance was found likely to result in confusion. 
REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 
Notwithstanding its alleged use for twelve years prior to the date of applica- 
tion, applicant’s defense of laches was denied where opposer was not shown to have 
had knowledge thereof and such use was not so substantial as to charge it with 
knowledge. 


Opposition proceeding by EZ. L. Bruce Company v. Gordon Chemical 
Co., Inc., application Serial No. 620,503 filed October 26, 1951. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Albert H. Kirchner, of Washington, D.C., for opposer-appellee. 
Fishburn & Mollendore, of Kansas City, Mo., for applicant-appellant. 


Leeps, Assistant Commissioner. 
An application has been filed to register TERMI-TOx, displayed on an 
illustration of a termite in a horizontal position, for a liquid wood 
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preservative for preventing rot, fungi, and other wood degrading organ- 
isms, and for the extermination and prevention of termites and other 
insects. Use since August 1, 1939 has been asserted. 

Registration has been opposed by the registrant of TeRMINIx for 
insecticides.* 


The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that in 1927 opposer commenced experimenting on 
chemicals for extermination and control of termites, particularly in build- 
ing structures, and in 1928 it first marketed a product under the trade- 
mark TERMINIX, through the means of having its employees apply the 
product under contract with the occupants of building structures. About 
1930 opposer’s distribution of the product under the TERMINIX mark was 
enlarged through what opposer terms “licensees,” but which are, in fact, 
persons authorized by contract with opposer to perform the service of 
applying opposer’s TERMINIX which they buy from opposer—apparently 
applying it in accordance with recommendations of opposer. There are 
presently authorized service agents in forty-four States. 

Opposer’s business of selling TERMINIX has grown from approximately 
$25,000 gross sales in 1928 to approximately $6,000,000 gross sales in 
1953. Since 1936, opposer has advertised its product in nationally cir- 
culated magazines, such as Better Homes and Gardens, American Home, 
House Beautiful, Saturday Evening Post, Time and National Geographic. 
In addition to the national advertising done by opposer, its independent 
authorized service agencies also advertise locally the product under the 
TERMINIX mark, together with the services offered by them. 

_ Opposer has had an authorized service agency in Kansas City, Mis- 
souri, where applicant’s business is located, for some fifteen years, and 
the present president of applicant is familiar with the operation of op- 
poser’s Kansas City authorized service agent. 

According to applicant’s record, a predecessor in 1917 commenced 
making and selling a product for killing poultry mites, a wood preserva- 
tive, herbicides and fly sprays. The witness who operated applicant’s 
predecessor business testified that to the best of his recollection, he 
adopted TERMI-TOX in connection with a product for killing termites some- 
where around 1939. There are some exhibits in the record identified as 
the witness’ “work” which are sketches of advertisements, but they are 
unidentified as to date, and there is no indication that any of the advertise- 
ments appeared anywhere. Another exhibit identified by the witness has 
a date of December 27, 1940, and is a draft of a sales introductory letter, 
but there is no indication that such a letter was ever sent to anyone. 

There are copies of some thirty-three sales slips which indicate that 
small amounts of TERMI-TOX may have been sold in 1945 to purchasers 


1. Reg. No. 290,733 issued January 12, 1932, renewed and published in accordance 
with Sec. 12(c) on May 27, 1952. 
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located in Kansas, Illinois, Missouri, Oklahoma and Arkansas; but there 
is no price list showing the word TERMI-TOxX which antedates March 1, 
1949. The only other evidence of sales of TERMI-TOx is dated 1951-2-3. 

The individual who operated applicant’s predecessor business testi- 
fied concerning his advertising expenditures for TERMI-Tox from 1939 to 
1951 as follows: 


“T should say at least several thousand dollars a year during that 
period, and if the expense of salesmen, the time they put on personal 
selling of that thing, it would run up to possibly two or three thousand 
dollars a year more.” 


It is clear that whatever advertising may have been done by appli- 
cant’s predecessor was nothing more than circulars, letters or bulletins 
sent to lumber yards and hardware people. 

On May 26, 1951, applicant’s predecessor sold his business to two 
individuals named Stephany and Bunting who were to take possession on 
June 30, 1951; and on July 1, 1951 Stephany and Bunting formed a 
corporation which commenced operating the business on the latter date. 
In the bill of sale it was stated, “Seller has manufactured and distributed 
certain products under the name of TERMITOX [spelled as a single word] 
*** and it is agreed that any and all rights which Seller has in con- 
nection with the manufacture and distribution of the foregoing products, 
and the use of the foregoing names are hereby sold to the Buyers herein 
as a part of this sale.” The consideration for the purchase of goodwill, 
trademarks, patent rights, office furniture and fixtures, warehouse equip- 
ment, stationery, labels, forms and supplies was $7,362.50. 

On February 14, 1949 applicant’s predecessor first obtained registra- 
tion of TERMI-TOXx labels from the Department of Agriculture in accord- 
ance with the Economic Poisons Act of 1947, and on March 29, 1949, he 
submitted revised labels which were accepted for registration on March 
31, 1949. 

Since 1951 applicant has spent an average of about $3,000 each year 
in advertising TERMI-TOX, and sales ranged between thirty and thirty- 
five thousand gallons in each of the years 1952 and 1953. Only recently 
has it commenced advertising in the Kansas City Star, the Weekly Star 
Farmer, and Retail Lumberman. Previously, applicant advertised only by 
customer mailings. 

On the question of likelihood of confusion, mistake or deception of 
purchasers between TERMI-TOX termite killer and TERMINIX termite killer, 
the marks look and sound a great deal alike, and, when applied to the 
products of the parties, they have the same suggestive significance. Under 
such circumstances, confusion, mistake or deception of purchasers is be- 
lieved to be likely, and damage to opposer will therefore be presumed. 

Applicant has affirmatively defended on the ground of estoppel by 
laches and acquiescence. Its proofs fall far short of supporting such a 
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defense. There is nothing in the record which indicates that opposer ever 
knew of any use of TERMI-TOx by applicant or its predecessor, nor is there 
anything in the way of advertising or other promotion by applicant’s pre- 
decessor from which it can be assumed that opposer might reasonably be 
expected to have known of their activities. There is nothing to show a 
growing or even a continuing business under the TERMI-TOX mark. The 
defense cannot be sustained on the record. 
The decision of the Examiner of Interferences is affirmed. 


BELDING HEMINWAY COMPANY, INC. v. 
PURITAN PIECE DYE WORKS 


No. 33014 — Commissioner of Patents — August 15, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

Applicant seeks to register drawing of a kitten’s head above compound word 
PuR-NGORA for fabrics—viscose, acetate rayon, cotton, silk and spun saran. 

Opposer is registrant of a number of registrations of drawing of a kitten’s 
head or a kitten in various positions with spool of thread with and without word 
mark CORTICELLI or GATITO for embroidery thread of cotton, silk and synthetic 
fibers. Opposer, and his predecessor have used mark for over a hundred years and 
for over sixty years on piece goods and have spent over one million dollars on 
advertising. Use of picture of kitten’s head by opposer as trademark in connection 
with goods cited was entirely arbitrary and applicants had no reason to adopt 
similar design unless there was deliberate intent to obtain advantage from opposer’s 
trade. 

PUR-NGORA is misspelling of “pure angora” and its use in connection with the 
kitten’s head design does not aid applicant and is deceptively misdescriptive. Oppo- 
sition is sustained. 


Opposition proceeding by Belding Heminway Company, Inc. v. 
Puritan Piece Dye Works, application Serial No. 624,154 filed Jan. 26, 
1952. Applicant appeals from decision of Examiner of Interferences sus- 
taining opposition. Affirmed. 


Munn, Liddy, Nathanson & March, of New York, N.Y., for opposer-appellee. 
Robert F. Beck, of Paterson, New Jersey, and Joseph Montgomery, of 
New York, N.Y., for applicant-appellant. 


Leeps, Assistant Commissioner. 

An application has been filed to register a drawing of a kitten’s head 
above the compound word Pur-NGorA, for fabrics—viscose and acetate 
rayon, nylon, wool, cotton, silk and spun saran. Use since September 
15, 1951 is asserted. 

Registration has been opposed by the registrant of a number of regis- 
trations showing a drawing of a kitten’s head, or a kitten in sundry posi- 
tions and poses, with a spool of thread (usually the spool of thread is 
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hanging from its mouth, but sometimes it is being played with and un- 
wound by the kitten), both with and without the word mark CORTICELLI 
or GATITO.1 Opposer also owns a registration of the word mark SLIM KITTEN 
which was acquired by assignment.? The goods in the registrations are 
embroidery thread; sewing thread of cotton, silk, rayon and synthetic 
fiber ; cotton and silk, cotton, silk and wool, and rayon and synthetic piece 
goods; hosiery; children’s underwear; women’s and misses’ underwear; 
and lingerie. 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. The record consists of the pleadings, copies of opposer’s 
registrations, a stipulation of facts on behalf of both parties, applicant’s 
application, copies of the files of three of opposer’s registrations, and copies 
of a number of third party registrations showing drawings of kittens 
or cats. 

According to the stipulation, opposer and its predecessors have con- 
tinuously used the marks shown in its registrations on the identified goods 
since the dates set forth therein; opposer’s goods bearing the marks have 
been extensively advertised over a long period of time; well over a million 
dollars have been spent in advertising; applicant has used the mark pre- 
sented for registration since September 15, 1951; and applicant has spent 
some twenty-five thousand dollars in advertising its fabrics under the mark. 

It thus appears that opposer and its predecessor, The Nonotuck Silk 
Company, have used the kitten head with corTICELLI mark on sewing and 
embroidery thread for more than a hundred years—since 1855; and they 
have used the mark on piece goods of silk, cotton and silk, and silk and 
wool for more than sixty years—since 1893. As a result of such long 
use and advertising which, considering the nature of the products, has 
been quite substantial, opposer’s mark featuring the kitten’s head is well 
known. The kitten’s head is a distinctive and dominating part of op- 
poser’s mark. 





1. Reg. No. 40,089—Kitten’s head with CoRTICELLI, issued Apr. 14, 1903 to a 
predecessor, renewed the second time to opposer; Reg. No. 50,194—Kitten’s head with 
CORTICELLI, issued Mar. 6, 1906 to a predecessor, renewed a second time to opposer; 
Reg. No. 149,712——Kitten’s head with CoRTICELLI, issued Dec. 20, 1921 to a predecessor, 
renewed to opposer; Reg. No. 177,924—Kitten’s head with corTICELLI, issued Jan. 1, 
1924 to a predecessor, renewed to opposer; Reg. No. 191,117—Kitten’s head with GatiTo, 
issued Nov. 4, 1924 to a predecessor, renewed to opposer; Reg. No. 225,456—Kitten 
playing with a spool of thread, issued Mar. 22, 1927 to a predecessor, renewed to 
opposer; Reg. No. 371,563—corTICELLI with kitten’s head, issued Sept. 26, 1939; Reg. 
No. 371,850—Line drawing of a kitten with an unwinding spool of thread, issued Oct. 
10, 1939; Reg. No. 371,306—Line drawing of a kitten with an unwinding spool of 
thread, issued Sept. 19, 1939; Reg. No. 391,521—Kitten’s head with CorRTICELLI, both 
within a circle, issued Nov. 11, 1941; Reg. No. 392,533—Kitten’s head, issued Dec. 30, 
1941; Reg. No. 397,806—Kitten sitting on its haunches playing with a spool of thread, 
issued Sept. 22, 1942; Reg. No. 398,288—Kitten sitting on its haunches playing with 
an unwinding spool of thread, issued Oct. 20, 1942; Reg. No. 434,365—corTICELLI and 
line drawing of kitten with spool of thread, issued Nov. 18, 1947; Reg. No. 434,366— 
Line drawing of kitten with spool of thread and CoRTICELLI, issued Nov. 18, 1947. 

2. Reg. No. 432,354 issued on Sept. 2, 1947. 
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About ninety-seven years after opposer commenced using its kit- 
ten’s head mark on thread, and some fifty-nine years after it had com- 
menced using its mark on fabrics, applicant adopted a kitten’s head as 
the distinctive and dominating part of the mark which it seeks here to 
register. 

It seems obvious that the drawing or picture of a kitten’s head is 
entirely arbitrary when used as a trademark for fabrics or thread. The 
language of the Court in Miles Shoes Incorporated v. R. H. Macy & Co., Inc., 
95 USPQ 170 (42 TMR 911) (C.A. 2, 1954), is apropos here. Why ap- 
plicant should have chosen a mark which had long been employed by op- 
poser and had become known to the trade instead of adopting some other 
means of identifying its goods is hard to see unless there was a deliberate 
purpose to obtain some advantage from the trade opposer had built up. 

In Belding Heminway Company v. E. P. Reed & Co., 36 USPQ 298, 
299 (28 TMR 146) (Com’r., 1938), where the present opposer’s marks 
were involved, the Commissioner observed that “The average purchaser 
does not remember the details of trademarks, nor is he required to do so 
* * * | His impression of either mark [applicant’s or opposer’s] may be 
merely the head of a kitten, in which case confusion or mistake seems 
reasonably likely to occur.” The observation is applicable here. The cir- 
eumstances of this case make applicable the following language of Judge 
Learned Hand in American Chicle Co. v. Topps Chewing Gum, Inc., 
99 USPQ 362, 365 (44 TMR 414) (C.A. 2, 1953): “ * * * we feel bound 
to compel him [applicant] to exercise his ingenuity in quarters further 
afield.” 

Applicant is not aided by using the compound word purR-NeorA with 
the kitten’s head. The word portion of the mark is merely a misspelling of 
“pure angora” which is, when applied to the goods, deceptively misde- 
scriptive at best—and may well be deceptive within the meaning of Sec- 
tion 2(a). In view of the conclusion reached in the opposition proceeding, 
however, it is not necessary to make a finding in connection with this 
question. 

The opposition is sustained; and the decision of the Examiner of 
Interferences is affirmed. 
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HANS HOLTERBOSCH, INC. v. RHEINGAUER SCHAUM- 
WEINFABRIK SCHIERSTEIN (ATTORNEY GENERAL OF 
UNITED STATES, substituted SOHNLEIN RHEINGOLD 
KOMMANDITGESELLSCHAFT, transferee, 
substituted ) 


No. 5908 — Commissioner of Patents — August 15, 1956 









CANCELLATION PROCEDURE—IN GENERAL 
CANCELLATION PROCEDURE—EVIDENCE 

Petitioner, user of mark RHEINGOLD on May and still wines seeks to cancel 
registration of RHEINGOLD for champagne wines issued under 1881 Act, renewed 
twice under Act of 1905 and once under Act of 1946. 

Records show that petitioner imported a small quantity of May wine bearing 
RHEINGOLD labels in 1951 or 1952 and made shipments in interstate commerce appar- 
ently in attempt to establish standing to file petition for cancellation, and that 
RHEINGOLD mark was selected to take advantage of advertising of RHEINGOLD beers 
in this country. Mark has not been used by petitioner since two shipments in 1952. 
Petitioner failed to show facts from which presumption of damages arises as 

result of respondent’s registration, and petition is dismissed. 
















Cancellation proceeding by Hans Holterbosch, Inc. v. Rheingauer 
Schaumweinfabrik Schierstein (Attorney General of United States, substi- 
tuted ; Sohnlein Rheingold Kommanditgesellschaft, transferee, substituted), 
Registration No. 12,355 issued June 30, 1885, and renewed. Both parties 
appeal from decision of Examiner of Interferences dismissing petition, 
but canceling registration. Affirmed as to dismissal of petition, but 
reversed as to cancellation. 


Richards & Geier, of New York, N.Y., for petitioner. 
C. P. Goepel, of New York, N.Y., for respondent. 


















Leeps, Assistant Commissioner. 

A petition has been filed to cancel the registration of RHEINGOLD 
issued to a German registrant on June 30, 1885 for champagne-wines.' 
Petitioner alleges that respondent has long since abandoned use of its 
mark in commerce, and, that petitioner is using RHEINGOLD on May wines 
and still wines and is damaged by the registration. 

The Examiner of Interferences dismissed the petition on the ground 
that petitioner had established no rights in RHEINGOLD ; but he recommended 
cancellation of the registration on the ground that respondent had failed 
to show excusable nonuse, citing Mackie-Lovejoy v. Birnbaum, 102 USPQ 
38 (44 TMR 1223) (Com’r., 1954). 

Both parties have appealed. 

At the outset it should be pointed out that in the Mackie-Lovejoy 
case cited by the Examiner of Interferences, a registration under the Act 

















1. Reg. No. 12,355. The registration has been renewed three times. 
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of 1920 was involved, and it was found that respondent did not own the 
mark and was therefore not entitled to register it at the time it filed its 
application to register. When it is found, after a hearing in connection with 
a cancellation proceeding involving a registration under the Act of 1920 
or on the Supplemental Register, that the registhant was not entitled to 
the exclusive use of the mark at or since the date of his application for 
registration thereof,? or the registrant was not entitled to register the 
mark at the time of his application for registration thereof,’ the Commis- 
sioner shall cancel the registration. The registration involved in the present 
case is a registration issued under the Act of 1881, and renewed twice 
under the Act of 1905, and once under the Act of 1946. The Mackie-Lovejoy 
ease is not authority for canceling such a registration in the absence of a 
showing of facts from which damage to a petitioner can be presumed. 

As well as can be determined from the testimony of Hans Holterbosch, 
who apparently is the moving spirit of petitioner, he visited the place 
of business of respondent in Germany in 1946 and again in 1950 or 1951 
and was thoroughly familiar with use of the name SOHNLEIN RHEINGOLD 
and with the use of RHEINGOLD as a mark for champagne. He testified that 
respondent tried to persuade him to become its importer in the United 
States, but he was not interested in champagne. The witness testified that 
he had known of respondent’s use of RHEINGOLD for years in Germany, 
and that when the advertising of RHEINGOLD beer became so tremendous 
in this country, he thought RHEINGOLD would be a good name for wine in 
the United States, especially for the State of New York. 

Sometime in 1951 or 1952 petitioner had some labels printed in Ger- 
many, submitted copies for approval of the Alcohol Tax Unit of the 
Bureau of Internal Revenue and had some put on bottles of Liebfraumilch 
and May wines by Espenschied-HeuB in Germany. In late 1951 or early 
1952, petitioner imported a small quantity of wine bearing these labels— 
apparently a total of eight and one-half or nine gallons—and shipped some 
of the bottles so labeled to a wholesaler in Milwaukee and others to a 
wholesaler in Jersey City in March and April, respectively, of 1952. So 
far as the record shows, that is the extent of petitioner’s use of the mark. 
When respondent’s attorney, on cross-examination, asked petitioner’s 
witness to state the quantities of wine so labeled which petitioner had 
imported from the German vintner, its attorney made the following 
objection : 

“T object to this question, and I direct the witness not to answer 
it, for the reason that it is improper, immaterial. It has nothing to 
do with the present proceedings, and it might be most detrimental to 
the witness, for the reason that it might be used to the damage of 
his business as an importer of wines. 


“The witness has testified, and in my opinion sufficiently proved, 
that he has used the trademark RHEINGOLD on wines in interstate com- 


2. Sec. 2 of Act of 1920. 
3. Sec. 24 of Act of 1946. 
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merce. The amount of business which the witness has done is im- 
material to the present proceedings, and in the absence of any con- 
vineing reasons set forth by the opposing counsel, the divulging of 
this information might be very detrimental to the witness’ business. 
I therefore direct the witness not to answer.” 


At a later point in the cross-examination respondent’s attorney again tried 
to obtain information concerning importations under the mark, and peti- 
tioner’s counsel stated : 


“T object to that question as irrelevant and immaterial and im- 
proper * * * . And as having nothing to do with the subject matter 
of the present examination, and for the further reason that it might 
be most detrimental to the petitioner to have his business and par- 
ticularly his trade secrets revealed in this manner. 

“And I hereby instruct the petitioner not to answer questions 
pertaining to the extent or amount of the imports. Petitioner has testi- 
fied that he has imported some merchandise under the RHEINGOLD 
labels, and he has testified that he sold that merchandise in the 


United States. 
“T submit that that is sufficient, and in the absence of a ruling by 


the Commissioner of Patents, I will not permit this petitioner to 
testify as to the amount of his business.” 


From the record it is presumed that no more was imported, and there 
is no showing that the wine bearing the RHEINGOLD label was ever ordered 
by the persons to whom the eight or nine gallons were shipped. Peti- 
tioner’s witness testified that petitioner had none on hand and it had not 
advertised wine under the mark because it did not have it to sell. In 
other words, petitioner has no trade under the mark and has not used it 
since the two shipments in 1952. 

It is clearly apparent that petitioner imported and shipped a few 
gallons of wine labeled RHEINGOLD merely in an attempt to establish a 
standing to file this petition to cancel. Its adoption of the mark under 
the circumstances present here, however, cannot be held to have been in 
good faith. The record demonstrates an effort by petitioner to appropriate 
a German wine trademark with which its management was thoroughly 
familiar, and then to have a free ride on the “tremendous advertising,” 
as the witness stated, of the brewers of RHEINGOLD beer. Such behavior 
is not countenanced by the Patent Office tribunals. 

Petitioner has failed to show any facts from which a presumption of 
damage to it arises as a result of respondent’s registration. The peti- 
tion is therefore dismissed. 

The decision of the Examiner of Interferences is affirmed as to dis- 
missal of the petition; but since petitioner cannot prevail, there is no 
authority for canceling respondent’s registration. The decision recom- 
mending cancellation is therefore reversed. 
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LEVER BROTHERS COMPANY v. VERDURIN COMPANY 
No. 32847 — Commissioner of Patents — August 15, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Applicant seeks to register PHYLLODENT for tooth paste and mouth wash and 
registration is opposed by owner of PEPSODENT used on dentifrices and more re- 
cently on tooth brushes and CHLORODENT for same goods. 

Since PEPSODENT and CHLORODENT have common origin it can be concluded that 
purchasers upon seeing PHYLLODENT are likely to associate it with opposer’s products 
causing damage to opposer. Opposition, therefore, is sustained and registration 
refused. 


Opposition proceeding by Lever Brothers Company v. Verdurin 
Company, application Serial No. 627,475 filed April 2, 1952. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Reversed. 


Spencer A. Studwell, of New York, N. Y., for opposer-appellant. 
Raymond J. Norton, of Washington, D. C., for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register PHYLLODENT for tooth paste, 
tooth powder and mouth wash, use since March 19, 1952 having been 
asserted. 

Registration has been opposed by the registrant of pEPsoDENT for denti- 
frices and antiseptics.’ 

The Examiner of Interferences dismissed the opposition, and op- 
poser has appealed. Only the opposer filed a brief or appeared for argu- 
ment on appeal. 

Opposer’s record shows that opposer and its predecessors have used 
the trademark PEPSODENT on dentifrices since 1915, and on antiseptics 
since 1931. Since 1941 the mark has been used on toothbrushes. Opposer 
presently markets white tooth paste, chlorophyll tooth paste, regular tooth 
powder, ammoniated tooth powder, antiseptics, and toothbrushes under 
the mark. Opposer also sells tooth paste and powder under the mark, 
CHLORODENT. Distribution is nationwide, and sales are made in the terri- 
tories of the United States and in numerous foreign countries. Sales 
under the PEPSODENT mark have exceeded $277,000,000; and advertising 
expenditures in connection with goods bearing the mark have exceeded 
$96,000,000, through all modern advertising media. 


1. Reg. No. 110,079, issued to a predecessor on May 2, 1916, renewed to another 
predecessor; Reg. No. 268,696, issued to a predecessor on Mar. 18, 1930, renewed to 
opposer; Reg. No. 283,088, issued to a predecessor on May 19, 1931, renewed to opposer; 
Reg. No. 291,419, issued to a predecessor on Feb. 9, 1932, renewed to opposer; Reg. 
No. 293,898, issued to a predecessor on May 10, 1932, renewed to opposer; Reg. No. 
382,336, issued to a predecessor on Oct. 22, 1940; Reg. No. 398,730, issued to a prede- 
cessor on Nov. 17, 1942; and Reg. No. 398,731, issued to a predecessor on Nov. 17, 1942. 
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Applicant’s record consists of its application. 

It is common knowledge that in recent years many manufacturers of 
dentifrices have added chlorophyll as an ingredient of tooth pastes; and 
the record shows that opposer is no exception. It also shows that op- 
poser uses the mark CHLORODENT for some of its tooth paste, and it uses 
PEPSODENT on some of its chlorophyll tooth paste. 

The specimens submitted with applicant’s application indicate that 
it uses PHYLLODENT on chlorophyll tooth paste. 

Since PEPSODENT and CHLORODENT dentifrices have a common origin, 
it is reasonable to conclude that purchasers, upon seeing PHYLLODENT den- 
trifice on the market, are likely to associate it with opposer and its 
PEPSODENT and CHLORODENT dentifrices and to assume that it is another 
product put on the market by opposer. Confusion, as contemplated by 
the statute, is likely, under such circumstances, to occur, with resultant 
damage to opposer. 

The opposition is sustained, registration is refused, and the decision 
of the Examiner of Interferences is reversed. 



















THE PROCTER & GAMBLE COMPANY v. CHAS. W. YOUNG 
& CO. (YOUNG, doing business as UNITED STATES 
SOAP MANUFACTURING, assignee, substituted) 


No. 4876 — Commissioner of Patents — August 15, 1956 








CANCELLATION PR@CEDURE—EVIDENCE 
TRADEMARK ACT OF 1946—REGISTRABILITY—TITLE 
Application to register PEARL for white floating soap used for about 70 years 
refused by Examiner of Interferences on ground of likelihood of confusion with 
registered marks PEARL and PEARL BORAX SOAP for laundry soap and powdered 
soap used since about 1891, but there is no documentary evidence that mark was 
used between 1922 and 1947 although the trademarks were the subjects of a series 
of assignments during this period. In 1950 bankruptcy proceeding petitioners 
asserted the mark PEARL was valueless. Ownership of marks rested in trustee by 
operation of law upon filing of petition and did not remain with petitioners. 
Registrant’s use had been sporadic and its rights stem only from possible use 
after bankruptcy discharge. Applicant is entitled to registration and opposer’s 
registrations should be canceled. 
















Interference proceeding between The Procter & Gamble Company, 
application, Serial No. 527,666 filed July 5, 1947 and Chas. W. Young & 
Co. (G. B. Young, doing business as United States Soap Manufacturing, 
assignee, substituted), Registration No. 57,258, issued November 6, 1906. 
Applicant appeals from decision of Examiner of Interferences for regis- 


trant. Reversed. 









Allen & Allen, of Cincinnati, Ohio, for applicant-appellant. 
G. B. Young, pro se. 
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Leeps, Assistant Commissioner. 


An application has been filed by The Procter & Gamble Company to 
register PEARL for white floating bar soap, use since January 2, 1884 
having been asserted. Registration was refused on the ground of likeli- 
hood of confusion with the registered marks PEARL’ and PEARL BORAX SOAP* 
for laundry soap, and laundry soap and powdered soap, respectively, is- 
sued to Chas. W. Young & Co. 

Upon applicant’s request, an interference was instituted between the 
application and the registrations. 

The Examiner of Interferences found in favor of the record title 
holder of the registrations and refused registration to applicant. Applicant 
has appealed. 

Applicant’s record shows that prior to the turn of the century The 
Globe Soap Company manufactured soap and soap products in Cincinnati 
and sold them under numerous trademarks including GRANDMA’s, IVES 
FAMILY, and PEARL. It continued to use these and other marks on its 
products until May 1, 1948 when all of the assets of The Globe Soap Com- 
pany were purchased by The Procter & Gamble Company. 

Since 1928, applicant has manufactured a white floating soap and sold 
it under the marks PEARL and OVAL PEARL, and although the sales during 
a few years were not substantial, the record shows continuous use of the 
mark in applicant’s soap trade from 1928 to 1953 when testimony was taken. 

Registrant’s business operated as a family business partnership from 
1891 or 1892 to 1929 when the business was incorporated. Ancient docu- 
mentary records indicate that registrant’s predecessor in 1891 was selling 
soda, starch, candles, glycerine and soaps—and apparently one of the 
soaps and a soap powder were identified as PEARL BORAX. The third 
edition of a booklet entitled “List of Gifts,” identifying gifts offered by 
registrant’s predecessor in connection with return of soap wrappers, was 
published in 1908, and it includes pictures of PEARL BORAX, CYGNET and 
YOUNG’S SCOURING soap. 

A letter identified by a seventy-nine year old witness as having been 
presented to her in 1917 during her twenty-fifth year of employment by 
registrant’s predecessor is written on a letterhead which shows pictures of 
PEARL BORAX soap. PEARL BORAX soap powder, and PEARL BORAX soap chips. 

There is no documentary evidence of either the sale or offering for 
sale of PEARL or PEARL BORAX soap products by registrant or its prede- 
cessor between 1922 and 1947; but in 1947 and 1948 Young’s soap prod- 
ucts were advertised in the Philadelphia newspapers as PEARL flakes, 
YOUNGS soap chips, BLUSOAP flakes and PEARL BORAX soap; and there is 
evidence of a few sales made under the PEARL BORAX mark in Pennsylvania 


1. Reg. No. 57,258 issued Nov. 6, 1906, twice renewed, and published in accord- 
ance with Sec. 12(c) on Aug. 3, 1948. 

. Reg. No. 57,309 issued Nov. 13, 1906, twice renewed, and published in accord- 
ance with Sec. 12(c) on Aug. 3, 1948. 
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in 1947, 1948 and 1950, a few both in and outside Pennsylvania were made 
in 1951, and a few in Pennsylvania in 1953. 

In 1929, the trademarks PEARL and PEARL BORAX, and their registra- 
tions, were assigned by the firm to Chas. W. Young & Co., a corporation. 
This instrument was recorded in the Patent Office on March 25, 1931. 

On August 14, 1944, an instrument was executed on behalf of Chas. W. 
Young & Co., by its president, under the terms of which the corporation 
transferred all of its right, title and interest in and to the mark PEARL 
BORAX, and Registration Nos. 57,259° and 57,309, together with some other 
marks and registrations not material here, to G. B. Young, doing busi- 
ness as “United States Soap Mfg.” This instrument was recorded in the 
Patent Office on August 22, 1944. 

On October 31, 1945 an instrument was executed on behalf of Chas. 
W. Young & Co. by its president transferring all right, title and interest 
in and to the mark PEARL and its Registration No. 57,258 to Grace B. 
Young, doing business as United States Soap Manufacturing. This instru- 
ment was recorded in the Patent Office on January 23, 1946. 

On June 4, 1947, an instrument was executed on behalf of Chas. W. 
Young & Co. by its president, under the terms of which all of its right, 
title and interest in and to certain trademarks and their registrations were 
transferred to G. B. Young, doing business under the name of “United 
States Soap Manufacturing.” The instrument confirmed “its assignments 
theretofore made of the trademark PEARL registered under Number 57,258, 
for soap, PEARL BORAX registered under Number 57,259, for soap, the trade- 
mark PEARL “BORAX registered under Number 57,309, for soap,” and other 
marks and registrations not material here. This instrument was recorded 
in the Patent Office on June 18, 1947. 

On June 5, 1947, G. B. Young, doing business as “United States Soap 
Manufacturing,” executed an instrument under the terms of which Chas. 
W. Young & Co. was granted “an exclusive license to manufacture soaps in 
all forms and to apply said trademarks thereto, under the control of, 
and for and at the order of, the said G. B. Young doing business under 
the name of United States Soap Manufacturing.” This instrument was 
recorded in the Patent Office on June 18, 1947, although the reason for 
such recording is not clear since it does not affect title. 

According to registrant’s testimony, G. B. Young, doing business 
as United States Soap Manufacturing, sold soaps made or processed by 

Chas. W. Young & Co. In other words, Chas. W. Young & Co. itself made 
soaps, or it further processed soaps made by someone else, according to 
the specifications and on order of G. B. Young, and it marked them with 
the trademarks as directed by G. B. Young. There are, however, sales 
slips and shipping orders in the record which indicate that both Chas. W. 
Young & Co. and G. B. Young operated from the same address; and such 
exhibits show that sales of PEARL BORAX soap were made in and around 


3. This registration is not involved in this proceeding. 
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Philadelphia by Chas. W. Young & Co. in 1947, 1948 and 1952; at least 
two sales of soap were made by United States Soap Mfg. in 1950, but there 
is no indication as to whether or how such soap was marked; some sales of 
PEARL BORAX soap were made in 1950 by Youco, Inc., which was a cor- 
poration created as a sales company to sell the products of Chas. W. Young 
& Co. (G. B. Young was connected with this corporation), and its address 
was the same as the address of the firm which was a predecessor of Chas. 
W. Young & Co.; and in 1953 at least one sale of PEARL CLING was made 
by Young’s Soap & Chemical Mfg. Co., G. B. Young, owner, from the 
same address as G. B. Young, doing business as United States Soap Manu- 
facturing and Chas. W. Young & Co. 

Sometime in 1950, Charles W. Young (who is president of Chas. W. 
Young & Co.) and Grace B. Young, his wife, jointly, and Grace B. Young, 
individually and trading as United States Soap Mfg. and Charles W. 
Young, individually, filed a petition for proceeding for an arrangement 
under Chapter XI of the Bankruptcy Act. In the testimony before the 
referee on May 31, 1950, the testimony of the petitioners in bankruptcy 
included the following: 


“What is the trademark PEarL worth in your opinion? 
“Nothing. 


“What is the trademark cyGNeT worth in your opinion? 
“Nothing.” 


“Were the trademarks PEARL and cyGNET among these miscellane- 
ous assets which you had in mind as having no value? 
“They could be, yes.” 


The testimony in the bankruptcy proceeding further shows that Chas. 
W. Young & Co. was not operating a business at the time the testimony 
was taken in 1950—that Chas. W. Young & Co. was not doing any 
business, was insolvent, and could not pay its debts. It must be presumed, 
then, that the sales slips and shipping orders just prior to and immediately 
following May of 1950 identify sales of a product other than that made 
by Chas. W. Young & Co., or sales from the small inventory which the 
bankrupts testified they had on hand. The testimony indicates that only 
some $6,000 worth of soap powder was on hand. 

The Bankruptcy Act, 11 U.S.C. 110(a) provides: 


“The trustee of the estate of a bankrupt and his successor or 
successors, if any, upon his or their appointment and qualification, 
shall in turn be vested by operation of law with the title of the 
bankrupt as of the date of the filing of the petition initiating a pro- 
ceeding under this title, except insofar as it is to property which is 
held to be exempt, to all of the following kinds of property wherever 
located * * * (2) interests in patents, patent rights, copyrights, and 
trademarks, and in applications therefore * * *.” 


The trademarks owned by the bankrupts were vested in the trustee by 
operation of law upon the filing of the petition in bankruptcy. 
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Registrant seems to take the position that the trustee in bankruptcy 
“elected” not to take title to the trademark PEARL, but there is no indica- 
tion of such an “election,” and it is more reasonable to assume that it was, 
in view of the testimony, a valueless asset. See: Ricketts v. First Trust Co., 
73 F.2d 599 (C.A. 8, 1934); and Mills Novelty v. Monarch, 49 F.2d 28, 
9 USPQ 280 (C.A. 6, 1931). As was recently stated by the Court in 
The Alligator Co. v. Ciarochi, 110 USPQ 90, 93 (46 TMR 968) (E.D. 


Pa., 1956) : 


“Totally apart from any question of infringement, if any rights 
could have been acquired by defendant, Ciarochi, and his successor 
Styl Crest, Inc., in and to the trademark sTYLicaTor, such rights 
were abandoned and legally extinguished upon the admission by 
defendant Ciarochi, as an officer of the bankrupt corporation, that 
the trademark sTyLicaTor was of ‘no value’ * * *.” 


See also: Browning King Co. of N. Y. Inc. v. Browning King Co., Inc., 
176 F.2d 105, 82 USPQ 64 (39 TMR 693) (C.A. 3, 1949), and cases 
cited therein. 

It seems clear that whatever rights registrant may have had prior 
to 1950—and the record does not clearly show that there was anything 
more than sporadic business done under the PEARL and PEARL BORAX marks 
—its rights at the time this proceeding was instituted stem only from such 
use as may have taken place after the discharge in bankruptcy. 

The record leads to a conclusion that applicant’s rights in its trade- 
mark PEARL are superior to such rights as registrant may have in the 
registered marks PEARL and PEARL BORAX, and applicant is therefore 
damaged by the outstanding registrations of these marks. Applicant is 
entitled to the registration sought, and Registration Nos. 57,258 and 


57,309 should be canceled. 
The decision of the Examiner of Interferences is reversed. 


WESTERN WATERPROOFING COMPANY v. WIDMAYER, 
doing business as WIDMAYER STEEL COMPANY 


No. 6217 — Commissioner of Patents — August 30, 1956 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Petition to cancel registration of SPRACRETE for plaster by registrant of 
SPRAYCRETE for masonry waterproofing and weatherproofing services. Petitioner 
had constructive notice of respondent’s mark published in Official Gazette in 1944 
and actual knowledge in 1947. Petitioner applied for registration of SPRAYCRETE 

in 1948 and application was rejected on basis of respondent’s registration. Peti- 
tioner requested an interference be declared and Examiner ruled that since petitioner 

had established priority it was entitled to registration. Since there was no appeal 
from Examiner’s ruling it is a final decision and res judicata. Petitioner then filed 
instant cancellation proceeding. However, since petitioner failed to take any 
affirmative action with respect to respondent’s registration for a period of over 
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seven years, meanwhile permitting respondent to double its business and investment, 
and showing on its own part only listings in a catalogue directory without any 
proof of business symbolized by the mark, SPRAYCRETE, petitioner must be deemed 
guilty of gross laches and estopped from seeking cancellation. 


Cancellation proceeding by Western Waterproofing Company v. 
John J. Widmayer, doing business as Widmayer Steel Company, Registra- 
tion No. 406,574 issued April 11, 1944. Registrant appeals from decision 
of Examiner of Interferences granting petition. Reversed. 


Harness, Dickey & Pierce, of Detroit, Michigan, for registrant-appellant. 
Bernard F. Garvey, of Washington, D. C., for petitioner-appellee. 


Legps, Assistant Commissioner. 


A petition has been filed to cancel a registration of spracrETE for 
plaster’ by the registrant of sprayoreETE for masonry waterproofing and 
weatherproofing services.” 

The Examiner of Interferences granted the petition, and respondent 
has appealed. 

At the time petitioner sought registration of SPRAYCRETE as a service 
mark, an interference was instituted between the parties here on the 
basis of respondent’s prior registration of sPRACRETE for plaster. The Ex- 
aminer of Interferences held confusion was likely to result between the 
marks and that since petitioner had established prior use of its mark in 
connection with its waterproofing business, petitioner was entitled to the 
registration sought. There was no appeal from the decision of the Ex- 
aminer of Interferences, and it therefore is a final decision which is res 
judicata so far as the issues involved in that proceeding are concerned. 

The record shows that the parties are engaged in the same type of 
business and that they use their respective marks in connection with their 
products and their waterproofing services. 

In the present case respondent has pleaded that petitioner is barred 
from relief by its laches. The rules in effect at the time the interference 
proceeding was tried and decided made no provision for affirmative 
defenses, and the question of laches would not have been considered 
even if raised. Therefore, it is the only question which can be con- 
sidered here. 

Respondent’s mark was published in the Official Gazette on February 
1, 1944. Petitioner did not oppose. The registration sought to be can- 
celed issued on April 11, 1944. On February 8, 1947 respondent wrote a 

letter to one of petitioner’s applicators requesting discontinuance of use 
of the mark sPRAYCRETE, stating that he (respondent) was marketing a 


1. Reg. No. 406,574 issued April 11, 1944 under the Act of 1905. 
2. Reg. No. 575,267 issued May 18, 1943 under the Act of 1946. Petitioner also 
owns Reg. No. 401,443 issued May 18, 1943 under the Act of 1905 for mechanically 
operated devices for mixing and discharging cementitious materials, 
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similar material under the mark sPRACRETE and that his mark had been 
registered in the Patent Office under number 406,574. 

On April 7, 1947 petitioner wrote to respondent stating that the let- 
ter written by respondent on February 8, 1947 had been forwarded to 
it by its applicator, and that the matter was being investigated. 

On October 7, 1947 petitioner filed its application to register spray- 
CRETE as a service mark. 

On December 15, 1947 respondent wrote to petitioner calling atten- 
tion to the letter in which petitioner had stated that the matter was be- 
ing investigated, and since it had come to respondent’s attention that peti- 
tioner was advertising SPRAYCRETE, respondent requested that petitioner 
let him know “within thirty days just what your attitude is in regards to 
this matter.” 

On December 17, 1947 petitioner replied to respondent’s letter stating 
that its (petitioner’s) “application for trademark and our first use of 
same both occurred nearly a year before your first use,” and it therefore 
appeared that respondent was violating petitioner’s rights. Petitioner 
requested that respondent let it know what he intended to do about the 
situation after he had satisfied himself with the accuracy of petitioner’s 
statements. There was no further correspondence. 

On June 9, 1948 petitioner was refused registration on its applica- 
tion to register SPRAYCRETE because of likelihood of confusion with re- 
spondent’s registered mark SPRACRETE, and petitioner requested that an 
interference be instituted between its application and respondent’s regis- 
tration. 

On June 5, 1951 petitioner’s service mark was published, and on 
October 12, 195Y the interference was instituted. 

On February 27, 1953 the Examiner of Interferences wrote his de- 
cision in the interference proceeding; and on January 8, 1954 this 
cancellation petition was filed. 

It is apparent that petitioner is charged with constructive notice of 
respondent’s claim of ownership of its mark since February 1, 1944 by 
publication® and since April 11, 1944 by the registration,* and it is charged 
with actual notice since receipt of respondent’s letter dated February 8, 
1947, some seven years before any affirmative action was taken. During 
this seven-year period, respondent’s annual business symbolized by the 
mark almost doubled in volume and value. Respondent and his applicators 
have invested in advertising of the sPRACRETE business in newspapers, 
trade journals and classified telephone directories; and respondent has 
invested at least $100,000 in building his factory where his sPRACRETE 
product is made. 





3. See: Hylo Company, Inc. v. Jean Patou, Inc., 103 USPQ 52 (44 TMR 1428) 
(CCPA, 1954). 
4. See: 


(CCPA 1951). 


Willson v. Graphol Products Co., Inc., 89 USPQ 382 (41 TMR 591) 
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It is true that petitioner notified respondent by letter dated Decem- 
ber 17, 1947 that it claimed superior rights in its sPpRACRETE mark, but this 
was done only after respondent, some seven months after he had first writ- 
ten petitioner’s applicator, requested a reply to his letter of February 
8, 1947. 

The petitioner’s record shows that it has had its catalog referring to its 
SPRAYCRETE waterproofing listed annually in Sweet’s File Catalog, Archi- 
tectural Section, since 1943; but there is nothing which indicates that it has 
established any business symbolized by the mark or that it has advertised 
its business under the mark. In other words, petitioner has failed to show 
that it has used, is using, has invested in, or has established any business 
under, the SPRAYCRETE mark. 

Under the circumstances of this case, and on the record here, it must 
be held that petitioner’s nine-year period of inaction after constructive 
notice of respondent’s claim of ownership of SPRAYCRETE, and its seven-year 
period of inaction after actual knowledge, during which time the volume of 
respondent’s business symbolized by the mark increased substantially, 
when coupled with petitioner’s failure to prove any facts from which dam- 
age can be presumed, constitute gross laches creating an estoppel. 

The record does not show that petitioner is or is likely to be damaged 
in any way by respondent’s registration; but it does show that respondent 
has a substantial business symbolized by its sPRACRETE mark, and it follows 
that cancelation of his registration would work a hardship on respondent. 

The petition is dismissed, and the Examiner of Interferences is re- 
versed. 


THE CUDAHY PACKING COMPANY v. 
CUDAHY BROTHERS CO. 


No. 32864 — Commissioner of Patents — August 31, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Application for registration of PATRICK CUDAHY for use on bacon is opposed 
by owner of mark CUDAHY on meat and meat products including bacon. 

Both applicant and opposer own several other marks registered for a variety 
of meat products. Until a few years ago both parties used entirely different marks 
on their products without apparent confusion. Opposer adopted in 1947 a new label 
on which CUDAHY was prominently displayed and which it used on bacon, ham and 
other meat products. In 1952 applicant adopted PATRICK CUDAHY mark and is now 
using it as its primary mark on most of its products relegating other marks to 
position of grade marks. 

Average purchaser of bacon buying in the usual outlets and seeing PATRICK 
CUDAHY bacon and CUDAHY PURITAN bacon would assume that the goods had common 
origin. Opposition is sustained. 


Opposition proceeding by The Cudahy Packing Company v. Cudahy 
Brothers Co., application Serial No. 639,982 filed December 24, 1952. 
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Applicant appeals from decision of Examiner of Interferences sustain- 
ing opposition. Affirmed. 


Carl 8. Lloyd, of Chicago, Illinois, for opposer-appellee. 
Morsell & Morsell, of Milwaukee, Wisconsin, for applicant-appellant. 


Leeps, Assistant Commissioner. 

Cudahy Brothers Co. has filed an application to register PATRICK 
cuDAHY for bacon, assertaining use since December 9, 1952. 

The Cudahy Packing Company has opposed registration, alleging that 
it is engaged in the meat packing business, and since long prior to appli- 
cant’s use of PATRICK CUDAHY on bacon, it has used the name THE CUDAHY 
PACKING COMPANY in its business and the name cuDAHY on meat and meat 
products, including bacon, and applicant’s mark is likely to cause con- 


fusion in trade. 
The Examiner of Interferences sustained the opposition, and appli- 


cant has appealed. 

It appears from the record that the business operations of both 
parties were commenced by their predecessors many years ago. Although 
it is not necessary in arriving at a determination of this proceeding to 
delineate the history of the two businesses, certain publications and docu- 
ments introduced as exhibits—some of which are not properly in evidence 
and some of which contain unverified statements—tell an interesting story 
which forms the backdrop of this case. 

It seems that on August 29, 1887 an Illinois Corporation was chartered 
under the name of “The Armour-Cudahy Packing Company” with a capital 
stock of $750,000, with seventy-five hundred shares of capital stock to be 
subscribed at one hundred dollars per share. On the same day Philip D. 
Armour and Michael Cudahy each subscribed to 2,350 shares and Edward 
C. Cudahy subscribed to 2,800 shares of the capital stock; and on Septem- 
ber 13, 1887, each of the subscribers to the capital stock was elected a Direc- 
tor of the company. On September 14, 1887, the Secretary of State of 
Illinois issued a certificate that The Armour-Cudahy Packing Company 
was a legally organized corporation under the laws of that State. 

On December 15, 1890 the name of the corporation was changed to 
The Cudahy Packing Company. 

On October 8, 1915, a corporation was organized under the laws of 
the State of Maine under the name of “The Cudahy Packing Company,” 
and on October 14, 1915 an instrument of assignment was executed on 
behalf of the Illinois corporation transferring all assets to the Maine cor- 
poration as of October 31, 1915. 

On December 30, 1915, the name of the Illinois corporation was 
changed to “The Illinois Cudahy Packing Company”; on December 27, 
1916 its capital stock was decreased to the sum of $200,000; on August 
17, 1926 its capital stock was decreased to $1,000; and it went out of 
existence in 1939 or 1940. The Cudahy Packing Company, a Maine cor- 
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poration, has, since 1915, operated the meat packing business established 
by its predecessor, and it is this corporation which is the opposer here. 

Michael Cudahy was president of opposer’s predecessor until about 
1907, when he was succeeded by his brother Edward. In about 1926, 
Edward Cudahy was succeeded by his son Edward, Jr., and in 1950, 
Edward Cudahy III and Anthony Cudahy represented the third-generation 
of the Cudahy family in the business. 

The records of the Patent Office show that opposer’s predecessor 
registered the trademark rex for meat and meat products in 1896;? it 
registered rEx for lard in 1906;? and it registered rex for cured, smoked 
and canned meats in 1907. This mark is, according to the testimony, still 
being used on dry sausage (cervelat), lard, cooking oil, cheese, and lye. 

The records of the Patent Office further show that opposer’s predeces- 
sor registered the trademark PuRITAN in 1918 for hams, bacon, can sliced 
beef, lard, smoked beef tongue, sweet-pickled skinned shoulders and a few 
other meat products.* The testimony shows that puriTan is still being used 
on fresh, smoked, and canned meats, fresh and dry sausage, bacon, and lard. 

The records of the Patent Office further show that in 1923 opposer’s 
predecessor registered a trademark showing caRusO (and a portrait of 
Enrico Caruso) for dry sausage. The testimony shows that caruso is still 
being used on dry sausage. 

The records of the Patent Office further show that in 1955 opposer 
registered the trademark NuTWoop for bacon, smoked ham and pork loins® 
(asserting use since 1908); and the testimony shows that this mark is 
presently used at least on ham. 

Opposer’s record shows present use of the trademark GoLp coIN, GEM 
SQUARES, PRIZE OF ALBANY, D’ANNUNZIO, MARGHERITA, DANTE CAPOCOLLO 
and a few others, for its fresh, smoked, and canned meats and its fresh 
and dry sausages. 

It seems that the business of which applicant is the successor was 
founded in 1844 by John Plankinton, who operated the meat packing opera- 
tion alone until 1850 when he associated himself with Frederick Layton 
under the firm name of Layton & Plankinton. This firm was dissolved in 
1861 when Mr. Layton retired from it, and Mr. Plankinton again operated 
the business alone until 1864 at which time he formed a partnership with 
Philip D. Armour’ under the name of Plankinton & Armour. This firm 
was dissolved in 1884 when Mr. Armour retired from it. Mr. Plankinton, 
in October of 1884 formed a partnership with Patrick Cudahy under the 
name of John Plankinton & Co. In October of 1888 Mr. Plankinton retired 


Reg. No. 28,558, issued July 7, 1896, renewed twice. 

Reg. No. 50,295, issued March 6, 1906, renewed twice. 

Reg. No. 59,098, issued January 1, 1907, renewed twice. 

Reg. No. 122,069, issued June 25, 1918, renewed. 

Reg. No. 164,048, issued February 13, 1923, renewed. 

Reg. No. 604,554, issued April 12, 1955. 

It is not clear from the record and exhibits whether or not this is the same 
Philip D. Armour who became one of the three original stockholders in opposer in 1887. 
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from the business and a new firm named Cudahy Bros. was formed by 
John and Patrick Cudahy. 

According to the testimony of applicant’s vice-president, Patrick 
Cudahy was the eldest brother of Michael Cudahy who was one of three 
original stockholders in opposer’s predecessor and its president from 1887 
to 1907; and Michael F. Cudahy, a son of Patrick Cudahy, is presently 
president of applicant. 

In 1893 Cudahy Brothers Co., a Wisconsin corporation, succeeded to 
the firm of Cudahy Brothers Co., and it is this corporation which is the 
applicant here. Patrick Cudahy was the first president of the corporation, 
and he remained president at least until 1918. Patrick Cudahy died on 
July 25, 1919; and the only person named Cudahy who was associated 
with applicant at the time testimony was taken in August of 1954 was 
Michael F. Cudahy, a son of Patrick Cudahy. 

The records of the Patent Office show that in 1905 applicant regis- 
tered the word mark PEACOCK, displayed on the tail of an illustration of a 
peacock, for lard, tallow, lard compounds and substitutes for lard.’ 

The records of the Patent Office further show that in 1905 applicant 
registered the word mark PEACOCK, displayed beneath an illustration of a 
peacock, for cured shoulders, backs, hams and bacon.’ Use of this mark 
since 1898 was asserted in the application. 

The testimony indicates that the pEacock brand was discontinued in 
1952, and the word was used thereafter to designate a grade, although 
specimen labels presently in use show the registration notice used in con- 
junction with the word. 

The records of the Patent Office further show that in 1918 applicant 
registered the trademark Jack spraT for bacon and ham;’° and the testi- 
mony indicates that this mark is presently used for “second or off-grade” 
products. 

The records of the Patent Office further show that in 1939 applicant 
registered CEBECO as a trademark for bacon; and the testimony indicates 
that this mark is used “off and on” for “bacon ends and things of that 
nature.” 

It thus appears that until relatively recent years, the parties sold 
their products under entirely different marks, opposer’s principal ones 
being REX, PURITAN, NUTWOOD and caRUSO, and applicant’s principal ones 
being PEACOCK, JACK SPRAT and CEBECO; and they have used their respective 
trade or corporate names without any confusion having occurred, so far 
as the record shows. 


8. Reg. No. 47,631, issued November 14, 1905, renewed twice. 

9. Reg. No. 48,274, issued December 19, 1905, renewed twice, and published in 
accordance with Sec. 12(c) on November 22, 1949. 

10. Reg. No. 122,446, issued August 20, 1918, renewed, and published in accord- 
ance with Sec. 12(c) on May 24, 1949. 

11. Reg. No. 372,712, issued November 14, 1939, and published in accordance with 
Sec. 12(c) on May 24, 1949. 
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The record indicates that in the early days of applicant’s business, the 
great proportion of its business was in export trade, one exhibit suggest- 
ing that sixty percent of the business was done with Great Britain. Many 
of the labels or stencils in evidence which show CUDAHY BROTHERS CO., 
PACKERS Or CUDAHY’S WISCONSIN, used prior to the early 1940’s were iden- 
tified as having been used only in export trade, and for bulk shipment 


as differentiated from consumer trade. 
Opposer’s record shows that in the summer of 1947 it adopted what 


its witnesses call a “medallion” which appears as follows: 


The label showing the medallion was approved by the Meat Inspection 


Division of the U. S. Department of Agriculture on February 5, 1948, and 
the medallion mark has been continuously used by opposer on its bacon, 
ham, and other meat products since that time. 

At the time the medallion mark was adopted, opposer apparently re- 
vised its labels for its PURITAN meat products to show the following: 


This marking of cuDaHy on a ribbon has been used since that time on op- 
poser’s meat products and its butter. 

At some time prior to 1950, it commenced using the word cuDAHY 
alone for its canned food products containing meat. 

These marks have been widely advertised by opposer, and opposer’s 
volume of sales on a nationwide basis under these marks is very large. 
Between 80 and 85 percent of opposer’s volume of business is in meat, 
and total sales of all products range from half a billion to two-thirds of a 
billion dollars annually. Its annual advertising budget ranges from two 
to four million dollars and it may be assumed that 80 to 85 percent of that 
budget is allocated to its meat. 
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In 1952 applicant adopted the mark presented here for registration 
and appearing as follows: 


According to the testimony of one of applicant’s attorneys, “It was selected 
partly in order to take advantage of the fact which appeared to us that Pat- 
rick Cudahy’s name was still quite well known among people, the consumer 
public, and we wanted to take advantage of that fact, and also because it 
was an effort on our part to sort of set up maybe a living memorial you 
might call it for the founder of the company, although maybe that is from 
an advertising angle and is not the best reason in the world, but that was 


why we decided to use PATRICK CUDAHY.” 
It is observed that at the time applicant decided to use the mark, 


PATRICK CUDAHY had been dead more than thirty years, and it does not 
appear just how his name was still quite well known among the consuming 
public. 

The mark sought to be registered is used as the principal trademark on 
almost every product sold by applicant, and the long used PEACOCK mark 
has been relegated to the position of a grade mark, being used in very 
small letters in parenthesis on the labels. Its other marks JACK sPRAT and 
CEBECO are used only on second or off-grade products, and never in con- 
junction with PATRICK CUDAHY. 


The annual volume of applicant’s business does not appear in the rec- 
ord, but the advertising expenditures in connection with products bearing 


the Patrick Cudahy name approximated $100,000 in 1953 and approxi- 
mately the same amcunt was budgeted for 1954. Meats bearing the mark 


are consumer advertised, and they are sold through the usual retail 
grocery outlets, including some chains. 

Under the facts and circumstances of this case, it is concluded that the 
average purchasers of bacon, buying in the usual retail outlets under 
ordinary conditions and circumstances of purchase would, upon seeing 
PATRICK CUDAHY bacon and CUDAHY PURITAN bacon to assume that the prod- 
ucts had common origin, thus resulting in consumer confusion. Further- 
more, in view of the likelihood of both products becoming known in the 
market as CUDAHY bacon, consumer mistake and passing off resulting in 
consumer deception are highly likely. 

The opposition must be sustained; and the decision of the Examiner 
of Interferences is affirmed. 
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George S. McMillan 

Bristol-Myers Company 
Alfred W. Petchaft 


ohn Ril 
J yh... Sisters of Carbonated 
Beverages 
W. P= Scherer 
utomobile Manufacturers Assn. 


Eldridge Peterson 
Printers’ Ink 
Stewart W. Richards 
Beer, Richards, Lane, Haller 
Buttenwieser 
Don Robinson 
American Press 
E. Huber Ulrich 
The Curtis Publishing Company 


Edmund Dill Scotti 
Wm, Wallace White & Scotti 
W. D. Seidler 
Coats & Clark, Inc. 
Laurence E, Sherwood, Jr., 
Vice-Chairman 
Vick Chemical Company 
Francis J. Sullivan 
Alexander, Maltitz, Derenberg 
Daniels 
H. Gregor 
Chanel, : 
Horst von Maltitz 
Alexander, Maltitz, 
_ & Daniels 
Eric Waters 
Haseltine, Lake & Company 
J. H. Wilson 
The Procter & Gamble Company 
John A. Wortmann 
Radio Corporation of America 


Thomas 


Derenberg 


John C. Osborne 


Coming. 3 MacTavish, Osborne 
enderson 


A. Donham Owen 


Stewart W. Richards 
Beer, Richards, Lane, Haller 
& Buttenwieser 
Leslie D. Taggart, Vice-Chairman 
Watson, Leavenworth, Kelton 
& Taggart 


Albert R. Teare 
_ Bates, Teare & McBean 
Gilbert Weil 
Stewart L. Whitman 
Nims, Martin, Halliday, Whitman 
Williamson 
Robert B. Whittredge 
Fish, Richardson & Neave 
Wood 


R. H. 
Westinghouse Air Brake Company 


Virgil E. Woodcock 
oodcock & Phelan 


Wm. Glasgow Reynolds 
. I. du Pont de Nemours & Co. 


biog K. Siebert 


Anheuser-Busch, Inc. 
Harold S. Silver 
Allis-Chalmers Mfg. Co. 
Arthur Stewart 
Westinghouse Electric Company 


A. H. Stuart 
Hiram Walker & Sons 


James E. Toomey 
Kaiser Aluminum & Chemical Co. 


Jouegh Shar 
ise, Canfield, Sharp & Boyd 


Joseph Stamler 


Lorentz & Stamler 
Mrs. Lenore B. Stoughton, 


Vice-Chairman 
Rogers, Hoge & Hills 


John T. Tabor 
The Seven-Up Company 


Earl Thomson 


Thomson and Thomson 


H. B. Wands 


California Research Corporation 


. W. Yeager 
Shell Od Company 





